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THE LISBON CONFERENCE FOR REVISION OF THE 
INTERNATIONAL CONVENTION FOR THE 
PROTECTION OF INDUSTRIAL PROPERTY* 


By Stephen P. Ladas** 


The Editorial Board is greatly indebted to the author, who 
was a member of the U. S. Delegation, for making his highly 
interesting report available for publication in The Trademark 
Reporter. 

The United States Delegation at the Lisbon Conference con- 
sisted of: 


Robert C. Watson, Commissioner of Patents, 
as Chairman, 


and of the following Members: 


Roger C. Dixon, State Department 
Pasquale J. Federico, U. S. Patent Office 
Stephen P. Ladas, New York 

Stanley D. Metzger, State Department 
John Dashiell Myers, Philadelphia 
Albert R. Teare, Cleveland. 


There also attended as Observers: 


Senator Alexander Wiley 

C. Bolton-Smith, Counsel to U. S. Senate Judiciary 
Committee 

Robert L. Wright, Counsel, Subcommittee of Patents, 
Trademarks and Copyrights, U. S. Senate 

George F. Westerman, USRO Defense. 


* This report reflects the personal views of the author and must not be deemed 
to express the views of the American Delegation of the Lisbon Conference. 

** Partner in the firm of Langner, Parry, Card & Langner, New York; member of 
Executive Committee of A.I.P.P.1.; secretary of the International Patent and Trademark 
Association; chairman of the International Commission on Industrial Property of the 
International Chamber of Commerce. 
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The International Convention for the Protection of Industrial 
Property was originally concluded in Paris in 1883. For this 
reason it is usually referred to briefly as the Paris Convention. 
It has been revised in successive Conferences of Revision which 
have been held in Rome, Madrid, Brussels, Washington, The 
Hague, and London. These Conferences brought about consider- 
able improvement in the international regime of industrial prop- 
erty which rests today, as at the beginning, on two fundamental 
- principles: (a) the principle of national treatment, which means 
that persons entitled to the benefits of the Convention are granted, 
in every member country, the protection and rights which that 
country grants to its own nationals, and (b) the principle that each 
country is required to extend certain special rights or advantages, 
the object of which is to establish either certain uniform standards 
or a certain kind of protection which is necessary by the sheer 
fact that the member countries have their own separate laws, and 
that adequate protection of industrial property transcends the 
territory of individual countries. The right of priority for foreign 
patent applications, the working requirements for patents, the 
protection of well-known trademarks against infringement, the 
protection of commercial names, are examples of this kind of 
provisions in the International Convention. The history of the 
Paris Convention is the history of these provisions in the sense 
that with each new revision of the Convention, the number and 
importance of stipulations for additional rights over and above 
the national treatment have always been increasing. Some of the 
stipulations of this type purport to enact a complete rule of law. 
Others merely enunciate a principle or an international under- 
taking by the member countries which requires national legisla- 
tion to carry it out. 

At the revision of the Convention in London in 1934 it was 
decided that the next Conference of Revision would be held in 
Lisbon. By reason of the intervention of World War II, the con- 
vening of the Conference was postponed until this year. The 
Conference extended from October 6 to October 31. All contracting 
countries were invited to send official delegates to discuss and 
adopt a number of amendments to the Convention which were 
proposed by the Berne Bureau (which is the central organ estab- 
lished by the Convention) or by member countries. 

Of the 47 member countries, 40 were represented at the Lisbon 
Conference. The following were not represented: Ceylon, Greece, 





Vol. 48 T. M.R. LISBON CONFER. FOR REVISION OF INT’L CONV. 1293 


Haiti, Lebanon, Tunis and the United Arab Republic consisting of 
Egypt and Syria. In addition, the following non-member countries 
sent observers to the Conference: Saudi Arabia, Ecuador, Iran, 
Iraq, Liberia, Panama, Vatican City, Venezuela and the U.S.S.R. 
Various intergovernmental (such as the World Health Organiza- 
tion) and non-governmental organizations and associations (such 
as the International Chamber of Commerce) were invited and 
were represented by observers. 


The Government of each country received in proper time the 
proposals for amendment of the Convention prepared by the 
International Bureau. Each communicated to the Bureau its com- 
ments, observations and counter-proposals and these were in turn 
transmitted by the Bureau to all other Governments. The dele- 
gates of each Government came to the Conference prepared to 
discuss each topic and were naturally instructed by their Govern- 
ments with regard to the position to be taken on each proposed 
amendment. These instructions were of course private with each 
delegation and only their attitudes at the discussions and final 
voting indicated how flexible or inflexible those instructions were. 


The United States prepared itself for the Lisbon Conference 
as follows: The Department of Commerce through the Patent 
Office convened in March 1957 an Advisory Committee consisting 
of representatives of all associations and organizations in this 
country concerned with the protection of industrial property rights 
(patents, trademarks, designs, trade names, etc.). This Committee 
discussed the proposals, and its conclusions were transmitted to 
the State Department. Subsequently, the State Department cre- 
ated an interdepartmental committee representing various authori- 
ties in Washington and on the basis of their advice classified 
instructions to the delegates of the United States were prepared. 

Before reporting on the results of the Conference at Lisbon, 
it may not be amiss to make certain general observations: 


(a) Two-thirds of the delegations at the Conference consisted 
wholly of or were dominated by Patent Office officials. 
The following countries were in this group: 


Austria Hungary 
Brazil Ireland 
Bulgaria Japan 
Czechoslovakia Luxembourg 
Denmark Morocco 
France Monaco 





New Zealand Turkey 
Poland Vietnam 
Rumania Yugoslavia 


The general attitude of many of these delegations was 
to oppose any amendment of the Convention which did 
not conform to their internal law or even to their Patent 
Office practice. In any case, they appeared to interpret 
their instructions very rigidly. 


In the same group may be placed the countries which were 
represented by government or diplomatic representatives, 
usually resident in Portugal: 


Cuba Mexico 
Dominican Republic Rhodesia 
Indonesia Union of South Africa 


Countries which included in their delegations legal ex- 
perts apart from Government employees were the follow- 
ing: 


Australia Israel 

Belgium Italy 

Canada The Netherlands 

Finland Portugal 

Germany Sweden 

Great Britain Switzerland 
United States 


Generally, there was a greater flexibility or lesser rigidity 
in the position taken by the delegations of these countries 
on proposed amendments of the Convention. 


The Iron Curtain countries generally were not difficult to 
deal with, as was feared. They did not follow a uniform 
line and they were more cooperative and liberal than 
some Western countries. There were, however, two excep- 
tions: (a) on the question of patentability of chemical 
products, they followed a uniform line of opposition to 
any provision in the Convention, and (b) they raised the 
political question of Kast Germany in connection with 
the adoption of an amendment and resolution for fixing 
the finances of the Berne Bureau. 


No other Conference in the history of the Paris Convention 
presented a situation where so many desirable amend- 
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ments were rejected by the vote of a single country. The 
unanimity rule operated with a vengeance. Japan was 
the single country opposing the provision that non-user 
of a trademark for less than five years should not entail 
forfeiture of the registration. Denmark rejected the 
amendment of Article 7 of the Convention which was 
directed to the Danish Law of Pharmacy of 1955 which 
prohibits the use of a trademark for pharmaceutical prod- 
ucts after 20 years. The United States alone rejected the 
provision on licensing of trademarks, as drafted in Com- 
mittee. The Union of South Africa was the single country 
which prevented the insertion of appellations of origin 
in Article 1, and the amendment of Article 10 concerning 
“misleading” indications of geographical origin. The 
Netherlands opposed the provision for non-self executing 
character of the stipulations of the Convention in Article 
17. Australia was the single country opposing the stipu- 
lation for the protection of service marks, which was 
subsequently watered down to satisfy it, and also the 
stipulation in Article 6bis that a well-known mark must 
be protected even though it may not be used as yet in 
the country. The United States was alone in voting 
against a new provision in Article 10bis on unfair compe- 
tition, which was finally passed after a change. The 
United States was the only country that made impossible 
the adoption of a provision in Article 5 requiring compul- 
sory licenses for patents to be subject to payment of a 
royalty by the licensee because of its insistence on the 
addition of a proviso excepting cases of anti-trust viola- 
tion. Lastly, Austria and Yugoslavia joined to make im- 
possible the adoption of any provision for the protection 
of famous trademarks against their use on dissimilar 
products. 


The Conference divided itself into five Working Com- 
mittees on Patents, Trademarks, Designs, Indications of 
Origin and Unfair Competition, and on General Provi- 
sions. In addition, a Drafting Committee was organized. 
These worked for two consecutive weeks, except for the 
Committee on the General Provisions which, by reason of 
certain serious conflicts, continued working practically 
to the end. At the end of two weeks, the general Drafting 
Committee put the text in final shape and a Committee 
of the Whole met to receive the reports of the Working 
Committees as well as the texts of the proposed amend- 
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ments. Following this stage, there was the final stage of 
the Plenary Meeting of the Conference for the adoption 
of the text of the new Convention with the amendments 
thereto. The Chairmanship of each Working Committee 
is a most important feature in any Conference of this 
kind. If the Chairmen are able, if they carry authority 
by virtue of their personality and their eminence in the 
field, if they are imaginative, the Working Committees 
can accomplish their work efficiently and reach results. 
If these qualities are absent in the Chairman, the discus- 
sion may be chaotic with a resulting failure to accomplish 
much. In this Conference the Chairman of one important 
Committee had all good qualities but, pressed by time, 
had pushed on for conclusions too fast and in the final 
result only one-half of the amendments adopted by the 
Committee survived in the voting in the Committee of 
the Whole. The Chairman of another important Com- 
mittee limited himself to the role of presiding over the 
discussion by the members and provided no guidance with 
the consequence that nothing was adopted unless it com- 
pletely satisfied everyone, and the resulting amendments 
were so limited in scope that they were of very small 
significance. 


How did the Resolutions adopted by the AIPPI reflect 
themselves in the final results of the Lisbon Conference? 
The position is as follows: no amendment of the Conven- 
tion was adopted on any point which was not the subject 
of a resolution by the AIPPI, though in some eases the 
text adopted differs in some respects from the AIPPI 
text. A number of proposed amendments of the Conven- 
tion voted for by the AIPPI failed at Lisbon by the oppo- 
sition of countries represented particularly by officials of 
the Patent Office only. On the other hand, resolutions of 
the AIPPI which were not adopted by it unanimously did 
not fare well. From this two conclusions may be tenta- 
tively advanced with regard to the future work of the 
AIPPI. The effort must always be to reach unanimity on 
resolutions. If at a certain Congress a resolution obtains 
only a majority, the effort must be continued to reach a 
unanimous conclusion by searching for a compromise 
solution which will satisfy all the member countries. 
Secondly, the AIPPI must adopt the policy of inviting, 
particularly to the meetings of its International Executive 
Committee, the Commissioners of Patents and also try 











Vol. 48 T. M.R. LISBON CONFER. FOR REVISION OF INT’L CONV. 1297 


to create national groups in countries which are not now 
represented in the AIPPI. 


(f) In retrospect, the conclusion may be inescapable that the 


Conference attempted to complete its work too fast. There 
was a natural desire on the part of the Governments con- 
cerned and their delegations not to prolong this meeting 
too long. But this did not take account of certain facts: 


(i) There is now a far larger number of States 
which had to reach agreement than at any previ- 
ous Conference. Some of these States are at 
considerable distances from Lisbon and, when 
the discussions reached the final stage for a 
vote to be taken at the end of the second week, 
there was physically no time to obtain final 
instructions. 

(ii) There have developed at the present time far 
sharper differences of view between strongly 
industrialized countries and economically under- 
developed countries, so that compromise solu- 
tions on proposed amendments of the Conven- 
tion were much more difficult to reach without 
sufficient time for review and reconsideration. 

(iii) Many of the differences called for high level 
policy decisions on the part of the participating 
Governments, rather than discussion between 
Patent Commissioners or lower echelon govern- 
ment employees, who did not have the authority 
to make even minor concessions in order to 
reach agreement. 


Perhaps, then, the suggestion which was advanced last 
year by some eminent specialists in this field for breaking 
the Conference into two stages was sound. It was thought 
that, at the first stage, discussions would be directed to 
the agenda items with the view to reaching conclusions 
satisfactory to a large number of countries, and then the 
Conference would be reconvened, after an opportunity 
would be given to the various Governments to review 
these conclusions. Thus, those who were in an isolated 
opposition might decide to yield or to propose a possible 
compromise. 


We may now proceed to review the amendments of the Con- 
vention adopted by the Lisbon Committee. 
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TRADEMARKS 


Extension of Right of Priority 


The proposal of the Berne Bureau that the period of the 
right of priority for trademarks, which is of six months under 
Article 4, be extended to 12 months was rejected by a substantial 
majority in the Working Committee and was dropped. 


Non-Use of Trademarks 


Sweden presented, as its own proposal, the resolution adopted 
by the Stockholm Congress of the AIPPI that in countries where 
a registered trademark is required to be used a registration may 
not be canceled for non-use unless such non-use has continued 
for five years. The United States delegation insisted on a proviso 
that cancellation may be applied for at any time on the ground 
of abandonment. The British, on the other hand, desired to provide 
also for cancellation on the ground of absence of bona fide inten- 
tion to use the mark. A majority was unwilling to accept these 
limitations but, following informal negotiations, the United States 
delegation was successful in obtaining approval of a proviso that 
a country may by its law provide for cancellation at any time in 
the absence of bona fide intention to use or when the proprietor 
has effectively abandoned his mark. It also made a declaration on 
the record referring to the provision of the Lanham Act that two 
years of non-use may constitute prima facie evidence of aban- 
donment. When it appeared that everyone was in agreement, 
Japan in the Committee of the Whole cast a negative vote, on the 
ground that a five-year term was too long and that this was un- 
acceptable to it in view of its trademark law which requires use 
within one year from registration and no interruption of use for 
more than three years during the period of registration. As a 
result, the amendment was killed. 


Licensing of Trademarks 


Both the Berne Bureau and the AIPPI proposed an amend- 
ment of Article 5 (C) of the Convention which in its present word- 
ing is very unsatisfactory since it refers only to simultaneous use 
of a trademark by co-proprietors. The only significant difference 
between the text of the Berne Bureau and of the AIPPI was that 
the former required “unity of control” and the latter “effective 
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control” over the use of the trademark by the proprietor. The 
United States delegation, in accordance with its instructions, in- 
sisted upon the requirement that there be “legitimate control by 
the proprietor of the nature and quality of the products” made by 
the licensee and bearing the trademark. A large number of coun- 
tries objected to these terms, because they had no clear meaning 
under their laws and because the countries did not wish to impose 
such a requirement on the proprietor. In the first vote in the 
Working Committee, the United States and Ireland were the only 
countries voting against the text proposed by the AIPPI. Negotia- 
tions followed as a result of which the other countries were willing 
to accept the addition of a second paragraph reading as follows: 


“The countries of the Union may adopt or continue to apply 
such provisions in their national law as may be deemed neces- 
sary to ensure that the principle of the preceding paragraph 
may not result in conduct contrary to public interest or likely 
to mislead or deceive the public.” 


This, we believed, saved the application of our legal requirements 
on licensing under the Lanham Act. To make doubly sure of this, 
we inserted in the record a declaration that we understand this 
paragraph to mean that the United States was free to require 
legitimate control by the proprietor of the nature and quality of 
the products marketed under such trademark by the licensee. The 
proposed amendment on licensing was then unanimously adopted 
by the Committee. 

On reporting to Washington, the American Delegation re- 
ceived instructions that the proposed text was unacceptable. At 
this time, this proposal was due to come before the Committee 
of the Whole for final adoption. Following special efforts, the 
President of the Conference withheld the item from a vote and 
postponed it for two days. We used this time to work out a more 
specific wording for the second paragraph. Since Washington also 
objected to the reference to “relations or agreements” between the 
proprietor and the licensee, insisting that reference should be 
made only to “relationships”, such an amendment was also sug- 
gested. The second paragraph would then read as follows: 


“The countries of the Union may apply such provisions in their 
national law which require actual and effective control of the 
nature and quality of the goods, in connection with which the 
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trademark is authorized to be used, and which otherwise en- 
sure that the application of paragraph 3 of this Article shall 
not be prejudicial to the public interest or be likely to mislead 
the public.” 


The foregoing was acceptable to the other delegations, but was 
rejected by Washington. Thus, when the item came up for final 
vote, the United States was the only country voting against this 
amendment of the Convention. 


Foreign Trademark Registration 


In accordance with the resolution of the AIPPI and the pro- 
posals of the Berne Bureau, the Lisbon Conference adopted two 
separate Articles on the problem of registration abroad of trade- 
marks. The first Article provides that registration may be obtained 
by a foreigner in any member country by complying with the 
conditions and formalities of such country without the additional 
requirement of proving a home registration. Also, that such regis- 
tration is independent of the registration in any other country 
including the country of origin. The second Article is nearly iden- 
tical to the old Article 6 and is new Article 6 quinquies. This 
relates only to trademarks which are sought to be registered on 
the basis that they are registered in the country of origin: in other 
words, the so-called “telle quelle” principle. The principal change 
from the old text is that such marks which are accepted to regis- 
tration only because they are registered in the country of origin 
remain dependent on the home registration so that when the latter 
lapses then the foreign registration also expires. 


Service Marks 


There were two changes adopted. “‘Service marks” are now 
added after “trademarks” in the definition of subject matter of 
industrial property in Article 1, par. 2. Secondly, a new Article 
was added to the Convention to provide for the protection of ser- 
vice marks. When this Article came up for a vote in the Committee 
of the Whole, Australia voted against it. Finally, its opposition 
was withdrawn when the text was amended to provide that the 
countries of the Union are obligated to protect service marks, but 
not necessarily by registration. This is new Article 6 sexies. 
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Well-Known Marks 


The proposed change extending from three to five years the 
term for cancellation of marks infringing well-known marks was 
adopted. Similarly Article 6 bis was changed to provide that the 
owner of a well-known mark may prohibit the use as well as cancel 
the registration of an infringing mark. However, the provision 
that a well-known mark may be protected even though it is not used 
as yet in the particular country was vetoed by Australia and there- 
fore was rejected. 


Assignment of Trademarks 


The proposal for free assignment of trademarks met with sub- 
stantial opposition. A compromise proposal that assignment of a 
trademark need not be accompanied by a transfer of the business, 
implying that transfer of the good will could be required, was lost. 
Thus the old Article 6 quater of the Convention permitting assign- 
ment with the business or good will in the particular country only 
was maintained unchanged. 


Registration by an Agent 


A new Article 6 septies was adopted providing that the owner 
of a mark may oppose or cancel the registration of his mark by an 
agent or representative without the owner’s authorization or may 
demand the transfer to the owner when this is possible under local 
law. On the insistence of some countries a qualification was added 
for the case when the agent or representative may justify his action 
in registering in his name. Japan originally opposed this provi- 
sion but finally withdrew its objection. The text reads as follows: 


“(1) If the agent or representative of the person who is the 
proprietor of a mark in one of the countries of the Union 
applies, without such proprietor’s authorization, for the 
registration of the mark in his own name in one or more 
Union countries, the proprietor shall be entitled to oppose 
the registration applied for or seek cancellation or, if the 
law of the country so allows, seek assignment in his favor 
of the said registration, unless such agent or representa- 
tive justifies his action. 


“(2) The proprietor of the mark shall, subject to the reserva- 
tions of paragraph (1) above, be entitled to oppose the 
use of the mark by his agent or representative if he has 
not authorized such use. 
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““(3) The domestic law may provide an equitable time limit 
within which the proprietor of a mark must claim the 
rights provided for in the present Article.” 


Nature of Products Covered by Trademark 


Article 7 of the Convention provides that the nature of a 
product on which a trademark is used cannot form an obstacle 
to its registration. There was a proposal that this stipulation be 
extended to provide that the nature of the product shall not affect 
the duration of the exclusive right to use a trademark. This pro- 
posal was directed against the Danish Law on Pharmacy of 1955 
which provides with respect to pharmaceutical specialties that the 
trademark may no longer be used after the lapse of twenty years 
from recordal of the particular specialty with the Health Depart- 


ment. This amendment of Article 7 was vetoed by Denmark and 
was rejected. 


Translation of Trademarks 


The AIPPI and ICC had proposed that a stipulation be in- 
serted in the Convention permitting a trademark owner to register 
in the same act a composite mark consisting of the original mark 
and a local translation with the right to use in the particular 
country the translation. After considerable discussion a tentative 
provision was prepared but failed of adoption upon the objection 
of a number of countries. 


Famous Marks 


The proposal of the AIPPI for the protection of marks of 
exceptional reputation against their use on dissimilar products 
was hotly debated in the Conference. In general, the difference 
of opinion was whether a provision of this kind should be inserted 
in Article 6 bis which deals with infringement of well-known marks, 
or in Article 10 bis which deals with unfair competition. The 
consensus of opinion was that there should be added to the Con- 
vention a separate Article, and that the test should be whether a 
deception of the public or confusion as to origin would ensue rather 
than the idea of unjustified advantage or dilution of the distinctive- 
ness or originality of the famous trademark. Finally, a combined 
proposal by the U. S. and Italian delegations, reading as follows, 
was put to vote: 
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“The registration or use of a trademark or trade name of a 
third person for dissimilar products is prohibited as being 
contrary to honest trade practices, provided a showing can 
be made that the mark or name as a result of its uniqueness 
and celebrity has become so well-known as to induce members 
of the trade or of the general public to assume that there may 
be a connection in trade between the user or registrant of 
the mark on dissimilar products and the owner of the well- 
known mark.” 


The proposal met with general approval, but Austria and Yugo- 
slavia voted against it and the amendment was dropped. 


Protection of Emblems, Armorial Bearings, etc. 


The Berne Bureau had proposed changes in the first Para- 
graph of Article 6 ter which were very important. This paragraph 
obligates the contracting countries to refuse or cancel the registra- 
tion and to prohibit the use, without authorization by the compe- 
tent authorities, either as trademarks or elements of trademarks, 
of armorial bearings, flags and other State emblems of the cown- 
tries of the Union and of official signs and hall marks indicating 
control or warranty adopted by them, and all imitations thereof 
from an heraldic point of view. 

The proposal suggested five changes: the words “without au- 
thorization by the competent authorities” were to be deleted so 
that the prohibition became absolute. The words “of the countries 
of the Union” were to be deleted, so that emblems, ete. of any State 
in the world would be covered. In addition to the protection of 
emblems “as trademarks or elements of trademarks,” the prohibi- 
tion would extend to their use “as distinctive signs of goods or as 
shop-signs or any other means of advertisement in any form.” 
The words “from an heraldic point of view” would be deleted so 
that any imitation would be covered. Lastly, the provision would 
be limited to “armorial bearings, flags and other State emblems” 
but not to official signs and hall marks indicating quality or 
warranty. 

These changes were generally disapproved, but there was a 
great majority in favor of the change deleting the words “from 
an heraldic point of view.” The United States opposed this change 
vigorously and in the final vote the change was rejected by the 
single vote of the United States. Accordingly, the old text remains 
unchanged. 








ae one aay te 


a 








1304 THE TRADEMARK REPORTER Vol. 48 T.M.R. 





The United Nations submitted a proposal for the inclusion of 
a provision in Article 6 ter to prohibit the registration or use of 
the emblems, titles, ete. of the United Nations Organizations and its 
specialized agencies. The idea was found acceptable and it was 
thought that this should extend generally to armorial bearings, 
flags and other emblems and also abbreviations or titles of inter- 
national intergovernmental organizations. However, it was felt 
this protection should be subject to certain conditions as proposed 
particularly by the United States delegation: 


(a) only intergovernmental organizations comprising one or 
more countries should enjoy this protection; 


(b) third parties acting in good faith should not be compelled 
retroactively to suffer from the effects of such protection 
unless the use is of such a nature as to suggest to the 
public that a connection exists between the user and the 
organization ; 

(c) protection should be subject to notification of armorial 
bearings, flags, emblems, abbreviations or titles to the 
countries of the Union through the medium of the Inter- 
national Bureau of Berne; 

(d) this provision should not cover armorial bearings, flags 
or other emblems or titles which are already covered by 
other international agreements, for instance, the words 
and the emblem of the “Red Cross”. 


The new sub-paragraphs (b) and (c) of paragraph 1 and sub- 
paragraph (b) of paragraph 3 of Article 6 ter cover this subject. 


International Trademark Search Center 


The Berne Bureau has been investigating for some time past 
a plan originally suggested by the American Branch of the AIPPI 
for the establishment of a Trademark Search Center so that inter- 
ested parties desirous of adopting a new mark may request a 
search for anticipations at such Center. The plan would involve 
creating an index of all marks registered at least in all countries 
of the Union. The Berne Bureau suggested to the Conference the 
adoption of a resolution empowering the Bureau to continue the 
study for the creation of such a Center. 

At the Conference there were doubts expressed about the 
feasibility of such a plan since it was thought that the expense 
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would be too large and that it would take too long a time to ef- 
fectuate it. The United States delegation supported the Bureau’s 
proposal and expressed the opinion that, if the Center was mod- 
estly conceived without attempting to index the marks according 
to complex criteria but merely for providing interested parties 
with a general idea whether a proposed mark was more or less 
directly anticipated, it could be established promptly enough and 
without excessive cost. However, there was not enough enthusiasm 
for the idea. 

The Conference instead adopted a resolution proposed by the 
British which is in the following terms: 


“The Conference expresses the wish that each country of the 
Union may study the means by which any person may, through 
official or private organizations, be able to determine if a 
mark is likely to conflict, with respect to certain products, 
with a mark already registered in the country in question.” 


DESIGNS 


A new Article 5 quinquies was adopted, obligating all coun- 
tries of the Union to protect designs. This purports to compel such 
countries as The Netherlands, which have no legislation on designs, 
to adopt legislation for the protection of designs. This also may 
do away with the decision of the Supreme Court of Belgium, ren- 
dered a few years ago, which held that American designs were not 
protected in Belgium because the United States was not a party 
to the International Copyright Convention of Berne. 

The Conference also adopted a resolution for participation in 
a Committee studying the whole subject of protection of works of 
art applied to industry and industrial designs. 


PATENTS 


Several amendments were adopted at the Conference relating 
to the right of priority under Article 4 of the Convention. These 
are the following: 


Regularly Filed Application 


Article 4 provides for a right of priority based on a first ap- 
plication regularly filed in another member country. It was desired 
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to define what is “regular filing.” A provision was adopted as a 
new paragraph A (3) in Article 4 providing that: 


“By a regular national filing is meant any filing that is adequate 
to establish the date on which the application was filed in the 
country concerned whatever may be the outcome of such 
application.” 


Definition of First Application 


It was proposed by the Bureau that a provision be inserted in 
the Convention that a right of priority may be based on a subse- 
quent application if the first is withdrawn or refused. Such a 
provision was adopted as new paragraph C (4) in the following 
terms: 


“A subsequent application for the same subject as a previous 
application filed in the same country of the Union shall be 
considered as a first application within the meaning of para- 
graph (2), the filing date of which shall be the starting point 
of the period of priority; provided that, at the time of filing 
the subsequent application, the previous application has been 
withdrawn, abandoned or refused, without being open to public 
inspection and without leaving any rights outstanding, and 
has not served as a basis for claiming a right of priority. The 
previous application may not thereafter serve as a basis for 
claiming a right of priority.” 


It will be noted that this provision is subject to the following 
limitations: 


(a) it applies when there are two applications only, both filed 
in the same country; 


(b) at the time the second application is filed, the first has 
been withdrawn, abandoned or refused; it was not sub- 
jected to public inspection; it left no subsisting rights; 
and it did not serve as a basis for a right of priority; and 


(c) that the first application may not be invoked for claiming 
a right of priority, if the second application has been so 
invoked. 


Indication of Serial Number of Priority Application 


A small change was added to paragraph D (5) requiring an 
applicant claiming priority to give at some time during the pen- 
dency of the application, claiming the right of priority, the serial 
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number of the basic application so that this could be published at 
the time the priority application or patent is published. 


Multiple and Partial Priorities 


The present text of the Convention permits in paragraph F 
the claim of multiple priorities. The Bureau proposed that this 
provision be revised to also permit partial priorities. Discussion 
has brought up the following points: 


(a) it should be made clear that the multiple priorities may 
originate in different countries; 


(b) partial priorities may be claimed but also the new ele- 
ments in the application may give rise to a right of 
priority ; 


(c) the claim of multiple or partial priorities not only does 
not permit the refusal of the patent, but also does not 
permit the refusal of the right of priority. 


Article 4 F was therefore amended to read as follows: 


“No country of the Union may refuse a priority on an applica- 
tion for a patent on the ground that the applicant claims 
multiple priorities, even originating in different countries, 
or on the ground that the application claiming one or more 
priorities contains one or more elements that were not included 
in the original application or applications whose priority is 
claimed, provided that, in both cases, there is unity of inven- 
tion within the meaning of the law of the country. 


“With respect to the elements not included in the original 
application or applications whose priority is claimed, the filing 
of the later application shall give rise to a right of priority 
under the usual conditions.” 


Division of a Patent Application 


Article 4G of the Convention provides that the applicant may 
divide a patent application, if examination reveals that it contains 
more than one invention and may preserve, as the date of each, the 
date of the initial application and the benefit of the right of prior- 
ity, if any. On the proposal of the British delegation this right 
of the applicant is now recognized even for reasons other than that 
the invention is complex, except that each country may determine 
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the conditions under which such a division shall be authorized. 
Thus, paragraph G has now two paragraphs as follows: 


“(1) If examination reveals that an application for a patent 
contains more than one invention, the applicant may divide 
the application into a certain number of divisional applica- 
tions and preserve as the date of each the date of the initial 
application, and the benefit of the right of priority, if any. 

(2) The applicant may also, on his own initiative, divide a 
patent application while preserving as the date of each divi- 
sional application the date of the initial application and the 
benefit of priority, if any. Each country of the Union shall 
have the right to determine the conditions under which such 
a division shall be authorized.” 


Publication of Invention before Filing 


The proposal to permit publication of the invention before 
filing without loss of the priority right did not obtain unanimous 
approval and was dropped. 


Patentability of Chemical Products 


The Bureau and the AIPPI submitted proposals for a stipula- 
tion obligating member countries to grant patents for chemical 
products apart from a patent for the process for making such 
products. There was a determined opposition against even the 
principle of patentability of chemical products first by all the Iron 
Curtain countries: Bulgaria, Hungary, Poland, Czechoslovakia and 
Rumania, and also by Yugoslavia, Spain, Austria and Italy, so 
that even the limitation of the principle leaving the conditions and 
restrictions to be determined by the national law of each country 
was opposed. The only thing obtained at the Conference was a 
resolution proposed by Germany, tending to retain the subject in 
suspense for consideration at a subsequent conference. This resolu- 
tion recommends to the member countries that the possibility be 
studied of providing in their national law for the patentability 
of chemical products with such limitations and conditions as may 
be deemed useful. 


Working of Patents 


The Berne Bureau had proposed for adoption by the Confer- 
ence the resolution adopted by the Washington Congress of the 
AIPPI that failure to work the patent in itself should not entail 
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revocation of the patent. Five countries opposed this change and 
the proposal was dropped. 

Paragraphs (2), (3) and (4) of the present Article 5 of the 
Convention establish the following position: each country of the 
Union has the right to take the necessary legislative measures to 
prevent the abuses which might result from the exercise of the 
exclusive rights conferred by the patent, for example, failure to 
work. These measures shall not provide for revocation of the 
patent unless the grant of compulsory license is insufficient to 
prevent such abuses. An application for a compulsory license 
may not be made before the expiration of three years from the date 
of the grant of the patent and a proceeding for the revocation of 
a patent may not be instituted before the expiration of two years 
from the grant of the first compulsory license. 

These provisions were changed only slightly. Instead of the 
words “the necessary legislative measures” the amended text now 
reads “legislative measures providing for the granting of compul- 
sory licenses,” so that compulsory license is clearly the only direct 
sanction for abuses of the patent monopoly. On the other hand, 
a compulsory license may be applied for on the ground of failure 
to work or insufficient working. Such compulsory license may not 
be applied for before the expiration of a period of four years from 
the date of filing the application for a patent or three years from 
the date of the grant of the patent, whichever period last expires. 
Now as before, the patentee may give legitimate excuses for his 
lack of action and revocation may not be applied for before the 
expiration of two years from the granting of the first compulsory 
license. 

There was also proposed to regulate the compulsory license 
generally whether granted in the case of abuse of monopoly or 
for other reasons, in two particulars: first, by providing for an 
equitable remuneration to the patentee in all cases with final re- 
course to judicial determination, and second, by providing that 
such a license shall be non-exclusive and non-transferable except 
with the business. The first point was opposed by the United States 
who insisted that the provision for payment by the licensee to the 
owner of the patent may not apply in the case compulsory license 
was imposed for anti-trust violation. This condition was opposed 
by all other delegations. As a result the provision for payment 
by the licensee was dropped entirely. The second point that a 
compulsory license should be non-exclusive and non-transferable 
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met with unanimous approval and the corresponding provision 
was added in paragraph (4). 


Period of Grace and Restoration 


The proposal for extending the period of grace from three to 
six months for the payment of prescribed fees for the maintenance 
of industrial property rights met with unanimous approval. On the 
contrary, the proposal for restoration of patents lapsed for non- 
payment of annuities failed of adoption on the opposition of six 
countries. It is left to each country to decide whether it will allow 
restoration in such cases. 


Protection at International Expositions 


A large majority of countries was of the opinion that Article 
11 of the Convention should be totally repealed. Others desired to 
improve the present text by defining such Expositions, the pro- 
tection to be granted, and the means of obtaining such. No unanim- 
ity could be obtained on any change and the old article remained 


intact. 


Importation of Products Made Under a Patented Process 


Switzerland offered as its own proposal the resolution of the 
Stockholm Congress concerning the protection of the owner of a 
patented process against the importation in the country where such 
process patent was obtained of products manufactured abroad in 
accordance with such process patent. This proposal was opposed, 
and as a compromise the Conference adopted the provision adopted 
by the Oslo Meeting of the International Executive Committee 
of the AIPPI to the effect that the owner of the patented process 
has the same rights with regard to imported products as he has 
under the law with regard to products manufactured in the coun- 
try where the process patent has been obtained. 

The text of this provision forms new Article 5 quater and reads 
as follows: 


‘‘When a product is imported into a country of the Union where 
there exists a patent protecting a process of manufacture of 
the said product, the patentee shall have all the rights, with 
regard to the imported product, as are accorded to him by the 
national legislation of the country of importation based on 
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the process patent with respect to products manufactured in 
that country.” 


Patented Products Contrary to Law 


A number of delegates proposed jointly a provision which was 
unanimously adopted to the effect that the grant of a patent shall 
not be invalidated on the ground that the sale of the patented prod- 
uct or of a product obtained by means of a patented process is 
subject to restrictions or limitations resulting from the national 
legislation. 

This is new Article 4 quater: 


“The grant of a patent shall not be refused and a patent shall 
not be invalidated on the ground that the sale of the patented 
product or of a product obtained by means of the patented 
process is subject to restrictions or limitations resulting from 
the national legislation.” 


INDICATIONS OF ORIGIN AND UNFAIR COMPETITION 


The Berne Bureau had made two proposals with regard to 
amendments of the provisions of the Convention on indications 
of origin. 

It was first proposed that in the definition of industrial prop- 
erty rights in Article 1, par. 2, the words “indications of origin or 
appellations of origin” be changed to “indications of origin and 
appellations of origin.” The purpose of this was to set out as a 
special category of industrial property the so-called appellations 
of origin as distinct from the indications of geographical source 
of products. There was much reluctance to do this, because of the 
non-recognition by the law of many countries of any such distinct 
category. A compromise solution to use “including appellations of 
origin” rather than either “or” or “and” in the above phrase was 
generally approved but in the Committee of the Whole the Union 
of South Africa voted negatively and the proposal was rejected. 

Next it was proposed to change Article 10 of the Convention 
in accordance with the resolution adopted by the AIPPI Congress 
at Washington. The present text of Article 10 prohibits false 
indications of origin only when such indication is joined to a trade 
name of a fictitious character or used with fraudulent intent. It 
was desired to strike out this limitation, and also to prohibit “mis- 
leading” indications of origin as well as “false.” 
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After considerable discussion general agreement was reached 
on a text, but in the voting in the Committee of the Whole, the 
Union of South Africa voted against the text because it included 
the word “misleading.” Consequently, this word had to be deleted 
before a unanimous vote could be obtained. The text now reads: 


“The provisions of the preceding Article shall apply in case 
of the use, direct or indirect, of a false indication concerning 
the origin of the product or the identity of the producer, manu- 
facturer or merchant.” 


On the proposal of the German delegation, a new provision 
was added in Article 10 bis relating to unfair competition, in 
paragraph (3). This Article prohibits generally acts of unfair 
competition and then specifies certain categories of acts which are 
deemed to constitute unfair competition. This new provision pro- 
hibits: 

“indications or allegations, the use of which in commerce is 
likely to induce the public into error with regard to the nature, 
the mode of manufacture, the characteristics, the suitability 
for their purpose or the quantity of the merchandise.” 


GENERAL PROVISIONS 


The longest and keenest debates at the Lisbon Conference 
developed around the general provisions of the Convention. 

The United States proposed a change of Article 17 of the 
Convention. The present Article provides that the execution of 
the undertakings contained in the Convention is, insofar as neces- 
sary, subject to the observance of the formalities and rules estab- 
lished by the constitution of member countries which are bound 
to take proper action with as little delay as possible. The United 
States proposals were first, that it be stipulated that the provisions 
of the Convention are not self-executing, and second, that before 
ratification of the revised Convention each country was required 
to amend its law so as to effectuate such stipulations. 

The first change did not meet unanimous approval. It ran 
counter to the constitutional theory on treaties in a number of 
countries, which consider treaties self-executing if the particular 
stipulation contains a complete rule of law. The second change 
was unanimously approved. Accordingly, Article 17 as revised 
now reads as follows: 
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“Any State party to the Convention undertakes to adopt, in 

accordance with its constitution, the measures necessary to 
,ensure the application of the Convention. 

“Tt is understood that at the time an instrument of ratification 
or accession is deposited on behalf of a State, such State will 
be in a position under its domestic law to give effect to the 
terms of this Convention.” 


The Berne Bureau had proposed a new Article in the Conven- 
tion attributing compulsory jurisdiction to the International Court 
of Justice in matters of dispute on the interpretation or application 
of the Convention. This proposal met with strong opposition by 
many countries which saw no practical or legal need for such re- 
course or were unwilling to agree because they had not recognized 
the compulsory jurisdiction of the Court. As a result, the proposal 
was dropped in the Working Committee. 

The problems of languages and institutions to be established 
by the Convention were much controverted. 


Languages 


As a result of considerable discussion, it appeared evident 
that the question of language in Article 13 and in Article 19 would 
have to be separately dealt with. 

Article 19 provides for the language in which the treaty shall 
be signed and which then automatically will be the official language 
of the treaty. The United States proposal, supported by many 
delegations, was that the treaty should be signed in both French 
and English, the two being authoritative texts. This appeared 
impossible to achieve and a compromise solution was worked out 
by Switzerland, to which the United States, Canada and Great 
Britain agreed, that in any case of disagreement, the French text 
should be deemed to be the authoritative one. On the vote, this 
was approved by all except Spain which insisted that Spanish also 
be included in Article 19. Then the German, Italian and Portu- 
guese delegations insisted that their languages also be included. 

As a result of further negotiations, the following provision 
was added to Article 19: 


“Official translations of the present Act shall be established in 
the English, German, Italian, Portuguese and Spanish lan- 
guages.” 
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and it was understood that the delegations concerned would draft 
and present the official translations in their languages for adoption 
by the Conference. 

With regard to Article 13, the present Article provides in 
paragraph 2 that “the official language of the International Bureau 
is French.” From this it results that the provisions of paragraphs 
3, 4 and 5 of Article 13 relate to the French language only. Para- 
graph 3 relates to the Bureau’s centralization of information on 
industrial property and the publication of a periodical journal. 
Paragraph 4 relates to the documents published by the Bureau, 
such as Reports, the Minutes of Conferences, etc., and paragraph 5 
refers to correspondence of the Bureau. 

The Swiss compromise proposal was that English be added 
to French in paragraph 2 of Article 13 so that the Bureau would 
then use English as well as French with respect to the matters 
dealt with in paragraphs 3, 4 and 5. This was approved by all 
delegates except Spain which voted against the amendment insist- 
ing that Spanish also be added. The delegations of Cuba, Mexico 
and the Dominican Republic supported this. The United States 
also supported the proposal. 

In the vote in the Committee of the Whole, Bulgaria alone 
voted against the modified proposal. Since the Spanish amend- 
ment was rejected, the proposal of the Working Committee for the 
inclusion of only English with the French in Article 13 was put 
to vote and this was rejected by the votes of Spain and Mexico. 
As a result it appeared that the old text would remain intact. 
However, at the last meeting of the Conference, a compromise 
was agreed upon. French and English would be the languages of 
the Bureau in performing the tasks provided for in paragraphs 3, 
4 and 5, but in official Conferences of revision of the Convention 
and other meetings organized by the Bureau, French, English 
and Spanish will be used. 


Institutions and Finances of Bureau 


The Berne Bureau had proposed that Article 14 be amended 
to provide for the creation of an administrative Conference of all 
member countries to hold meetings at regular intervals between 
Conferences of Revision, with powers to review the finances of 
the Bureau and fix its budget and to give consultative opinions, 
and also to provide for a small intergovernmental Council, selected 
by such administrative Conference, to function permanently. The 
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proposal also provided for the fixing of the budget of the Bureau 
at an agreed figure subject to review by the administrative Con- 
ference. 

This subject created the most intense dispute at the Confer- 
ence because it provided the Iron Curtain countries with the op- 
portunity they were seeking to raise the question of East Germany. 
In 1955 East Germany attempted to be recognized as an indepen- 
dent member country by so notifying the Swiss Government under 
Article 16 of the Convention. Many countries refused to recognize 
East Germany as a separate political entity and as a member 
country. The Portuguese Government did not invite East Germany 
to the Lisbon Conference. 

There was a general] desire at Lisbon to approve the proposal 
of the Bureau for an increase of its budget which was deemed 
absolutely necessary. Indeed, Article 13, par. 6, provides that until 
further authorization is given, the ordinary expenses of the Bu- 
reau must not exceed the sum of 120,000 Swiss Francs. The 
Bureau, with the approva! of the Swiss Government, asked that 
the sum should now be fixed at 600,000 Swiss Francs, subject to 
review by the administrative Conference to be convened in three 
years. 

It happens that paragraph 6 of Article 13 is the only provision 
in the Convention which refers to unanimity. It provides that “this 
sum may be increased, when necessary, by a unanimous decision 
of one of the Conferences provided for in Article 14.” The spokes- 
man for the Iron Curtain countries, the Rumanian delegation, 
urged that there could not be unanimous decision in this case so 
long as East Germany, a rightful member country, was not invited 
to this Conference and could not participate in voting for a change 
of the sum for the budget of the Bureau. 

Laborious negotiations and protracted deliberations continu- 
ing up to the last day of the Conference sought to find a compro- 
mise solution on this problem as well as on that of setting up of the 
administrative Conference. The United States delegation, particu- 
larly, and that of West Germany resisted any provision which 
would permit any implication that the Lisbon Conference was not 
in a position to reach decisions in the absence of East Germany, 
which might amount to a recognition by the States represented 
at the Lisbon Conference of East Germany as a political entity. 

As a result, paragraph 6 of Article 13 has remained unchanged 
in fixing the expenses of the Bureau at 120,000 Swiss Francs. The 
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solution of the Bureau’s difficulties was found in the adoption of a 
Resolution, proposed by Switzerland, which invites the countries 
of the Union to increase their contributions to the Bureau as of 
January 1, 1959 with a view to providing the Bureau with an 
annual sum of 600,000 Swiss Frances. 

On the other hand, the Conference added a new paragraph 5 
in Article 14 which reads as follows: 


“(a) During the interval between the Diplomatie Conferences 
of revision, Conferences of representatives of all the countries 
of the Union shall meet every three years in order to draw 
up a report on the foreseeable expenditures of the Inter- 
national Bureau for each three-year period to come and to 
consider questions relating to the protection and development 
of the Union. 


(b) Furthermore, they may modify, by unanimous decision, 
the maximum annual amount of the expenditures of the Inter- 
national Bureau, provided they meet as a Conference of Pleni- 
potentiaries of all the countries of the Union convened by the 
Government of the Swiss Confederation. 


(c) Moreover, the Conferences provided for in paragraph (a) 
above may be convened between their three-yearly meetings by 
either the Director of the International Bureau or the Govern- 
ment of the Swiss Confederation.” 


Signature and Ratification of Convention 


On the proposal of Australia, the Conference provided in 
Article 19 that the revised Convention shall remain open for sig- 
nature by the countries of the Union until April 30, 1959 so that 
countries that wanted to postpone signature or countries that were 
not represented at Lisbon might do so up to that date. 

With regard to ratification, the new Article 18 provides that 
deposits of ratifications may be made up to May 1, 1963. Prior to 
that time, if six countries ratify, the Convention will come into 
force as between the ratifying countries one month after deposit 
of the sixth ratification, and for countries who ratify later one 
month after ratification by each. 


RESTRICTED UNIONS 


Some of the countries of the Union have concluded among 
themselves in the past a number of Arrangements. One of these 
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is The Hague Arrangement for the International Deposit of De- 
signs. It was agreed among the ten countries party to it that the 
matter of revision be taken up at a special Conference of such 
countries. Another is the Madrid Arrangement for the Prevention 
of False Indications of Origin. This was only slightly amended at 
Lisbon as a result of discussions among countries party to it. 
Finally, eight countries signed a new Arrangement of Lisbon con- 
cerning the International Registration of Appellations of Origin. 


RESOLUTIONS 


An important resolution adopted by the Lisbon Conference is 
one relating to the Rearrangement of the text of the Convention. 
It will be recalled that the American Group of the AIPPI was the 
first to recommend a complete recasting of the text of the Conven- 
tion which would separate in distinct chapters the provisions on 
patents, designs, trademarks, etc., and a consequent renumbering 
of the Articles to eliminate the present confused and confusing 
condition of the text. The American Group went to the extent of 
actually publishing a suggested rearrangement of the text. This 
seemed so logical and practical that, after review of the plan by a 
special Committee of the AIPPI, the proposed Rearrangement 
was unanimously approved by the AIPPI. 

At Lisbon the amount of work of revision that had to be com- 
pleted within the stated period was so great that it seemed im- 
possible to hope that the revisions could be fitted in a recast text 
so that the Conference could adopt and sign the Rearrangement 
of the Convention. Under the circumstances, the Conference 
adopted unanimously a Resolution proposed by Sweden which 
notes the Rearrangement proposed by the Berne Bureau, considers 
this desirable, approves in principle the system of rearrangement 
proposed, and invites the Bureau to submit a text incorporating 
the revisions adopted at Lisbon to the various countries for com- 
ment and call a special Conference for the adoption of such 
Rearrangement. 

Other resolutions adopted by the Lisbon Conference have 
already been mentioned in conjunction with each subject. A reso- 
lution for a consultative Committee enables the Swiss Government 
to convoke it even before the entry into effect of the revised Con- 
vention. 
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CONCLUSIONS 





A general review and consideration of the results of the 
¢ | Lisbon Conference will give one an impression of disappointment. 
ae Most of the amendments adopted are clarifying or consolidating 

the old text and at best constitute a modest progress. This is true 

particularly of the change of the basic articles of the Convention 
on the right of priority (Article 4), the working of patents (Article 
5), the registration of trademarks (Articles 6 and 6 quinquies), 
the protection of well-known marks (Article 6 bis), and the pro- 
longation of the period of grace for payment of prescribed fees 
for the maintenance of industrial property rights (Article 5 bis). 

Some new ground is broken by the provision of Article 5 
quater on importation of products infringing a process patent, 
Article 5 quinquies obligating countries to protect designs, Article 
6 sexies for the protection of service marks, and Article 6 septies 
for the protection of trademarks against unauthorized registration 
or use by an agent or representative of the proprietor; also, the 
changes in Articles 10 and 10 bis on false indications of origin and 
unfair trading. 

The loss of many desirable improvements of the Convention, 
often by the single vote of one country, is most disappointing. 
The provision for non-user of trademarks, the provisions for li- 
censing of trademarks, the provision for the protection of famous 
marks, the provision for the patentability of chemical products, 
the improvements on the questions of working of patents and 
compulsory licenses are serious losses. 

Yet in retrospect one may be thankful for what has been ac- 
complished. Some of the difficulties under which the Conference 
labored have been indicated in the general Observations outlined 
at the beginning of this report. Perhaps the most serious one was 
that the Conference had to work too fast on problems which re- 
quired greater deliberation and time for the delegations to report 
to their governments with no opportunity for the latter to recon- 
sider their positions. 

The creation of the administrative Conference of member 
countries during the interval before the next diplomatic Confer- 
ence of Revision, with authority to consider questions relating to 
the protection and development of the Union is potentially the 
most promising change in the Convention. This may provide what | 7 
has been missing heretofore and what the Lisbon Conference has 
proved to be most essential, that is, a procedure for preliminary 
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discussion and preparatory work on desirable amendments of the 
Convention, so that, when the next Conference of Revision is con- 
vened, the items on the agenda will be subjects on which a large 
measure of preparatory work and general consensus of views may 
have been already obtained. 

In the meantime, such organizations as the AIPPI and the 
ICC will, it is hoped, take up again the subject matters of the 
amendments of the Convention which failed of adoption at Lisbon, 
and submit them to further study with the view to reaching resolu- 
tions which may meet with unanimous approval. 
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CONVENTION OF THE UNION OF PARIS FOR THE 
PROTECTION OF INDUSTRIAL PROPERTY* 






Article 1 





(1) The countries to which the present Convention applies 
constitute themselves into a Union for the protection of industrial 
property. 







(2) The protection of industrial property is concerned with 
patents, utility models, industrial designs, trademarks, service 
marks, trade names, and indications of source or appellations of 
origin, and the repression of unfair competition. 








(3) Industrial property shall be understood in the broadest 
sense and shall apply not only to industry and commerce proper, 
but likewise to agricultural and extractive industries and to all 
manufactured or natural products; for example, wines, grain, 
tobacco leaf, fruit, cattle, minerals, mineral waters, beer, flowers, 
and flour. 










(4) The term “patents” shall include the various kinds of 
industrial patents recognized by the laws of the countries of the 
Union, such as patents of importation, patents of improvement, 
patents and certificates of addition, ete. 








Article 2 





(1) Nationals of each of the countries of the Union shall, as 
regards the protection of industrial property, enjoy in all the 
other countries of the Union the advantages that their respective 
laws now grant, or may hereafter grant, to their own nationals, 
without prejudice to the rights specially provided by the present 
Convention. Consequently, they shall have the same protection as 
the latter, and the same legal remedy against any infringement 
of their rights, provided they observe the conditions and formali- 
ties imposed upon nationals. 













(2) However, no condition as to the possession of a domicile 
or establishment in the country where protection is claimed may 
be required of persons entitled to the benefits of the Union for the 
enjoyment of any industrial property rights. 









* Reprinted by permission from 119 USPQ No. 7, November 17, 1958, pages 
II-XIII. The Amendments adopted at the Lisbon Conference are shown in italics. 
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(3) The provisions of the laws of each of the countries of 
the Union relating to judicial and administrative procedure and 
competence, and to the choice of domicile or the designation of 
an agent, which may be required by the laws on industrial property, 
are expressly reserved. 


Article 3 


Nationals of countries not forming part of the Union, who 
are domiciled or who have real and effective industrial or commer- 
cial establishments in the territory of one of the countries of the 
Union, are treated in the same manner as nationals of the countries 
of the Union. 


Article 4 

A.—(1) A person who has duly filed an application for a 
patent, or for the registration of a utility model, or of an industrial 
design, or of a trademark, in one of the countries of the Union, or 
his successors in title, shall enjoy, for the purpose of filing in the 
other countries, a right of priority during the periods hereinafter 
stated. 

(2) Every filing that is equivalent to a regular national filing 
under the domestic law of any country of the Union or under 
bilateral or multilateral treaties concluded between countries of the 
Union shall be recognized as giving rise to a right of priority. 

(3) By a regular national filing is meant any filing that is 
adequate to establish the date on which the application was filed 
in the country concerned, whatever may be the outcome of the 
application. 

B.—Consequently, the subsequent filing in any of the other 
countries of the Union before the expiration of those periods shall 
not be invalidated through any acts accomplished in the interval, 
as, for instance, by another filing, by publication or exploitation of 
the invention, by the putting on sale of copies of the design or 
model, or by use of the mark, and those acts cannot give rise to 
any right of third parties, or of any personal possession. Rights 
acquired by third parties before the date of the first application 
which serves as the basis for the right of priority are reserved 
under the domestic legislation of each country of the Union. 


C.—(1) The above-mentioned periods of priority shall be 
twelve months for patents and utility models, and six months for 
industrial designs and for trademarks. 
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(2) These periods shall start from the date of filing of the 
first application; the day of filing shall not be included in the 
period. 


(3) If the last day of the period is an official holiday, or a day 
when the Office is not open for the filing of applications in the 
country where protection is claimed, the period shall be extended 
until the first following working day. 


: 
/ 
: 
| 
4 
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(4) A subsequent application for the same subject as a pre- 
vious application filed in the same country of the Union shall be 
considered as a first application within the meaning of paragraph 
(2), the filing date of which shall be the starting point of the period 
of priority, provided that, at the time of filing the subsequent 
application, the previous application has been withdrawn, aban- 
doned or refused, without being open to public imspection and 
without leaving any rights outstanding, and has not served as a 
s basis for claiming a right of priority. The previous application 
2 may not thereafter serve as a basis for claiming a right of priority. . 


ee 





D.—(1) Any person desiring to take advantage of the priority 
. of a previous filing shall be required to make a declaration indi- 
eating the date of such filing and the country in which it was made. . 
Each country will determine the latest permissible date for making 
such declaration. 


(2) These particulars shall be mentioned in the publications 
issued by the competent authority, and in particular in the patents 
and the specifications relating thereto. 


a 


(3) The countries of the Union may require any person mak- 
ing a declaration of priority to produce a copy of the application 
(specification, drawings, ete.) previously filed. The copy, certified 
as correct by the authority which received the application, shall 
not require any authentication, and may in any case be filed, with- 
out fee, at any time within three months of the filing of the subse- 
quent application. They may require it to be accompanied by a : 
certificate from the same authority showing the date of filing, and 
by a translation. 











(4) No other formalities may be required for the declaration | 
of priority at the time of filing the application. Each of the coun- : 


tries of the Union shall decide what consequences shall follow 
the omission of the formalities prescribed by the present Article, 
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but such consequences shall in no case go beyond the loss of the 
right of priority. 


(5) Subsequently, further proof may be required. 


A person who avails himself of the priority of a previously 
filed application shall be required to specify the number of that 
application, which shall be published under the conditions provided 
for by paragraph (2) above. 


E.—(1) Where an industrial design is filed in a country by 
virtue of a right of priority based on the filing of a utility model, 
the period of priority shall be only that fixed for industrial designs. 


(2) Furthermore, it is permissible to file a utility model in a 
country by virtue of a right of priority based on the filing of a 
patent application, and vice versa. 


F.—No country of the Union may refuse a priority or an 
application for a patent on the ground that the applicant claims 
multiple priorities, even originating in different countries, or on 
the ground that an application claiming one or more priorities 
contains one or more elements that were not included in the orig- 
inal application or applications whose priority is claimed, provided 
that, in both cases, there is unity of invention within the meaning 
of the law of the country. 

With respect to the elements not included in the original 
application or applications whose priority is claimed, the filing of 
the later application shall give rise to a right of priority under 
the usual conditions. 


G.—(1) If examination reveals that an application for a 
patent contains more than one invention, the applicant may divide 
the application into a certain number of divisional applications 
and preserve as the date of each the date of the initial application, 
and the benefit of the right of priority, if any. 


(2) The applicant may also, on his own initiative, divide a 
patent application while preserving as the date of each divisional 
application the date of the initial application and the benefit of 
the right of priority, if any. Each country of the Union shall have 
the right to determine the conditions under which such division 
shall be authorized. 


H.—Priority may not be refused on the ground that certain 
elements of the invention for which priority is claimed do not 
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appear among the claims formulated in the application in the 
country of origin, provided that the application documents as a 
whole specifically disclose such elements. 


Article 4 bis 


(1) Patents applied for in the various countries of the Union 
by persons entitled to the benefits of the Union shall be independent 
of patents obtained for the same invention in other countries, 
whether members of the Union or not. 


(2) This provision is not to be understood in a restricted 
sense; in particular, it is to be understood to mean that patents 
applied for during the period of priority are independent, both as 
regards the grounds for invalidation and for revocation and as 
regards their normal duration. 


(3) The provision shall apply to all patents existing at the 
time when it comes into effect. 

(4) Similarly, it shall apply, in the case of the accession of 
new countries, to patents in existence on either side at the time of 
accession. 


(5) Patents obtained with the benefit of priority shall have in 
the various countries of the Union a duration equal to that which 
they would have had if they had been applied for or granted with- 
out the benefit of priority. 


Article 4 ter 


The inventor shall have the right to be mentioned as such in 
the patent. 


Article 4 quater 


The grant of a patent shall not be refused and a patent shall 
not be invalidated on the ground that the sale of the patented 
product or of a product obtained by means of the patented process 
is subject to restrictions or limitations resulting from the domestic 
law. 


Article 5 


A.—(1) The importation by the patentee into the country 
where the patent has been granted of articles manufactured in any 
of the countries of the Union shal] not entail revocation of the 


patent. 
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(2) Each country of the Union shall have the right to take 
legislative measures providing for the granting of compulsory 
licenses to prevent the abuses which might result from the exercise 
of the exclusive rights conferred by the patent, for example, failure 
to work. 


(3) Revocation of the patent shall not be provided for except 
in cases where the granting of compulsory licenses would not have 
been sufficient to prevent such abuses. No proceeding for the can- 
cellation or revocation of a patent may be instituted before the 
expwration of two years from the granting of the first compulsory 
license. 


(4) An application for a compulsory license may not be made 
on the ground of failure to work or insufficient working before the 
expiration of a period of four years from the date of filing of the 
patent application or three years from the date of the grant of 
the patent, whichever period last expires; it shall be refused if the 
patentee justifies his inaction by legitimate reasons. Such a com- 
pulsory license shall be non-exclusive and shall not be transferable, 
even in the form of the grant of a sub-license except with that part 
of the enterprise or good-will using such license. 


(5) The foregoing provisions shall be applicable, mutatis 
mutandis, to utility models. 


B.—The protection of industrial designs shall not, under any 
circumstances, be liable to revocation either by reason of failure 
to work or by reason of the importation of articles corresponding 
to those which are protected. 


C.—(1) If, in any country, the use of a registered trademark 
is compulsory, the registration shall not be cancelled until after a 
reasonable period, and then only if the person concerned cannot 
justify his inaction. 


(2) The use of a trademark by the proprietor in a form differ- 
ing in features which do not alter the distinctive character of the 
mark in the form in which it was registered in one of the countries 
of the Union, shall not entail invalidation of the registration and 
shall not diminish the protection granted to the mark. 


(3) The concurrent use of the same mark on identical or simi- 
lar goods by industrial or commercial establishments considered 
as co-proprietors of the mark according to the provisions of the 
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national law of the country where protection is claimed shall not 
prevent the registration or diminish in any way the protection 
granted to the mark in any country of the Union, provided the 
use does not result in misleading the public and is not contrary 
to the public interest. 


D.—No indication or mention of the patent, of the utility 
model, of the registration of the trademark, or of the deposit of 
the industrial design shall be required upon the product as a con- 
dition of recognition of the right to protection. 


Article 5 bis 


(1) A period of grace of not less than sia months shall be 
allowed for the payment of the prescribed fees for the maintenance 
of industrial property rights, subject to the payment of a sur- 
charge, if the domestic law so provides. 


(2) The countries of the Union shall have the right to provide 
for the restoration of patents which have lapsed by reason of non- 
payment of fees. 


Article 5 ter 


In each of the countries of the Union the following shall not 
be considered as infringements of the rights of a patentee: 


1. The use on board vessels of other countries of the Union of 
devices forming the subject of his patent in the body of the vessel, 
in the machinery, tackle, gear and other accessories, when such 
vessels temporarily or accidentally enter the waters of a country, 
provided that such devices are used there exclusively for the needs 
of the vessel. 


2. The use of articles forming the subject matter of the patent 
in the construction or operation of aircraft or land vehicles of 
other countries of the Union, or of accessories to such aircraft or 
land vehicles, when those aircraft or land vehicles temporarily or 
accidentally enter this country. 


Article 5 quater 


When a product is imported into a country of the Union where 
there exists a patent protecting a process of manufacture of the 
said product, the patentee shall have all the rights, with regard 
to the imported product, as are accorded to him by the domestic 
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law of the country of importation, on the basis of the process 
patent, with respect to products manufactured in that country. 


Article 5 quinquies 


Industrial designs shall be protected in all the countries of the 
Union. 


Article 6 


(1) The conditions for the filing and registration of trade- 
marks shall be determined in each country of the Union by its 
domestic law. 


(2) However, an application for the registration of a trade- 
mark filed by a national of a country of the Union in any country 
of the Union may not be refused nor may a registration be can- 
celled on the ground that filing, registration or renewal has not 
been effected in the country of origin. 


(3) A mark duly registered in a country of the Union shall 
be regarded as mdependent of marks registered in the other 
countries of the Union, including the country of origin. 


Article 6 bis 


(1) The countries of the Union undertake, either adminis- 
tratively if their legislation so permits, or at the request of an 
interested party, to refuse or to cancel the registration and to 
prohibit the use of a trademark which constitutes a reproduction, 
imitation or translation liable to create confusion with a mark 
considered by the competent authority of the country of registra- 
tion or use to be well-known in that country as being already the 
mark of a person entitled to the benefits of the present Convention 
and used for identical or similar goods. These provisions shall 
also apply when the essential part of the mark constitutes a re- 
production of any such well-known mark or an imitation liable to 
create confusion therewith. 


(2) A period of at least five years from the date of registration 
shall be allowed for seeking the cancellation of such a mark. The 
countries of the Union have the right to provide for a period with- 
in which the prohibition of use must be sought. 

(3) No time limit shall be fixed for seeking the cancellation 


or the prohibition of the use of marks registered or used in bad 
faith. 
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Article 6 ter 


(1) (a) The countries of the Union agree to refuse or to 
‘-ancel the registration, and to prohibit by appropriate measures 
the use, without authorization by the competent authorities, either 
as trademarks or as elements of trademarks, of armorial bearings, 
flags and other State emblems of the countries of the Union, official 
signs and hall-marks indicating control or warranty adopted by 
them and all imitations thereof from a heraldic point of view. 


(b) The provisions of sub-paragraph (a) of this paragraph 
apply equally to armorial bearings, flags and other emblems, 
abbreviations or titles of international intergovernmental organi- 
zations of which one or more countries of the Union are members, 
with the exception of armorial bearings, flags and other emblems, 
abbreviations or titles that are already the subject of existing 
international agreements intended to ensure their protection. 


(c) No country of the Union shall be required to apply the 
provisions of sub-paragraph (b) of this paragraph to the prejudice 
of the owners of rights acquired in good faith before the entry into 
force, in that country of the present Convention. The countries 
of the Union shall not be required to apply the said provisions when 
the use or registration covered by paragraph (a) is not of such a 
nature as to suggest to the public that a connection exists between 
the organization concerned and the armorial bearings, flags, em- 
blems, abbreviations or titles, or if such use or registration is 
clearly not of a nature to mislead the public as to the existence 
of a connection between the user and the organization. 


(2) The prohibition of the use of official signs and hall-marks 
indicating control or warranty shall apply solely in cases where the 
marks which contain them are intended to be used on goods of 
the same or a similar kind. 


(3) (a) For the applications of these provisions the countries 
of the Union agree to communicate reciprocally, through the Inter- 
national Bureau, the list of State emblems and official signs and 
hall-marks indicating control or warranty which they desire, or 
may thereafter desire, to place wholly or within certain limits 
under the protection of the present Article and all subsequent 
modifications of this list. Each country of the Union shall in due 
course make available to the public the list so communicated. 

However, this communication is not compulsory so far as the 
flags of States are concerned, 





: 


TAB Me WE. oh ne aa A hk Compl 


eves 





eae 


ee en Dee 





Vol. 48 T. M.R. CONVENTION OF UNION OF PARIS 1329 





(b) The provisions of sub-paragraph (b) of paragraph (1) 
of this Article shall only apply to armorial bearings, flags and 
other emblems, abbreviations or titles of international intergovern- 
mental organizations that the latter have communicated to the 
countries of the Union through the International Bureau. 


(4) Any country of the Union may, within a period of twelve 
months from the receipt of the communication, transmit through 
the International Bureau its objections, if any, to the country or 
international intergovernmental organization concerned. 


(5) In the case of State flags, the measures prescribed by 
paragraph 1 shall apply solely to marks registered after November 
6, 1925. 


(6) In the case of State emblems other than flags, and of 
official signs and hall-marks of the countries of the Union and m 
the case of armorial bearings, flags and other emblems, abbrevia- 
tions or titles of international intergovernmental organizations, 
these provisions shall be applicable only to marks registered more 
than two months after the receipt of the communication provided 
for in paragraph 3. 


(7) In cases of bad faith the countries shall have the right to 
cancel the registration of marks that contain State emblems, signs 
or hall-marks even though registered before November 6, 1925. 


(8) Nationals of each country who are authorized to make 
use of State emblems, signs or hall-marks of their country, may 
use them even though they are similar to those of another country. 


(9) The countries of the Union undertake to prohibit the un- 
authorized use in trade of the State armorial bearings of the other 
countries of the Union, when the use is of such a nature as to be 
misleading as to the origin of the goods. 


(10) The above provisions shall not prevent the countries 
from exercising the power given in paragraph (3) of Article 6 
quinquies B, to refuse or to cancel the registration of marks con- 
taining, without authorization, the armorial bearings, flags, and 
other State emblems or official signs or hall-marks adopted by a 
country of the Union as well as the distinctive signs of interna- 
tional intergovernmental organizations mentioned in paragraph 
(1) of this Article. 
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Article 6 quater 


(1) When, in accordance with the law of a country of the 
Union, the assignment of a mark is valid only if it takes place at 
the same time as the transfer of the business or goodwill to which 
the mark belongs, it shall suffice for its validity, in this respect if 
the portion of the business or goodwill situated in that country, 
together with the exclusive right to manufacture or sell in that 
country the goods bearing the mark assigned, is transferred to the 
assignee. 


(2) This provision does not impose upon the countries of the 
Union any obligation to regard as valid the assignment of any 
mark the use of which by the assignee would, in fact, be of such a 
nature as to mislead the public, particularly as regards the origin, 
nature or material qualities of the goods to which the mark is 
applied. 


Article 6 quinquies 


A, (1) Every trademark duly registered in the country of 
origin shall be accepted for filing and protected in its original 
form in the other countries of the Union, subject to the reservations 
indicated in the present Article. These countries may, before pro- 
ceeding to final registration, require the production of a certificate 
of registration in the country of origin, issued by the competent 
authority. No authentification shall be required for this certificate. 


(2) The country of the Union where the applicant has a real 
and effective industrial or commercial establishment, or, if he has 
not such an establishment within the Union, the Union country 
where he has his domicile; or if he has no domicile in a country 
of the Union, the country of his nationality if he is a national of a 
Union country, shall be considered his country of origin. 


B. Trademarks wnder the present Article may not be denied 
registration or cancelled except in the following cases: 


1. When they are of such a nature as to infringe rights ac- 
quired by third parties in the country where protection is claimed; 


2. When they have no distinctive character, or consist ex- 
clusively of signs or indications which may serve in trade to des- 
ignate the kind, quality, quantity, intended purpose, value, place 
of origin of the goods or time of production, or which have be- 
come customary in the current language or in the bona fide and 
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established practices of the trade in the country where protection 
is sought. 


3. When they are contrary to morality or public order and, 
in particular, of such a nature as to deceive the public. It is under- 
stood that a mark may not be considered contrary to public order 
for the sole reason that it does not conform to a provision of the 
law relating to trademarks, except where such provision itself 
relates to public order. 

The above is, however, subject to Article 10 bis. 


C. (1) In determining whether a mark is eligible for protec- 
tion, all the circumstances of the case must be taken into considera- 
tion, particularly the length of time the mark has been in use. 


(2) Registration of trademarks shall not be refused in the 
other countries of the Union for the sole reason that they differ 
from the marks protected in the country of origin only in respect 
of elements that do not alter their distinctive character and do not 
affect the identity of the marks in the form in which they are 
registered in the said country of origin. 


D. No person may benefit from the provisions of the present 
Article unless the mark for which he claims protection is and 
remains registered in the country of origin. 


E. However, im no case shall the renewal of the registration 
of a mark in the country of origin involve the obligation to renew 
the registration in the other Union countries where the mark has 
been registered. 

F. The benefit of priority shall be accorded to applications 
for the registration of marks filed within the period fixed by 
Article 4, even when registration in the country of origin does not 
occur until after the expiration of each period. 


Article 6 sexies 


The countries of the Union undertake to protect service marks. 
They shall not be required to provide for the registration of such 
marks. 


Article 6 septies 


(1) If the agent or representative of the person who is the 
proprietor of a mark in one of the countries of the Union applies, 
without such proprietor’s authorization, for the registration of the 
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mark in his own name in one or more Union countries, the pro- 
prietor shall be entitled to oppose the registration applied for or 
seek cancellation or, if the law of the country so allows, seek assign- 
ment in his favour of the said registration, unless such agent or 
representative justifies his action. 

(2) The proprietor of the mark shall, subject to the reserva- 
tions of paragraph (1) above, be entitled to oppose the use of the 
mark by his agent or representative if he has not authorized such 
use. 

(3) Domestic laws may provide an equitable time limit within 
which the proprietor of a mark must claim the rights provided for 
in the present Article. 


Article 7 


The nature of the goods to which a trademark is to be applied 
shall in no case form an obstacle to the registration of the mark. 


Article 7 bis 
(1) The countries of the Union undertake to accept for filing 
and to protect collective marks belonging to associations the exis- 
tence of which is not contrary to the law of the country of origin, 
even if such associations do not possess an industrial or commer- 
cial establishment. 


(2) Each country shall be the judge of the particular condi- 
tions under which a collective mark shall be protected and may 
refuse protection if the mark is contrary to the public interest. 


(3) Nevertheless, the protection of these marks shall not be 
refused to any association, the existence of which is not contrary to 
the law of the country of origin, on the ground that such associa- 
tion is not established in the country where protection is sought 
or is not constituted according to the law of the latter country. 


Article 8 
A trade name shall be protected in all the countries of the 
Union without the necessity of filing or registration, whether or 
not it forms part of a trademark. 


Article 9 
(1) All goods illegally bearing a trademark or trade name 
shall be seized on importation into those countries of the Union 
where such mark or name has a right to legal protection. 
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(2) Seizure shall likewise be effected in the country where the 
mark or name was illegally applied or in the country into which 
the goods bearing it have been imported. 


(3) Seizure shal] take place at the request either of the public 
prosecutor or of any other competent authority or of any inter- 
ested party, whether a natural or a juridical person, in conformity 
with the domestic law of each country. 


(4) The authorities shall not be bound to effect seizure in 
transit. 


(5) If the law of a country does not permit seizure on importa- 
tion, such seizure shall be replaced by prohibition of importation 
or by seizure within such country. 


(6) If the law of a country permits neither seizure on importa- 
tion nor prohibition of importation nor seizure within the country, 
then, until such time as the law is modified accordingly, these 
measures shall be replaced by the actions and remedies available 
in such cases to nationals under the law of such country. 


Article 10 
(1) The provisions of the preceding Article shall apply im 
cases of direct or indirect use of a false indication of the origin 
of the product or the identity of the producer, manufacturer or 
trader. 


(2) Any producer, manufacturer, trader, whether a natural or 
juridical person, engaged in the production of, or trade in such 
goods and established either in the locality falsely indicated as the 
place of origin, in the district where locality is situated, or in 
the country falsely indicated, or in the country where the false 
indication of origin is used, shall in any case be deemed an inter- 
ested party. 


Article 10 bis 


(1) The countries of the Union are bound to assure to persons 
entitled to the benefits of the Union effective protection against 
unfair competition. 


(2) Any act of competition contrary to honest practices in 
industrial or commercial matters constitutes an act of unfair com- 
petition. 
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(3) The following in particular shall be prohibited: 


1. All acts of such a nature as to create confusion by any 
means whatever with the establishment, the goods, or the industrial 
or commercial activities of a competitor; 


2. False allegations in the course of trade which are of such 
a nature as to discredit the establishment, the goods, or the indus- 
trial or commercial activities of a competitor. 


3. Indications or allegations the use of which in the course of 
trade is liable to mislead the public as to the nature, the manufac- 
turing process, the characteristics, the suitability for their purpose 
or the quantity of the goods. 


Article 10 ter 


(1) The countries of the Union undertake to provide nationals 
of the other countries of the Union with appropriate legal remedies 
to repress effectively all the acts referred to in Articles 9, 10 and 
10 bis. 

(2) They undertake, further, to provide measures to permit 
syndicates and associations which represent the industrialists, pro- 
ducers or traders concerned and the existence of which is not con- 
trary to the laws of their country, to take action in the Courts or 
before the administrative authorities, with a view to the repression 
of the acts referred to in Articles 9, 10 and 10 bis, in so far as the 
law of the country in which protection is claimed allows such action 
by the syndicates and associations of that country. 


Article 11 


(1) The countries of the Union shall in conformity with their 
domestic law grant temporary protection to patentable inventions, 
utility models, industria] designs, and trademarks, in respect of 
goods exhibited at official, or officially recognized, international 
exhibitions held in the territory of one of them. . 


(2) This temporary protection shall not extend the periods 
provided by Article 4. If later the right of priority is invoked, 
each country may provide that the period shall start from the date 
of introduction of the goods into the exhibition. 

(3) Each country may require, as proof of the identity of the 
article exhibited and of the date of its introduction, such evidence 
as it considers necessary. 
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Article 12 
(1) Each of the countries of the Union undertakes to establish 
a special government agency for industrial property and a central 
office for the communication to the public of patents, utility models, 
industrial designs, and trademarks. 


(2) This agency shall publish an official periodical journal. 
It shall publish regularly: 


(a) The names of the proprietors of patents granted, with a 
brief description of the inventions patented ; 


(b) Reproductions of trademarks registered. 


Article 13 


(1) The international] office established under the name Inter- 
national Bureau for the Protection of Industrial Property is 
placed under the high authority of the Government of the Swiss 
Confederation, which regulates its organization and supervises 
its operation. 


(2) (a) The French and English languages shall be used 
by the International Bureau in performing the tasks provided for 
in paragraphs (3) and (5) of this Article. 


(b) The conferences and meetings referred to in Article 14 
shall be held in the French, English and Spanish languages. 


(3) The International Bureau centralizes information of every 
kind relating to the protection of industrial property and compiles 
and publishes it. It undertakes studies of general utility concern- 
ing the Union and edits, with the help of documents supplied to it 
by the various Administrations, a periodical journal dealing with 
questions relating to the objects of the Union. 


(4) The issues of this journal, as well as all the documents 
published by the International Bureau shall be distributed to the 
Administrations of the countries of the Union in proportion to 
the number of contributing units mentioned below. Additional 
copies as may be requested, either by the said Administrations or 
by companies or private persons, shall be paid for separately. 


(5) The International Bureau shall at all times hold itself 


at the service of the countries of the Union, to supply them with 
any special information they may need on questions relating to 
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the international industrial property service. The Director of the 
International Bureau will make an annual report on its operations, 
which shall be communicated to all the countries of the Union. 


(6) The ordinary expenses of the International Bureau shall 
be borne by the countries of the Union in common. Until further 
authorization is given, they must not exceed the sum of 120,000 
Swiss franes per annum. This sum may be increased, when neces- 
sary, by a unanimous decision of one of the conferences provided 
for in Article 14. 


(7) Ordinary expenses do not include expenses relating to 
the work of conferences of plenipotentiaries or administrative con- 
ferences or to those caused by special work or publications carried 
out in conformity with the decisions of a conference. Such ex- 
penses, the annual total of which may not exceed 20,000 Swiss 
francs, shall be divided among the countries of the Union in pro- 
portion to their contributions towards the operation of the Inter- 
national Bureau in accordance with the provisions of paragraph 
(8) below. 


(8) To determine the contribution of each country to this 
total, the countries of the Union and those which may afterwards 
join the Union are divided into six classes, each contributing in the 
proportion of a certain number of units, namely: 


ERRORS IG see Hany ere oe ee 25 Units 
NE Sa Sea OTE 2a 
A a a = | 
EDR T- s vee eee oo * 
I a a 5 Cf 
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These coefficients are multiplied by the number of countries 
in each class, and the sum of the products thus obtained gives the 
number of units by which the total expenditure is to be divided. 
The quotient gives the amount of the unit of expense. 


(9) Each of the countries of the Union shall, at the time it 
becomes a member, designate the class in which it wishes to be 
placed. However, any country of the Union may declare later 
that it desires to be placed in another class. 
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(10) The Government of the Swiss Confederation will super- 
vise the expenditure and the accounts of the Internationa] Bureau 
and will advance the necessary funds. 


(11) The annual account rendered by the International Bu- 
reau shall be communicated to all the other administrations. 


Article 14 
(1) The present Convention shall be submitted to periodical 
revision with a view to the introduction of amendments designed 
to improve the system of the Union. 


(2) For this purpose conferences shall be held successively 
in one of the countries of the Union between the delegates of the 
said countries. 


(3) The Administration of the country in which the confer- 
ence is to be held shall make preparations for the work of the 
conference, with the assistance of the International Bureau. 


(4) The Director of the International Bureau shall be present 
at the meetings of the conferences, and take part in the discussions, 
but without the right of voting. 


(5) (a) During the interval between the Diplomatic Confer- 
ences of revision, Conferences of representatives of all the coun- 
tries of the Union shall meet every three years in order to draw 
up a report on the foreseeable expenditures of the International 
Bureau for each three-year period to come and to consider ques- 
tions relating to the protection and development of the Union. 


(b) Furthermore, they may modify, by unanimous decisions, 
the maximum annual amount of the expenditures of the Interna- 
tional Bureau, provided they meet as a Conference of Plenipotenti- 
aries of all the countries of the Union, convened by the Government 
of the Swiss Confederation. 


(c) Moreover, the Conferences provided for in paragraph (a) 
above may be convened between their three-yearly meetings by 
either the Director of the International Bureau or the Government 
of the Swiss Confederation. 


Article 15 


It is understood that the countries of the Union reserve the 
right to make separately between themselves special arrangements 
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for the protection of industrial property, in so far as these ar- 
rangements do not contravene the provisions of the present Con- 
vention. 


Article 16 
(1) Countries which are not parties to the present Convention 
shall be permitted to accede to it at their request. 


(2) Any such accession shall be notified through diplomatic 
channels to the Government of the Swiss Confederation, and by 
it to all the other Governments. 


(3) Accession shall automatically entail acceptance of all the 
clauses and admission to all the advantages of the present Con- 
vention and shall take effect one month after the dispatch of the 
notification by the Government of the Swiss Confederation to the 
other countries of the Union, unless a subsequent date is indicated 
in the request for accession. 


Article 16 bis 


(1) Any country: of the Union may at any time notify in 
writing the Government of the Swiss Confederation that the pres- 


ent Convention shall be applicable to all or part of its colonies, 
protectorates, territories under mandate or any other territories 
subject to its authority, or any territories under its sovereignty, 
and the Convention shall apply to all the territories named in the 
notification one month after the dispatch of the communication by 
the Government of the Swiss Confederation to the other countries 
of the Union unless a subsequent date is indicated in the notifica- 
tion. Failing such a notification, the Convention shall not apply to 
such territories. 


(2) Any country of the Union may at any time notify in writ- 
ing the Government of the Swiss Confederation that the present 
Convention shall cease to apply to all or part of the territories 
that have formed the subject of a notification under the preceding 
paragraph, and the Convention shall cease to apply in the terri- 
tories named in the notification twelve months after the receipt of 
the notification addressed to the Government of the Swiss Con- 
federation. 


(3) All notifications sent to the Government of the Swiss 
Confederation in accordance with the provisions of paragraphs 
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(1) and (2) of the present Article shall be communicated by that 
Government to all the countries of the Union. 


Article 17 


Any State party to this Convention undertakes to adopt, in 
accordance with its constitution, the measures necessary to ensure 
the application of this Convention. 


It is understood that at the time an instrument of ratification 
or accession is deposited on behalf of a State, such State will 
be in a position under its domestic law to give effect to the terms 
of this Convention. 


Article 17 bis 


(1) The Convention will remain in force for an indefinite 
time, until the expiration of one year from the date of its de- 
nunciation. 


(2) Such denunciation shall be addressed to the Government 
of the Swiss Confederation. It shall affect only the country in 
whose name it is made, the Convention remaining in operation 
as regards the other countries of the Union. 


3 


Article 18 


(1) The present Act shall be ratified and the instruments of 
ratification deposited in Bern not later than May 1, 1963. It 
shall come into force, between the countries in whose names it 
has been ratified, one month after that date. However, if before 
that date it is ratified in the name of at least six countries, it 
shall come into force between those countries one month after 
the deposit of the sixth ratification has been notified to them by 
the Government of the Swiss Confederation, and for countries 
in whose names it is ratified at a later date, one month after the 
notification of each such ratification. 


(2) Countries in whose names no instrument of ratification 
has been deposited within the period referred to in the preceding 
paragraph shall be permitted to adhere under the terms of Article 
16. 


(3) The present Act shall, as regards the relations between 
the countries to which it applies, replace the Convention of the 
Union of Paris of 1883 and the subsequent Acts of revision. 
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(4) As regards the countries to which the present Act does 
not apply, but to which the Convention of Paris revised at London 
in 1934 applies, the latter shall remain in force. 


(5) Similarly, as regards countries to which neither the pres- 
ent Act nor the Convention of Paris revised at London apply, 
the Convention of Paris revised at The Hague in 1925 shall remain 
in force. 


(6) Similarly, as regards countries to which neither the pres- 
ent Act nor the Convention of Paris revised at London, nor the 
Convention of Paris revised at The Hague apply, the Convention 
of Paris revised at Washington in 1911 shall remain in force. 


Article 19 
(1) The present Act shall be signed in a single copy in the 
French language, which shall be deposited in the archives of the 
Government of the Swiss Confederation. A certified copy shall be 
forwarded by the latter to each of the Governments of the coun- 
tries of the Union. 


(2) The present Act shall remain open for signature by the 
countries of the Union until April 30, 1959. 


(3) Official translations of the present Act shall be established 
in the English, German, Italian, Portuguese and Spanish lan- 
guages. 


In witness whereof the undersigned Plenipotentiaries, after 
presenting their full powers, have signed the present Act. 


Done at Lisbon on October 31, 1958. 
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RULES OF PRACTICE IN TRADEMARK CASES 


NEW RULE CHANGES; 
MOST BECOME EFFECTIVE JANUARY 1, 1959; 
FULL TEXT OF PRESENT AND NEW FORMS OF AMENDED RULES 


The extensive changes in the Trademark Rules of the Patent 
Office, which were proposed for comment in April, 1958 (23 Fed. 
Reg. 2641-43, April 22, 1958; 48 TMR 425-432, April, 1958), have 
now been published in final form (23 Fed. Reg. 7847-50, October 
10, 1958; 119 USPQ No. 3, pp. III-XI1, October 20, 1958), together 
with additional rule changes necessary because of the new Trade- 
mark Trial and Appeal Board which has been set up pursuant to 
Publie Law 85-609 (72 Stat. 540), which took effect August 8, 1958. 
The rule changes relating to the Trademark Board, being merely 
procedural, were not offered for comment in advance of final 
publication. 

Except for the changes relating to the Trademark Board, the 
rules as amended take effect January 1, 1959 (23 Fed. Reg. 7847). 
With certain exceptions, the rule changes relating to the Trade- 
mark Board took effect when the corresponding statute became 
effective, that is, August 8, 1958. The full text of the Patent Office 
announcement, specifying in what instances the new Board amend- 
ments affect various proceedings, is as follows (23 Fed. Reg. 7847) : 


“No advance notice of proposed rules was made as to. these 
changes since they are merely those necessitated by the new 
statute, and the time and manner of taking effect of the 
changed wording relating to the Trademark Trial and Appeal 
Board are necessarily the same as the time of taking effect of 
the statute. The amendments relating to the Trademark Trial 
and Appeal Board shall apply to inter partes cases instituted 
on and after August 8, 1958, and to such cases instituted prior 
to this date which have not been heard by an examiner of 
interferences; with respect to such cases which have been 
heard or decided by an examiner of interferences further pro- 
ceedings shall be governed by the rules in effect prior to the 
effective date of these amendments. These amendments shall 
apply to ex parte appeals in trademark cases taken on and 
after August 8, 1958, and to such appeals taken prior to this 
date which have not been heard; with respect to such appeals 
which have been heard or decided prior to this date further 








1342 THE TRADEMARK REPORTER Vol. 48 T. M.R. 





proceedings shall be governed by the rules in effect prior to 
the effective date of these amendments.” 


It is understood that “this date” as referred to in the announce- 
ment is August 8, 1958. 

The proposed amendments published in April were consid- 
ered by a number of organizations which submitted comments to 
the Commissioner, including the Lawyers Advisory Committee 
of this Association. There were no hearings held, since, it is under- 
stood, the various comments and suggestions submitted were suffi- 
ciently full and complete, and the Patent Office felt that little could 
be accomplished by holding hearings. 

Many of the April proposals survive in the final text in orig- 
inal form, some in slightly modified form, and in at least one 
instance, new Rule 120 as to discovery procedure, in substantially 
altered form. 

As will be clear from a reading of the comparative text of 
Rule 120 below, the new discovery procedure in inter partes trade- 
mark proceedings is to be quite different than at present. The 
procedure of interrogatories to a party will no longer be available. 
The only remaining discovery tools will be depositions (either 
upon oral examination as at present, or, an innovation in Patent 
Office trademark proceedings, upon written interrogatories as pre- 
scribed for inter partes trial testimony by Rule 124), requests for 
admissions, and motions for the production of documents and the 
like. On the other hand, the severe limitations upon the scope of 
trademark discovery (present Rule 120(b)) are eliminated, to be 
replaced by a liberal provision as to scope (new Rule 120(a)(2)), 
which is virtually identical with Rule 26(b) F.R.C.P. 

New Rule 124a will now provide for taking trial testimony in 
foreign countries and is a revision of Patent Rule 284. 

Various changes are made in the rules as to attorneys and 
agents (amendments 1-6 and 8), perhaps the most noteworthy 
being the elimination of requirements for powers of attorney for 
attorneys at law (new Rules 12(a) and 17(a)). It is suggested by 
the Patent Office that an attorney at law may file his own signed 
request to be recognized as attorney in cases where he files a paper 
not requiring his signature (e.g., a trademark application, a notice 
of opposition, ete.). It is also pointed out that further proof of 
authority to act may be required in some circumstances (new 
Rule 17(a)), as for example, where there is a change of attorneys 
during a proceeding. 
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Certain changes have also been made in the procedure for 
signing papers in the names of firms (see amendment 2; new 
Rule 15(b) and (c¢)). 

The present rather sketchy Rule 41, Proof of Distinctiveness 
under Sec. 2(f), has been extensively revised (amendment 10), so 
as to specify the types of evidence which may be submitted to 
prove the required distinctiveness. In new Rule 41 the statutory 
5 years of substantially exclusive and continuous use appears to 
have been relegated to a secondary role. 

The amendments which relate wholly or in part to the new 
Trademark Trial and Appeal Board are amendments Nos. 15-21, 
23-30, 33-37, 46, 47. 

In reprinting the rules and statute, it is understood from the 
Patent Office that the two will be published in separate pamphlets. 
This procedure results from the fact that the demand for copies 
of the rules is much greater than for copies of the statute, and 
the rules are changed more frequently than the statute. The 
pamphlet containing the text of the Lanham Act in its amended 
form will be available shortly, and it is expected that the new 
rules in amended form will be available by the first of the year. 

As an aid in understanding just what effect the amendments 
have on the several rules amended, the executive staff of the Asso- 
ciation has gone to considerable effort to prepare the following 
comparative text of such rules. In this comparative text, the 
present and the new language are both shown, either shown sepa- 
rately and labeled ““PRESENT” and “NEW” (where the changes 
are too extensive to show them otherwise), or shown ina single 
text in which the unchanged language is in regular type, the deleted 
matter in canceled type, and the new matter in italics. Also in 
italics are present rule subtitles. The amendments are numbered 
as in the October 10, 1958 Federal Register text. 


Rosert B. Wuittrepce, Chairman 
Lawyers Advisory Committee 
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COMPARATIVE TEXT OF TRADEMARK RULE CHANGES 
OF OCTOBER 10, 1958 


(EFFECTIVE AUGUST 8, 1958 AND JANUARY 1, 1959) 


AMENDMENT 1 


Rule 2.12 Persons who may practice before the Patent Office 
in trademark cases. 


PRESENT. (a) Attorneys at law: Attorneys at law in good 
standing admitted to practice before the highest court of any 
State or Territory of the United States or of the District of 
Columbia, may practice before the Patent Office in trademark 
eases. No register of attorneys who may practice before the 
Patent Office in trademark cases is maintained, and no application 
by an attorney at law for admission to such practice is required. 
A statement in the power of attorney, or in an accompanying 
paper, of the bar to which the attorney is admitted is required, and 
recognition is limited to each case. 


NEW. (a) Attorneys at law: Any person who is a member 
in good standing of the bar of the Supreme Court of the United 
States or of the highest court of any State, Territory, or the 
District of Columbia, and is not under any order of any court 
suspending, enjoining, restraining, disbarring, or otherwise re- 
stricting him in the practice of law, may represent others before 
the Patent Office in trademark cases. No application for recogni- 
tion to practice in trademark cases by attorneys at law is required. 


* * * * * 


AMENDMENT 2 


Rule 2.15 Signature and certificate of attorney or agent. 

(a) Every paper filed by an attorney at law or other teeeg- 
nized person representing an applicant or party to a proceeding 
in the Patent Office must bear the signature of such attorney at law 
or other person except those papers which are required to be 
signed by the applicant or party #* persen (such as the application 
itself and affidavits verifications required of applicants, 6F regis- 
trants or others). The signature of an attorney at law or such 
other person to a paper filed by him, or the filing or presentation 








KEY: Deletions in canceled type; new matter in italics. Present rule subtitles also in 
italics, Editorial inserts in brackets. 
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of any paper by him, constitutes a certificate that the paper has 
been read; that its filing is authorized; that to the best of his 
knowledge, information, and belief there is good ground to sup- 
port it; and that it is not interposed for delay. 

(b) When an applicant or party is represented by a registered 
firm composed of attorneys at law, sueh papers mast may carry 
the signature or name of the fate, et with the signature of an 
<n a member or associate of bev orm. OF oH tretertebiteed 
Hitter ot re pittee ttt be ip eeetitteittiett tee thet ott bettattt et tte 

(c) When an applicant or party is represented by a firm 
(registered in accordance with rule 1.341(d) [Patent Rule 341(d) ] 
of this chapter) which includes one or more nonlawyers, papers 
may carry the signature or name of the firm, but im any case, 
they must carry the signature of an individual member of the firm 
or of an individual employee of the firm who is registered in the 
Patent Office and who is authorized to sign on behalf of the firm, 
and the certification referred to in paragraph (a) of this section 
shall, in either case, be a certification by and on behalf of the firm 
and by the individual. 


AMENDMENT 3 
Rule 2.17 Pewer of attorney or authorization of agent. 


Recognition for representation. 

(a) When an attorney at law acting in a representative 
capacity appears in person or signs a paper in practice before the 
Patent Office in a trademark case, his personal appearance or 
signature shall constitute a representation to the Patent Office 
that under the provisions of these rules and the law he is author- 
ized, and qualified under rule 2.12(a), to represent the particular 
party in whose behalf he acts. Further proof of authority to act 
in a representative capacity may be required. 

(b) Before any atterney er other reeognized person non- 
lawyer will be allowed +6 imspeet papers im any appheation 
prier te publeation under rte 2.81, or to take action of any kind 
in any application or proceeding, a written power of attorney oF 
authorization from the applicant, party to the proceeding, or other 
person ef persexns entitled to prosecute the such application or 
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proceeding er from the principal atterney or agent must be filed 
therein, 4 Hat partentae appleation ot proecedine. 
AMENDMENT 4 

Rule 2.18 Correspondence held with attorney or agent. 

When an Correspondence will be held with the attorney at law, 
or other recognized person who shall have filed his power of 
atterney oF written authorization, representing the applicant or 
party to a proceeding. dubs exeented, the correspondence wilt be 
with his. Double correspondence +h an appheant or other party 
and his attorney, or with tre attorneys, will not be undertaken, 
and if 4 more than one attorney at law appears or more than one 
agent is authorized, er agent be appeimted correspondence will be 
held with the one last appearing or appointed, as the case may be, 
unless otherwise requested. 


AMENDMENT 5 


Rule 2.19 Revocation of power of attorney or authorization 
of agent. 


A power of attorney or authorization of agent Authority to 
represent an applicant or a party to a proceeding may be revoked 
at any stage in the proceedings of a case upon notification to the 
Commissioner; and when it is so revoked, the Office will communi- 
cate directly with the applicant or party to the proceeding or with 
such other atterney er agent as he may appoint qualified person 
as may be authorized. An attorney er agent wil be notified The 
Patent Office will notify the person affected of the revocation of his 
power or authorization. 


AMENDMENT 6 
Rule 2.24 Designation of representative by foreign applicant. 


If the applicant is not domiciled in the United States, he must 
designate by a written document filed in the Patent Office the name 
and address of some person resident in the United States on whom 
may be served notices or process in proceedings affecting the 
mark. If this document does not accompany or form part of the 
application, it will be required and registration refused unless it 
is supplied. Official communications of the Patent Office will be 
addressed to the domestic representative unless the appheant has 
appointed application is being prosecuted by an attorney at law 
or other qualified person duly authorized. The mere designation 
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of sueh a domestic representative does not authorize the person 
designated to prosecute the application +s net & power of attorney 
fitted tre Bepeteeetitititee Mattt tere be peeeetttteed Aa tte etterrttet ri loss 
qualified under rule 2.12(a), or qualified under paragraph (b) or 
(c) of rule 2.12 and authorized under rule 2.17 (b). and & power of 


atiseHes t6 teed. 
AMENDMENT 7 


Rule 2.27 Pending application index: Appheation eonfider- 
tel prier te publeation, access to applications. 

(a) An index of pending applications stating including the 
name and address of the applicant, a reproduction or description 
of the mark, the goods or services with which the mark is used, 
the class number, the dates of use, and the serial number and filing 
date of the application will be available for public inspection as 
soon as practicable after filing. Access to files of pending trade- 
mark applications will not be given prior to publication under 
rule 2.81 without the written authority of the applicant, or unless, 
in the opinion of the Commissioner, good cause has been shown 
for such access. Decisions of the Commissioner in applications and 
proceedings relating thereto are published or available for inspec- 


tion or publication. 
* * * * * 


AMENDMENT 8 
Rule 2.37 Pewer of attorney, domestic representative Au- 


thorization for representation; U. S. representative. 


The pewer of attorney or authorization of agent a qualified 
person to represent applicant (rule 2.17 (b)) and the appointment 
of a domestic representative (rule 2.24) may be included as a 
paragraph or paragraphs in the application. 


AMENDMENT 9 
Rule 2.39 Omission of allegation of use by foreign applicants. 


(a) The allegations of use, required by rule 2.33, and the 
statements of the dates of the applicant’s first use, required by 
rule 2.33(a)(i)[,] (vii) and (viii), may be omitted in the case of an 
application, filed pursuant to section 44(e) of the act, for registra- 
tion of a mark duly registered in the country of origin of a foreign 
applicant, provided the application when filed is accompanied by 
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a certificate of the trademark office of the foreign country showing 
that the mark has been registered in the country of origin of the 
applicant and also showing the mark, the goods for which regis- 
tered and that said registration is then in full foree and effect. 
Those Hetsttttet of tire eeitterte Ho ottet tH the fotetint: date 
exece, may be required after the appHeation is fitted. Jf the certifi- 


cate is not in the English language, a translation is required. 
* * * * cd 


AMENDMENT 10 
Rule 2.41 Proof of distinctiveness under section 2(f). 


PRESENT. (a) When registration is sought of a mark which 
would be unregistrable by reason of section 2(e) but which is 
claimed to have become distinctive, the application shall allege 
that the mark is claimed to have become distinctive of applicant’s 
goods as a result of substantially exclusive and continuous use in 
commerce for the five years next preceding the filing of the appli- 
cation, except that when the claim of distinctiveness is based on 
facts and circumstances other than five years’ substantially exclu- 
sive use, the application shall allege that the mark is claimed to 
have become distinctive of applicant’s goods as evidenced by proofs 
submitted. 

(b) In either case, further evidence in support of the claim 
of distinctiveness may be required. Evidence in support of a claim 
of distinctiveness may be in the form of affidavits, depositions, or 
in such other form as may be appropriate. 

(c) When the allegation of distinctiveness is added to the 
application subsequent to filing, facts stated in support thereof 
must be verified by the applicant. 


NEW. (a) When registration is sought of a mark which 
would be unregistrable by reason of section 2(e) but which is said 
by applicant to have become distinctive in commerce of the goods 
set forth in the application, applicant may, in support of regis- 
trability, submit with the application, or in response to a request 
for evidence or to a refusal to register, affidavits, depositions, or 
other appropriate evidence showing duration, extent and nature 
of use and advertising expenditures in connection therewith 
(identifying types of media and attaching typical advertisements ), 
and affidavits, letters or statements from the trade or public, or 
both, or other appropriate evidence tending to show that the mark 
distinguishes such goods. 
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(b) In appropriate cases, ownership of one or more prior 
registrations on the principal register or under the act of 1905 
of the same mark may be accepted as prima facie evidence of 
distinctiveness. Also, if the mark is said to have become distinctive 
of applicant’s goods by reason of substantially exclusive and con- 
tinuous use thereof by applicant for the five years next preceding 
the application filing date, a showing by way of verified statements 
in the application may, in appropriate cases, be accepted as prima 
facie evidence of distinctiveness. In each of these situations, how- 
ever, further evidence may be required. 


AMENDMENT 11 
Rule 2.53 Transmission of drawings. 


Drawings transmitted to the Patent Office, other than those 
typed in accordance with rule 2.51 (d), should be sent flat, protected 
by a sheet of heavy binder’s board, or should be rolled for trans- 
mission in a suitable mailing tube to prevent mutilation or folding. 


AMENDMENT 12 
Rule 2.67 Suspension of action by Patent Office. 


* * * * * 


(b) If registration is refused solely on the basis of a prior 
registration and the applicant files a petition to cancel the refer- 
ence registration, such action upon notice thereof being placed in 
the application file by the applicant within the time for reply, may 
shall be taken as a response to the rejeetion refusal, and further 
action by the Office may shall, at applicant’s request, be suspended 
pending the termination of the cancellation proceeding. 


AMENDMENT 13 


Rule 2.75 Amendment to change application to different 
register. 

An application for registration on the Principal Register may 
be changed to an application for registration on the Supplemental 
Register and vice versa by amending the application to comply 
with the rules relating to the requirements for registration on the 
appropriate register, as the case may be. The original filing date 
may be considered for the purpose of proceedings in the Patent 
Office provided the application as originally filed was sufficient for 
registration on the register to which amended. Otherwise, the 
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filing date of the amendment will be considered the filing date of 
the application so amended. Onby ene sueh amendment wit be 


AMENDMENT 14 


Rule 2.86 Plurality of goods or services comprised in single 
class may be covered by single application. 

A single application may recite a plurality of goods, or a 
plurality of services, comprised in a single class, provided the 
particular deseriptien identification of each of the goods or services 
be stated and the mark has actually been used on or in connection 
with all of the goods or in connection with all of the services 
specified. 


AMENDMENT 15 


Rule 2.95 Decision on motion to dissolve. 

ie cheptstett ed the doscttiee af etetedttthe Hp a Hterttett 
ailess reversed or modified on appeal. Appeal may be taken to 
the Commissioner Trademark Trial and Appeal Board in the 
manner provided in rules 2.141 and 2.142 from a decision granting 
a motion to dissolve. No appeal may be had from a decision deny- 
ing such a motion te dissebye, but the question may be reviewed by 
the Commissioner on appeal from the Trademark Trial and Appeal 
Board in its final decision in the interference ef the Examiner of 
Pte testes 


AMENDMENT 16 
Rule 2.98 Adding party to interference. 


If, during the pendency of an interference, another case 
appears involving substantially the same registrable subject 
matter, the Examiner of Trademarks may request the suspension 
of the interference for the purpose of adding said case. Such sus- 
pension will be granted as a matter of course by the Hxamimer of 
interferences if no testimony has been taken. If, however, any 
testimony has been, or ts about to be, taken @ netiee for the pre- 
end address [sic] of the interferants and eof their attorneys oF 
Beets Het Hrottnee dee tie iterate eieeteedtee the tettte Heel 
tittebtenes et ttre sttted pte tS Ge Ge HERTS EH BH ptett spite He pete | 
peed by the foxattter of Prades and ferettded te the 
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dst et ftegtetetices aati atatht ate sted HtetHtes He Ge 
Perett te tHrtetdtei etter atrial bee sHepettebert aatet it tu pitty tteteteed, 
he shal presertbe the terms for sueh suspension the case will not 
be added except upon approval of a member of the Trademark 
Trial and Appeal Board, If the case is not so added, the Examiner 
of Trademarks may suspend action on such case pending termina- 
tion of the interference proceeding, following which an interference 
may be instituted between such case and the case of the party 
prevailing in the first interference. 


AMENDMENT 17 
Rule 2.99 Application to register as a concurrent user. 


* * * * * 


(b) The notices shall be sent by the Hxamimer of Interferences 
to each of the parties, in care of their attorneys or agents, if they 
have attorneys or agents of record, and if one of the parties is a 
registrant, a notice shall also be sent to him or his assignee of 
record. [Balance of paragraph (b) unchanged. ] 

* * * * * 


AMENDMENT 18 

Rule 2.105 Institution of opposition. 

(a) When a notice of opposition is filed, the Examiner of 
Trademarks shall transmit the same, if regularly filed, to the 
Examiner of Interferences Trademark Trial and Appeal Board. 

(b) A notice shall be prepared, identifying the title and 
number of the proceeding and the application involved, and desig- 
nating a time, not less than thirty days from the mailing date of 
such notice, within which answer must be filed. Copies of this 
notice shall be forwarded by the Hxeamimer of Literferenees Trade- 
mark Trial and Appeal Board to the parties in care of their attor- 
neys or agents, if they have attorneys or agents of record. The 
duplicate copy of the notice of opposition and exhibits shall be 
forwarded with the notice to the applicant. 


AMENDMENTS 19 & 20 
Rule 2.113 Notice of filing of petition. 
(a) When a petition for cancellation is filed, it shall be trans- 


mitted to the Bxamimer of Interferences Trademark Trial and 
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Appeal Board, +he which shall make examination thereof to deter- 
mine if it is formally correct. If he be of the opinion that the 
petition is found to be defective as to form, ke shal se advise the 
party filing the same shall be so advised and allowed a reasonable 
time and set a time for correcting the informality. 

(b) When the petition is correct as to form a notice shall be 
prepared, identifying the title and number of the proceeding and 
the registration involved, and designating a time, not less than 
thirty days from the mailing date of such notice, within which 
answer must be filed. Copies of this notice shall be forwarded 
by the examiner of Literferenees to the parties in care of their 
attorneys or agents, if they have attorneys or agents of record. 
The duplicate copy of the petition and exhibits shall be forwarded 
with the notice to the registrant. 


AMENDMENT 21 
Rule 2.120 Discovery procedure. 


NEW. The provisions of the Federal Rules of Civil Procedure 
relating to discovery are inapplicable in inter partes trademark 
cases except as specifically set forth in this section. 


PRESENT. (a) /nterrogatories. Any party to an opposition, 
interference, cancellation or concurrent use proceeding may, at 
any time after institution of the proceeding, but not later than 
thirty days prior to the date set upon which any testimony may 
be first taken, serve written interrogatories in duplicate on any 
adverse party. Within fifteen days after service of such interroga- 
tories the party served, or an official thereof competent to testify 
as to the facts in its behalf, shall serve in duplicate on the inter- 
rogating party separate and full answers under oath: Provided, 
however, That within such fifteen-day period the party served may 
file in the Patent Office objections to such interrogatories, or any 
portion thereof, accompanied by the original of the interrogatories. 
Any brief in support of such objections shall be filed with the 
objections. Any brief in opposition to the objections must be filed 
within fifteen days after service thereof. Answers to interroga- 
tories to which objections are made shall be deferred pending 
decision on the objections, at which time an answer date will be 
fixed if necessary. 


[No comparable provision in new Rule 2.120.] 
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PRESENT. (b) Scope of interrogatories. Interrogatories 
may relate to any unprivileged matter peculiarly within the knowl- 
edge and control of the interrogated party which may be relevant 
and material to the claim or defense of the interrogating party or 
reasonably calculated to lead to the discovery of admissible evi- 
dence in support of such claim or defense, except that interroga- 
tories are limited to inquiries with respect to the following: (1) the 
issues of abandonment, nonuse, title or fraud; (2) the existence, 
description, nature, custody or location of any books, documents 
or other tangible things; (3) the identity and addresses of persons 
having knowledge of designated facts material to the issues; (4) a 
more particular description of the goods of the interrogated party; 
and (5) the first date of use which the interrogated party may 
claim for his mark. 

[No directly parallel provision in new Rule 2.120; see new 
Rule 2.120 (a) (2) for most nearly comparable provision. 


PRESENT. (c) Effect of interrogatories and answers. (1) 
Interrogatories and answers thereto shall not be considered as a 
part of the record in the case unless the interrogating party files, 
before the close of his testimony period, a notice of reliance 
thereon, setting forth in said notice each interrogatory and the 
answer thereto to be relied upon. Such interrogatories and answers 
shall thereupon be considered as forming part of the record. 

(2) Answers to interrogatories may not be introduced into 
the record by the interrogated party. 

[No comparable provision in new Rule 2.120. ] 


PRESENT. (d) Discovery depositions. (1) Any party to an 
opposition, interference, cancellation or concurrent use proceeding 
may, within the time specified for serving interrogatories, take 
depositions for discovery of relevant and material evidence in 
support of the claim or defense of such party, provided that the 
interrogation of persons shall relate only to unprivileged matter 
peculiarly within the knowledge and contro] of the interrogated 
party and shall be limited to the inquiries permitted in interroga- 
tories for discovery. Reasonable notice of taking such depositions, 
not less than ten days, shall be given to all adverse parties to the 
proceeding, and examination and cross-examination may proceed 
in accordance with Rule 43 (b) Federal Rules of Civil Procedure. 

(2) Discovery depositions may be used in accordance with 
Rule 26 (d) (1), (2), and (4)[,] (e) and (f) of the Federal Rules of 
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Civil Procedure provided the party offering the deposition, or 
any part thereof, in evidence files before the close of his testimony 
period, a notice of reliance thereon, setting forth in said notice the 
specific portions to be relied upon. So far as admissible under the 
rules of evidence, the specified portions of such depositions shall 
be considered as record evidence. 


NEW. (a) Depositions for discovery. (1) Any party to an 
opposition, interference, cancellation or concurrent use proceeding 
may, at any time not later than thirty days prior to the date for 
taking testimony of any party as set by initial or subsequent Office 
action, take the deposition of any person, including a party, for the 
purpose of discovery. Such depositions may be taken upon oral 
examination in the manner prescribed by rules 1.273, 1.274 and 
1.275 of this chapter [Patent Rules 273, 274 and 275], or upon 
written interrogatories in the manner prescribed by rule 2.124. 


(2) Scope of examination. The deponent may be examined 
regarding any matter, not privileged, which is relevant to the sub- 
ject matter involved in the proceeding, whether it relates to the 
claim or defense of the examining party or to the claim or defense 
of any other party, including the existence, description, nature, 
custody, condition and location of any books, documents, or other 
tangible things and the identity and location of persons having 
knowledge of relevant facts. It is not ground for objection that 
the testimony would be inadmissible at the trial if the testimony 
sought appears reasonably calculated to lead to the discovery of 
admissible evidence. [Substantially same as Rule 26 (b), F.R.C.P.] 


(3) Use of discovery depositions. Discovery depositions may 
be used in accordance with Rule 26 (d) (1), (2) and (4) and (f) 
of the Federal Rules of Civil Procedure, provided the party offer- 
ing the deposition, or any part thereof, in evidence files the same 
before the close of his testimony period and also files a notice of 
reliance thereon. Objections, including any made during the exam- 
ination, will be considered only if made or renewed at the hearing. 


te} (b) Requests for admissions. (1) Any party to an op- 
position, interference, cancellation or concurrent use proceeding 
may, within the time specified here for servine tnterrecateries 
for taking depositions for discovery, serve #* dapheate on wpon 
any adverse party a written request for admission by the latter 
of the genuineness of any relevant documents described in and 
attached to the request (a photocopy may be attached provided 
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the original thereof is made available for inspection), or of the 
truth of any facts which are material and relevant to the issues 
and which are believed to be within the knowledge of both the 
party parties serving and the party parties served. Each ef the 
matters in respect of which an admission is requested shall be 
deemed considered as admitted unless, within fifteen days after 
service thereof, the party to whom the request is directed +} 
serves upon the party requesting the admission a sworn statement 
denying specifically the matters in respect of which @® admission 
is requested, or setting forth in detail the reasons why he cannot 
truthfully either admit or deny these matters the same, or 44 
objects thereto. tes written objections on the ereund that seme 
mete Hieteeed. 

42} objections te a part of the requests are made, the #e- 
petted. eatttttee ett te Hertteste te ardteh etateetionte tte 
Httte sted be deteteee petdtte deetetet et Hie alterttete. at 
arte tHe H dite at Le Hert Ho Hetero ch dtetittd sHittt tirtt 
Hert He stidedtittee et dre tertttesterd aettiteetet ttt sete steed 
faith requires that a party deny ont a part or a quattiecation 
ote Hettte at adited: a eet te Heetttes tert die atitte street 
mer tte ot tt tte te tte tttred tetra eetetin Hee pecteeretttete de 


PRESENT. (f) Effect of admissions. (1) Any admission 
made by a party pursuant to such request is for the purpose of 
the pending action only and neither constitutes an admission by 
him for any other purpose nor may it be used against him in any 
other proceeding. 


(2) Such admissions shall not be considered as a part of the 
record in the case unless one, or both, of the parties files, before 
the close of his testimony period, a notice of reliance thereon set: 
ting forth in said notice each request and admission relied upon. 
So far as admissible under the rules of evidence, such requests 
and admissions shall be considered as record evidence. 
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NEW. ([2.120(b)] (2) Effect of admissions. No admission 
shall be considered as part of the record in the case unless a party 
files, before the close of his testimony period, a notice of reliance 
thereon and a copy of the admission and request therefor. Any 
objections noticed will be considered only if made at the hearing. 


4} (c) Motion to produce documents, etc., for inspection and 
copying. Upon motion showing good cause therefor, made prior 
to the date for taking testimony of any party as set by initial or 
subsequent Office action, an order may be entered requiring a party 
to produce and permit the inspection and copying or photograph- 
ing, by or on behalf of the moving party, of any designated books, 


documents or other tangible things, not privileged, the existence 
of which has been pleaded or otherwise asserted, and which con- 


stitute or contain material within the scope of inquiries permitted 
in tterregateries depositions for discovery and which are in his 
possession, custody or control. The order shall specify a time for 
compliance therewith, and may prescribe such terms and condi- 
tions as may be just. 

+h} (d) Refusal to make discovery. If any party er depe- 
interrecateries, or fails or refuses to answer proper questions in 
taking discovery depositions or fails or refuses to comply with an 
order to produce and permit the inspection and copying or photo- 
graphing of designated things, the eamimer of Literferences 
Trademark Trial and Appeal Board may strike out all or any part 
of any pleading of that party, or dismiss the action or proceeding 
or any part thereof, or enter a judgment as by default against that 
party, or take such other action as may be deemed appropriate. 


NEW. (e) Examination and cross-examination. A party may 
interrogate any unwilling or hostile witness by leading questions. 
A party may call an adverse party or an officer, director, or man- 
aging agent of a public or private corporation or of a partnership 
or association which is an adverse party, and interrogate him by 
leading questions and contradict and impeach him in all respects 
as if he had been called by the adverse party, and the witness thus 
called may be contradicted and impeached by or on behalf of the 
adverse party also, and may be cross-examined by the adverse 
party only upon the subject matter of his examination in chief. 


[Identical with Rule 43(b), F.R.C.P.] 
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AMENDMENT 22 
Rule 2.123 Testimony in inter partes cases. 


(a) Testimony of witnesses in inter partes cases may be 
taken (1) by depositions on oral examination in accordance with 
rules 1.273 to 1.281, 1.283, 1.285, 1.286 of this chapter [Patent Rules 
273 to 281, 283, 285, 286], or (2) by written questions as provided 
by eele 2.424 and by rete 4.284 [Patent Rele 284+ rules 2.124 and 


2.124a of this chapter. 


(b) If the parties so stipulate in writing, depositions may be 
taken before any person authorized to administer oaths, at any 
place, upon any notice, and in any manner, and when so taken may 
be used like other depositions. By agreement of the parties, the 
testimony of any witness or witnesses of any party, may be sub- 
mitted in the form of an affidavit by such witness or witnesses. 
The parties may stipulate what a particular witness would testify 
to if called, or the facts in the case of any party may be stipulated. 

(c) Printed publications, such as books and periodicals, and 
sinter publeations seeh as are available to the general public in 
libraries or are of general circulation, and official records, may be 
introduced as provided in rule 1.282 [Patent Rule 282] of this 


chapter. When a copy of an official record of the Patent Office 
is filed, it need not be a certified copy. 


(d) Evidence not obtained and filed in compliance with these 
sections will not be considered. 


AMENDMENT 23 
NEW. Rule 2.124a Testimony taken in foreign countries. 


Upon motion duly made and granted, testimony may be taken 
in foreign countries, upon complying with the following require- 
ments: 


(a) The motion must designate a place for the examination 
of the witnesses at which an officer duly qualified to take testimony 
under the laws of the United States in a foreign country shall 
reside, and it must be accompanied by a statement under oath that 
the motion is made in good faith, and not for the purposes of delay 
or of vexing or harassing any party to the case; it must also set 
forth the names of the witnesses, the particular facts to which it 
is expected each will testify, and the grounds on which is based the 
belief that each will so testify. 
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(b) It must appear that the testimony desired is material and 
competent, and that it cannot be taken in this country at all, or 
can not be taken here without hardship and injury to the moving 
party greatly exceeding that to which the opposite party will be 
exposed by the taking of such testimony abroad. 

(c) Upon the granting of such motion, the Trademark Trial 
and Appeal Board will execute and forward to the moving party 
a commission authorizing the appropriate consular or other officer 
to take the depositions, and a time will be set within which the 
moving party shall serve in duplicate on each adverse party the 
interrogatories to be propounded to each witness, and such adverse 
party may, within a designated time, serve in duplicate, on the 
moving party cross-interrogatories. Objections to any of the inter- 
rogatories may be served with, or prior to service of, cross- 
interrogatories and objections to any of the cross-interrogatories 
may be served at any time before the depositions are taken, and 
testimony will be taken subject to the objections. Such objections 
will be considered and determined upon the hearing of the case if 
renewed at that time. 

(d) As soon as the cross-interrogatories are served, the mov- 
ing party will forward the interrogatories, the cross-interroga- 
tories, the commission, and security for official fees to the proper 
officer, with the request that he notify the witnesses named to 
appear before him within a designated time and make answer 
thereto under oath; and that he reduce their answers to writing 
and transmit the same, under his official seal and signature to the 
Commissioner of Patents with the certificate prescribed in rule 
1.276 [Patent Rule 276] of this chapter. The letter of transmittal 
of the moving party should direct attention of the consular or other 
officer to the instructions on the reverse side of the commission 
and should indicate that any insufficiency or excess of the security 
for official fees should be directed to the attention of the said party; 
and in view of the requirements of rules 1.253 [Patent Rule 253] 
and 2.125 of this chapter for filing and serving copies of testimony, 
the desired number of copies of the testimony should be requested 
by the moving party. 

(e) By stipulation of the parties the requirements of para- 
graph (c) of this section as to written interrogatories and cross- 
interrogatories may be dispensed with, and the testimony may be 
taken before the proper officer upon oral interrogatories by the 
parties, their attorneys or their agents. 
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(f) Unless false swearing in the giving of such testimony 
before the officer taking it shall be punishable as perjury under 
the laws of the foreign state in which tt shall be taken, it will not 
stand on the same footing in the Patent Office as testimony duly 
taken in the United States; but its weight in each case will be 
determined by the tribunal having jurisdiction of such case. 


[The above is a modification of Patent Rule 284. ] 


AMENDMENT 24 
Rule 2.127 Motions. 


(a) Motions shall be made in writing and shall contain a full 
statement of the grounds therefor. Any brief or memorandum in 
support of a motion shall accompany or be embodied in the motion. 
Briefs in opposition to a motion shall be filed within fifteen days 
from the date of service of the motion unless another time is speci- 
fied by the Bxamimer Trademark Trial and Appeal Board or the 
time is extended on request. Oral hearings will not be held on 
motions except on order of the Kxeeamimer having jrrisdiction 
Trademark Trial and Appeal Board. 

(b) Any petitions for reconsideration or modification of the 
a decision must be filed within ten days after the decision or, if the 
decision is appealable, before the time for appeal expires. 

Cl he peith Had be dither thre eee et ste rterteretin He pte 
appealable, within the time Hm set i the decision, or within 
tents dass H ne tine Hm is set. Interlocutory motions, requests, 
and other matters not finally determinative in the proceeding may 
be acted upon by a member of the Trademark Trial and Appeal 
Board. 


AMENDMENT 25 


Rule 2.128 Final hearing and briefs. 

(a) The brief of a party in the position of plaintiff shall be 
filed not later than fert¥ sixty days after the closing date set for 
rebuttal testimony; the brief of a party in the position of defen- 
dant not later than thirty days after the due date ef serriee of the 
first brief; a reply brief by a party in the position of plaintiff, if 
filed, shall be due ten fifteen days after the due date ef serree of 
the brief to which it is a reply. Onb a simetle copy of any brief 
need be fitted. Three copies of all briefs should be filed. 

(b) Briefs may be submitted in typewritten or printed form, 
except that where they are in excess of thirty typewritten pages, 
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they shall be printed in conformity with rule 1.254 [Patent Rule 
254] of this chapter. T'ypewritten briefs may be written on letter 
or legal size paper and shall be double-spaced. Each brief shall 
contain an alphabetical index of cases cited therein. 

(c) If ether a party desires an oral hearing, he shall so state 
by a separate notice filed not later than his brief, and the time 
for such hearing will be set in a notice sent to each party by the 
Office. If no request for oral hearing is made, the case will be 
decided on the record and briefs. 


AMENDMENT 26 


Rule 2.129 Oral argument. 


(a) Oral arguments will be heard by the Examimer of Inter- 
ferenees at least three members of the Trademark Trial and 
Appeal Board at the time stated in the notice. If any party appears 
at the specified time, he will be heard. If the Hxamimer of Literfer- 
ences Board is prevented from hearing the case at the time speci- 
fied fer the hearme, a new assignment will be made, or the case 
will be continued from day to day until heard. Unless otherwise 
permitted, oral arguments will be limited to one-half hour for 
each party. Any petition for rehearing, reconsideration, or modifi- 
‘ation of the a decision must be filed within thirty days from the 


date hereef thereof. 


(b) Hearings may be advanced or adjourned, as far as is 
convenient and proper, to meet the wishes of the parties and their 
attorneys or agents. 


AMENDMENT 27 


Rule 2.130 New matter suggested by Examiner of Trade- 
marks. 


If, during the pendency of an inter partes case, facts appear 
which, in the opinion of the Examiner of Trademarks, render the 
mark of any applicant involved unregistrable, the attention of the 
Examiner of Titerferenees Trademark Trial and Appeal Board 
shall be ealled thereto. The xamimer of Titerferenees Board may 
suspend the proceeding and refer the ease application to the Exam- 
iner of Trademarks for his determination of the question of regis- 
trability, following the final determination of which the ease 
application shall be returned to the Hxaminer of Literferenees 


Board for such further inter partes action as may be appropriate. 
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The consideration of such facts by the Examiner of Trademarks 
shall be ex parte, but a copy of the action of the Examiner will be 
furnished to the ether party er parties to the inter partes pro- 
ceedings. 


AMENDMENT 28 
Rule 2.131 


PRESENT. Ex parte action by the Examiner of Interferences. 
If, in considering an inter partes case involving an applica- 
tion, facts appear which in the opinion of the Examiner of Inter- 
ferences render the mark of the applicant involved unregistrable 
on grounds not placed in issue by the pleadings, or which have not 
been placed in evidence by the parties, he may: 

(a) Incorporate in his decision on the case a recommendation 
to the Examiner of Trademarks that the application be reexamined 
in the light of such facts. The Examiner of Trademarks, should 
the application return to his jurisdiction for action, is authorized 
to reexamine the application accordingly, or 


(b) Incorporate in his opinion in the case a decision refusing 
registration on the new reasons. Such action by the Examiner of 


Interferences is ex parte, and the opposing party is not entitled 
to be heard thereon. The applicant in such event may request 
reconsideration of the ex parte decision, which will then be recon- 
sidered by the Examiner of Interferences, or he may appeal to the 
Commissioner within the time provided. If neither action is taken 
the decision refusing registration becomes the final decision on 
the application, without prejudice to the inter partes case. 


NEW. Ex parte matter in an inter partes case. If, in con- 
sidering an inter partes case involving an application, facts appear 
which, in the opinion of the Trademark Trial and Appeal Board 
render the mark of the applicant unregistrable on one or more 
ex parte grounds, the Board shall in its decision on the inter partes 
issues in the case recommend that if the applicant finally prevails 
in the case, registration be withheld pending a reexamination by 
the Examiner of Trademarks of the application in the light of such 
facts. If, wpon such reexamination following termination of the 
inter partes case, the Examiner of Trademarks finally refuses 
registration to applicant, appeal may be taken as provided in rules 
2.141 and 2.142. 
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they shall be printed in conformity with rule 1.254 [Patent Rule 
254] of this chapter. Typewritten briefs may be written on letter 
or legal size paper and shall be double-spaced. Each brief shall 
contain an alphabetical index of cases cited therein. 

(c) If either a party desires an oral hearing, he shall so state 
by a separate notice filed not later than his brief, and the time 
for such hearing will be set in a notice sent to each party by the 
Office. If no request for oral hearing is made, the case will be 
decided on the record and briefs. 


AMENDMENT 26 


Rule 2.129 Oral argument. 

(a) Oral arguments will be heard by the Examiner of Inter- 
ferenees at least three members of the Trademark Trial and 
Appeal Board at the time stated in the notice. If any party appears 
at the specified time, he will be heard. If the Hxamimer of Literfer- 
enees Board is prevented from hearing the case at the time speci- 
fied fer the hearme, a new assignment will be made, or the case 
will be continued from day to day until heard. Unless otherwise 
permitted, oral arguments will be limited to one-half hour for 
each party. Any petition for rehearing, reconsideration, or modifi- 
‘ation of the a decision must be filed within thirty days from the 


date hereof thereof. 


(b) Hearings may be advanced or adjourned, as far as is 
convenient and proper, to meet the wishes of the parties and their 
attorneys or agents. 


AMENDMENT 27 


Rule 2.130 New matter suggested by Examiner of Trade- 
marks. 


If, during the pendency of an inter partes case, facts appear 
which, in the opinion of the Examiner of Trademarks, render the 
mark of any applicant involved unregistrable, the attention of the 
Examiner of Titerfereneces Trademark Trial and Appeal Board 
shall be called thereto. The Hxamimer of Titerferences Board may 
suspend the proceeding and refer the ease application to the Exam- 
iner of Trademarks for his determination of the question of regis- 
trability, following the final determination of which the ease 
application shall be returned to the /xamimer of Literferences 


Board for such further inter partes action as may be appropriate. 
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The consideration of such facts by the Examiner of Trademarks 
shall be ex parte, but a copy of the action of the Examiner will be 
furnished to the ether party er parties to the inter partes pro- 
ceedings. 


AMENDMENT 28 
Rule 2.131 


PRESENT. Ex parte action by the Examiner of Interferences. 
If, in considering an inter partes case involving an applica- 
tion, facts appear which in the opinion of the Examiner of Inter- 
ferences render the mark of the applicant involved unregistrable 
on grounds not placed in issue by the pleadings, or which have not 
been placed in evidence by the parties, he may: 

(a) Incorporate in his decision on the case a recommendation 
to the Examiner of Trademarks that the application be reexamined 
in the light of such facts. The Examiner of Trademarks, should 
the application return to his jurisdiction for action, is authorized 
to reexamine the application accordingly, or 


(b) Incorporate in his opinion in the case a decision refusing 
registration on the new reasons. Such action by the Examiner of 
Interferences is ex parte, and the opposing party is not entitled 
to be heard thereon. The applicant in such event may request 
reconsideration of the ex parte decision, which will then be recon- 
sidered by the Examiner of Interferences, or he may appeal to the 
Commissioner within the time provided. If neither action is taken 
the decision refusing registration becomes the final decision on 
the application, without prejudice to the inter partes case. 


NEW. Lx parte matter in an inter partes case. If, in con- 
sidering an inter partes case involving an application, facts appear 
which, in the opinion of the Trademark Trial and Appeal Board 
render the mark of the applicant unregistrable on one or more 
ex parte grounds, the Board shall in its decision on the inter partes 
issues in the case recommend that if the applicant finally prevails 
in the case, registration be withheld pending a reexamination by 
the Examiner of Trademarks of the application in the light of such 
facts. If, upon such reexamination following termination of the 
inter partes case, the Examiner of Trademarks finally refuses 
registration to applicant, appeal may be taken as provided in rules 
2.141 and 2.142. 





THE TRADEMARK REPORTER Vol. 48 T. M.R. 





AMENDMENT 29 
Rule 2.132 Failure to take testimony. 


(a) Upon the filing of a statement by any party in the position 
of a defendant, that the time for taking testimony on behalf of 
any party in the position of plaintiff has expired and that no testi- 
mony has been taken by him and no other evidence offered, an 
order may be entered that such party show cause within a time 
set therein, not less than ten days, why judgment should not be 
rendered against him, and in the absence of a showing of good 
and sufficient cause judgment may be rendered as by default. 


(b) If no evidence other than Patent Office records is offered 
by the party in the position of plaintiff, any party in position of 
defendant, without waiving his right to offer evidence in the event 
the motion is denied, may move for dismissal on the ground that 
upon the law and the facts the party in the position of plaintiff 
has shown no right to relief. The party in the position of plaintiff 
shall be allowed fifteen days after service of the motion to file his 
argument in opposition to the motion. Judgment may be rendered 
against the party in position of plaintiff, or the Hxamimer of Inter- 
ferenees Trademark Trial and Appeal Board may decline to render 
judgment until all the evidence is in. In the latter event, testimony 
periods will be reset for the party in position of defendant and 
for rebuttal. 


AMENDMENT 30 


Rule 2.133 Amendment of application or registration during 
proceedings. 


An application involved in a proceeding may not be amended, 
nor may a registration be amended or disclaimed in part, except 
with the written consent of the other party or parties and the 
approval of the Bxamimer of Interferenees Trademark Trial and 
Appeal Board, or except upon motion duly filed and considered. 


AMENDMENT 31 
Rule 2.134 Surrender or cancellation of registration. 


If a registrant involved in a proceeding applies to surrender 
or cancel his registration or files a disclaimer in whole of his mark 
under section 7(d) of the act, and sueh aetion is permitted the 
proceeding may be dismissed. terminated er eontinued en such 


Pets BS Hite Ge Bp te pttitte. 
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AMENDMENT 32 


Rule 2.135 Abandonment of application, abandonment, or 
diselaimer in awhele of mark concession of priority. 

If, an appheant wrebred in a proceeding an applicant files a 
written abandonment of the application or abandenment of the 
mark, or # @ registrant apples te disclaim the mark in whele 
Hebe meettett cede et tte at ttre sitet etieettttite + te pettitttterdd or 
## a party to an interference files a written concession of priority, 
seid party antess with the eonsent of the other parties, bat judg- 
ment may shall be entered against such applicant or said party. 

AMENDMENT 33 


Rule 2.141 Ex parte appeals +e the Commissioner from the 
Examiner of Trademarks. 

Every applicant for the registration of a mark may, upon 
final refusal by the Examiner of Trademarks, appeal to the 


Commissioner in person Trademark Trial and Appeal Board upon 
payment of the prescribed fee. A second refusal on the same 


grounds may be considered as final by the applicant for purpose 


of appeal. 


AMENDMENT 34 

Rule 2.142 Time and manner of ex parte appeals. 

(a) Such appeal must be taken within sixty days from the 
date of the final rejeetion, refusal or, if the eeyeetion refusal was 
not made final by the Examiner, within the time for response to 
the Examiner’s action. Appeal is taken simply by filing a notice 
of appeal and payment of the appeal fee. 

(b) The appellant’s brief shall be filed within sixty days after 
the date of appeal. If the brief is not filed within the time allowed, 
the appeal may be dismissed. The Examiner may, within such 
time as may be directed by the Commissioner, furnish a written 
statement in answer to appellant’s brief, supplying a copy to the 
appellant. The appellant may file a reply brief within twenty 
days from the date of such answer. By delegation from the 
Beet et attest sted aHapeetin Hite be bette ated deettedt 
Lae a RSS Cisse oot at doer te Chit CHses 
atHeh dee been bead ad dete eet pee te the Coatttestettet 
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(c) The appellant shall indicate, not later than at the time 
of filing his brief, if he desires an oral hearing. If no request for 
oral hearing has been made, the appeal will be considered on brief. 
If the appellant has requested an oral hearing, a day of hearing 
will be set, and due notice thereof given. Hearings will be held 
as stated in the notice and oral argument will be limited to one-half 
hour unless otherwise permitted. 

(d) Applications which have been considered and decided on 
appeal will not be reopened except by order of the Commissioner, 
and then only for consideration of matters not already adjudt- 
cated, sufficient cause being shown. 


AMENDMENT 35 


Rule 2.143 Appeal to the Comissioner from decision of Ex- 
aminer of Interferences. 


[Rule 2.1438 is cancelled in its entirety. ] 


AMENDMENT 36 

Rule 2.145 Appeal to court. 

Any applicant for registration any registrant ahe has fled 
en affidavit under section 8 of the aet or any party to an inter 
partes proceeding who is dissatisfied with the decision of the 
Commissioner Trademark Trial and Appeal Board, or any regis- 
trant who has filed an affidavit under section 8 of the act who is 
dissatisfied with the decision of the Commissioner, may appeal to 
the United States Court of Customs and Patent Appeals or may 
proceed under 35 U.S.C. 145 or 146, as in the case of applicants 
for patents, under the same conditions, rules and procedure as are 
applicable in the case of patent appeals or proceedings. [See rules 
1.301 to 1.304 of this chapter [Patent Rules 301 to 304] and rules 
of the United States Court of Customs and Patent Appeals. ] 


AMENDMENT 37 
Rule 2.146 Petition to the Commissioner. 


(a) Petition may be taken to the Commissioner (1) from any 
repeated action or requirement of the Examiner of Trademarks, 
not subject to appeal under rule 2.141, in the ex parte prosecution 
of an application; (2) in cases in which the statute or the rules 
specify that the matter is to be determined directly by or reviewed 


by the Commissioner ether than b¥ appeal; and (3) to invoke the 
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supervisory authority of the Commissioner in appropriate circum- 


stances. 


| Balance of Rule 2.146 is unchanged. | 


AMENDMENT 38 


NEW. Rule 2.163 Notice to registrant. If no affidavit is 
filed within a reasonable time prior to expiration of the sixth year, 
the registrant may be notified that the registration will be cancelled 
by the Commissioner at the end of such sixth year unless the owner 
files in the Patent Office the affidavit of use or excusable nonuse 
required by section 8. Failure to notify the registrant does not, 
however, relieve the registrant of the responsibility of filing the 
affidavit within the period required by statute. 


AMENDMENT 39 


Present Rule 2.163 is renumbered as 2.164. 


AMENDMENT 40 
Rule 2.464 2.165 Reconsideration of affidavit. 


* * * * ak 


(b) If the registrant is dissatisfied with the action of the 
Examiner holding the affidavit insufficient, he may petttten to 
request the Commissioner feo to review the action under rule 2.146. 
The decision of the Commissioner on such a request constitutes the 
final action of the Patent Office. If there is no petition te review by 
the Commissioner, the Commissioner # an¥ erent will notify the 
registrant of the insufficiency of the affidavit after the expiration 
of the sixth year, which seek notice will constitutes the such final 
action. deeisten ef the Patent Office. H there is @ petition te the 
final aetien. See rule 2.145 for appeal to or review by court. 


AMENDMENT 41 
Rule 2.465 2.166 Time of cancellation. 


If no affidavit is filed within the sixth year following registra- 
tion or publication under section 12(c), the registration will be 
cancelled forthwith by the Commissioner. after the end of the seth 
eee, ttt He Hettee et Hee erttteedtetion: arttt be sett te the peste 
If the affidavit is filed but is refused, cancellation of the registra- 
tion will be withheld pending further proceedings. 
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AMENDMENT 42 
Rule 2.173 Amendment and disclaimer in part. 


(a) Upon application by the registrant, the Commissioner 
may permit any registration to be amended or any registered mark 
to be disclaimed in part. Application for such action must specify 
the amendment or disclaimer and be signed and verified by the 
registrant, and must be accompanied by the required fee and by 
an order for a title report for Office use (or an abstract of title). 
If the amendment involves a change in the mark, new specimens 
showing the mark as used in connection with the goods or services, 
and a new drawing of the amended mark must be submitted. The 
certificate of registration or, if said certificate is lost or destroyed, 
a certified copy thereof, must also be submitted in order that the 
Commissioner may make appropriate entry thereon and in the 
records of the Office. The registration when so amended must still 
contain registrable matter and the mark as amended must be 
registrable as a whole, and such amendment or disclaimer must 
not involve such changes in the registration as to alter materially 
the character of the mark. 


(b) Changes in the speeHteation identification of goods other 
than in the nature of deletions will not be permitted except under 
the provisions of rule 2.175. No amendment seeking the elimina- 
tion of a disclaimer will be permitted. 


(c) A printed copy of the amendment or disclaimer shall be 
attached to each printed copy of the registration. 


AMENDMENT 43 
Rule 2.175 Correction of mistake by registrant. 


* * * * * 


(b) Application for such action must specify the mistake for 
which correction is sought and the manner in which it arose, show 
that it occurred in good faith, be signed and verified by the appli- 
cant, and be accompanied by the required fee and by an order 
for a title report for Office use (or an abstract of title). The 
certificate of registration or, if said certificate is lost or destroyed, 
a certified copy thereof, must also be submitted in order that the 
Commissioner may make appropriate entry thereon. 


* * * * * 
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AMENDMENT 44 

Rule 2.176 Consideration of above matters. 

The matters in rules 2.171 to 2.175 will be considered in the 
first instance by the Examiner of Trademarks. If the action of 
the Examiner of Trademarks is adverse, petHien may be taken to 
registrant may request the Commmissioner to review the action 
under rule 2.146. If response to an adverse action of the Examiner 
is not made by the registrant within six months, the matter will 
be considered abandoned. 


AMENDMENT 45 
Rule 2.184 Refusal of renewal. 


* * » * * 


(b) If the registrant is dissatisfied with the action of the 
Examiner considering the application for renewal incomplete or 
defective, he may petition te request the Commissioner fer to 
review the action, under rule 2.146. If response to an adverse 
action of the Examiner is not made within six months, the appli- 
eation for renewal will be considered abandoned. 


AMENDMENT 46 


Section 4.19 [Form 19—Ex parte appeal] is amended by 
changing “Commissioner of Patents” and “Commissioner” to 
“Trademark Trial and Appeal Board”. 


AMENDMENT 47 


Section 4.20 [Form 20—Inter partes appeals to the Com- 
missioner] is cancelled. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—October 
1958 1957 
Applications filed 18,554 17,776 
Registrations issued 
Principal Register 11,811 13,947 
Supplemental Register 670 833 


Total 12,48 14,780 


Renewals 2,575 3,023 
See. 12(c), publications re 681 
See. 8, affidavits filed 10,268 


Sec. 8, cancellations ..................---....---000-- 5,406 


Cancellations, other ” 


BUREAU OF CUSTOMS 


On October 18, 1958 the following appeared in the Federal 
Register, 23 Fed. Reg. 8055: 

“A review of the cost of recording trademarks, trade names 
and copyrights with the Treasury Department has indicated 
that the present fee is not adequate to recover the cost of 
providing this service. In order to recover a greater part of 
such costs the fee for these services is being increased from 
325 to $75.” 

Accordingly the following Sections of the Customs Regula- 
tions are amended by substituting $75 for $25: 11.15(a); 11.16; 
11.19(a). 

Section 24.12(a)(1)(i) is amended by deleting the semicolon 
and the word “or” after the word “copyright” and inserting in 
lieu thereof, “$75.” 

These amendments are not retroactive and shall be effective 
only on applications received on or after the effective date thereof. 

The amendments went into effect thirty days after publica- 
tion in the Federal Register. 


* Not available. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Australia 
Rejected Applications 


The following applications have been rejected by the Deputy 
Registrar of Trademarks for the reasons indicated: 


(a) Two applications to register the letters asc arranged in 
a dise surrounded with concentric circles in respect of 
cables and wiring were rejected because the applicant 
did not submit evidence of acquired distinctiveness. he 
Deputy Registrar held that the device as a whole was not 
distinctive and, since the local telephone directory shows 
many traders with the initial letters a.s.c., the mark 
applied for is not capable of distinguishing the applicant’s 
goods from goods of other traders who are entitled to use 
the same letters and a similar device. 28 Official Journal 
of Patents, Trade Marks and Designs 1747. 


An application to register the words SWEET CENTRE in 
respect of confectionery was rejected on the ground that 
the words have direct reference to the character or quality 
of the goods. The applicants contended that “sweets are 
sometimes referred to as hard centre or soft centre but 
never as sweet centre. In fact, it would seem rather 
ludicrous to describe sweets as having sweet centres.” The 
Deputy Registrar rejected this contention on the ground 
that certain confections have “unsweetened centres” and 
there is a “clear distinction between sweetened and un- 
sweetened centre fillings.” 28 Official Journal of Patents, 
Trade Marks and Designs 1909. 


An application to register croypon in respect of molded 
rubber articles was rejected on the ground that it is a 
geographical term. There are several places in Australia 
with the name Croydon and, although the word can be 
found as a surname, the Deputy Registrar held that in 
its primary significance it is a geographical word. 28 
Official Journal of Patents, Trade Marks and Designs 
1909. 


An application for 1opAPHYLINE in respect of pharma- 
ceutical preparations was rejected because of confusing 
similarity with 1lopoPHTHALEIN which is the generic name 
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of a well known chemical used as an antiseptic dusting 
powder. 28 Official Journal of Patents, Trade Marks and 
Designs 1909. 


An application to register ROLAKOTON in respect of rollers 
for applying paint was rejected because the mark is 
merely a misspelling of the phrase “roll a coat on.” The 
Deputy Registrar emphasized that these goods would be 
purchased by non-professionals. The Deputy Registrar 
rejected the applicants’ proposal to disclaim the words 
“roll a coat on.” 28 Official Journal of Patents, Trade 
Marks and Designs 2101. 


(f) An application to register campus in respect of men’s and 
boys’ shirts was rejected on the basis of co-pending appli- 
cations for campus filed in respect of women’s clothing, 
all of which were in the name of different proprietors. 
The Deputy Registrar held that men’s clothing and 
women’s clothing are goods of the same description and 
stated that “the marketing of the goods under the same 
trade name would tend to make some purchasers presume 
that all the goods emanated from the same source.” 28 
Official Journal of Patents, Trade Marks and Designs 
2154. 


Great Britain 
Opposition Proceedings 


Two applications were filed by a British company covering 
a device of a porter carrying a large bulk of timber on his shoulder. 
The applications were in respect of wood and timber in two differ- 
ent classes. These applications were opposed by an American 
lumber company on the ground that the device had become distine- 
tive of the opponents’ goods in Great Britain and that the appli- 
cants were not entitled to claim ownership of the device as a 
trademark. It was established that the applicants’ predecessor 
was the opponents’ distributor and that the opponents had supplied 
the British company with two packages of booklets describing and 
illustrating the processing of balsa wood. The applicants admitted 
that the device in question was extracted from one of the photo- 
graphs in these booklets. In 1946 at a luncheon party the photo- 
graphs in the booklets were reviewed and, since the applicants 
desired to produce an advertising booklet of their own, a request 
was made to the opponents for permission to use some of the 
photographs in the opponents’ booklets. This permission was 
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granted and photographs were supplied. Dr. R. G. Atkinson, 
Assistant-Comptroller, held: 


(a) although the opponents had used the photographs in 
question in their advertising literature and were respon- 
sible for the photographs being taken, the opponents had 
never used the photographs as a trademark, i.e. to dis- 
tinguish their goods from the goods of others; 


the opponents could not claim copyright on the photo- 
graphs in Great Britain because they could not show that 
the two shipments of booklets received by the applicants 
were ever shown to other persons in Great Britain; 


the applicants were the originators of the mark in the 
sense that they were the first to isolate the device from its 
surroundings in the photographs in question and to use 
the device as a trademark in relation to their goods. 


The opposition was rejected. 
Plantation Wood’s Applications for a Trademark, (1958) 
R.P.C. 400. 


Rectification Proceedings 


A large American shoe company, the owners of the trademark 
NATURALIZER, sought to expunge the registration of NATURALIZET, 
which had been registered by a British company in respect of foot- 
wear. It was not disputed that NaTURALIZER and NATURALIZET are 
confusingly similar and the only issue was whether or not the 
American company had used NATURALIZER in Great Britain to a 
sufficient extent to establish a reputation in that country. Dr. R. G. 
Atkinson, Assistant-Comptroller, held: 


“In my opinion the most important fact which has emerged in 
the course of the present proceedings is that the Applicants 
have made no sales of shoes in this country under their Mark 
NATURALIZER, and that they rely for their reputation in their 
Mark, so far as the general public here are concerned, on the 
circulation in this country of American periodicals carrying 
advertisements of the Applicants’ goods in association with 
their Mark, supplemented by the allegations that there is a 
large interchange of visitors between this country and 
America, and also that the shoe trade is of an international 
character. In these circumstances, and in view of the provi- 
sions of Sec. 46 of the Act, the onus which lies on the Appli- 
cants to establish their reputation in this country is a very 
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heavy one indeed, and I do not consider they have come within 
measurable distance of discharging it. The extent of the repu- 
tation likely to be established by advertisements in American 
periodicals is, in my view, only a limited one and the inter- 
change of visitors between the United Kingdom and America 
affects only a very small section of the population of this 
country. Moreover, there is no evidence from which I can 
draw any conclusion as to the effect of these factors upon the 
general public in this country. It is true that the Applicants 
have filed evidence from persons holding eminent positions 
in the shoe trade in this country that the Applicants’ Mark is 
known to them, but such knowledge is in my opinion only to 
be expected from senior Executives of the standing of the 
Applicants’ witnesses. 

I conclude therefore that the Applicants have not estab- 
lished that they possess such a reputation in their Mark 
NATURALIZER in this country that the use by the Registered 
Proprietors of their Mark NaTuRALIzET will be likely to cause 
deception and confusion among a substantial number of 
people.” 


Application by Brown Shoe Company Inc. for Rectification of 
the Register, (1958) R.P.C. 406. 


Trademark Infringement 


The plaintiff, a toy manufacturer, manufactures and sells 
water pistols under the registered trademark aquamatic. The three 
defendants are all concerned with the importation and sale in 
Great Britain of water pistols under the trademark waTERMATIC. 
The only issue was whether or not aqguaMATIC and WATERMATIC are 
confusingly similar. 

The defendants established that there are a large number of 
trademarks used in relation to toys which contain the suffix matic. 
Accordingly, the defendants contended that, since MaTIC was 
common to the trade, comparison should be made between WATER 
and aqua and, it was submitted, there is no real resemblance be- 
tween the two. Furthermore, the defendants contended that 
AQUAMATIC was descriptive of something “watery” and, accord- 
ingly, was entitled only to a narrow ambit of protection. 

Mr. Justice Upjohn, considering the decisions by the High 
Court and the Court of Appeal in connection with the previous 
motion for an interlocutory injunction in this case, held that 
AQUAMATIC is not descriptive and that the two marks are con- 
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fusingly similar. The Judge stated, “In this day and age every 
child must know that ‘aqua’ has something to do with water. . 
The idea underlying these two words is the same and .. . a person 
of average memory but with his usual imperfections, might, on 
making a second purchase easily confuse WATERMATIC with aqua- 
matic. An order was made for delivery-up or destruction of the 
infringing articles.” 
Reynolds v. Laffeaty, (1958) R.P.C. 387. 


Taiwan (Formosa) 


New Trademark Law 


The Chinese government on Taiwan has promulgated a new 
trademark law which came into effect on October 24, 1958. The 
new law contains provisions for broader protection of well-known 
marks; oppositions based upon prior use provided the prior user 
has not used his mark for more than one year in Taiwan without 
applying for registration; the recordal of trademark licenses and 
cancellation of licensed trademarks when the license has not been 
recorded. 


United Arab Republic 


Compulsory Use and Registration of Trademarks in Arabic 


The United Arab Republic has issued a new law covering both 
Egypt and Syria requiring that all trademarks consisting of names, 
words, letters or numerals shall be registered and used in Arabic. 
A foreign language can also be used provided the Arabic is larger 
and more conspicuous. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


3odenhausen, G. H. C. 
The Effect of the European Common Market and Free Trade Area on Industrial 
Property. A. I. P. P. I. (British Group), Fifth William Henry Ballantyne Lecture 
delivered on February 25, 1958. Pp. 17. 

Diamond, Sidney A. 
Court Refuses Copyright Protection for Newspaper Advertisements. (Advertising 
Age, October 13, 1958, p. 106.) 

Keke, Alice B. 
Worthington Launches New Trademark. (Sales Management, October 17, 1958, pp. 
86-88. ) 

Europe’s Common Market: How much of a Threat is it to U. S. Marketing Men? 
( Printers’ Ink, October 17, 1958, p. 77.) 

FTC, BBBs and Ad Groups Rally Quickly in the Fight to Erase False-Pricing Tactics. 
( Printers’ Ink, October 24, 1958, pp. 9-11.) 

Guernsey. 
The Patents, Designs and Trade Marks (Amendment) Ordinance, 1957, effective 
January 1, 1958. (Patent:and Trade Mark Review, Vol. 56, No. 12, September, 
1958, p. 359.) 


Head, James R. 
The General Practitioner and Patents, Trademarks, and Copyrights. (Oklahoma Bar 
Association Journal, Vol. 29, No. 28, July 26, 1958, pp. 1085-1090.) 


Neubauer, Robert G. 
The Roving Eye, or Victory at the Check-Out. (Applied Photography, No. 10, 1958, 
pp. 12-17.) 
Photographic illustrations on the package can catch the eye and ring up a sale. 
Research in Supermarkets: Ad Agency Tests Products at the Point-of-Sale. (Printers’ 
Ink, October 24, 1958, pp. 72-73.) 
Ketchum, MacLeod & Grove’s Supermarket Activity Panel set up test displays to 
learn how its clients’ products are faring in grocery stores. 
Robin Hood Flour Mills Ltd. 
It took Three Years and Now... (Marketing, October 10, 1958, pp. 59-60.) 
Three years of planning went into Robin Hood’s package design change. 


Sanitized Sales Co. of America. 
Sanitized Sales’ Licensing Operation Nets $30,000,000 in Free Ads Annually. 
(Printers’ Ink, October 17, 1958, pp. 38-39.) 

Sarawak, 
Trade Marks Ordinance, 1953, effective June 1, 1957. (Patent and Trade Mark 
Review, Vol. 56, Nos. 10-12, July-September, 1958, pp. 279-284; 323-335; 344-359.) 

Showdown in the Supermarket. (Modern Packaging, October, 1958, pp. 95-99.) 
Most often the package shape, size and appearance is the decisive factor for its 
reaching the store shelf. 

Will Inflation Create More Private Brands? (Tide, October, 1958, pp. 34-36.) 
The Tide Advertising Leadership Panel has come up with some facts on private 
brands—and what industries will be affected. 

World Trade Information Service. Trademark information is included in the following 
reports: No. 58-55—Union of South Africa; No. 58-57—Fed. Republic of Germany 
& West Berlin (Patent Licensing) ; No. 58-61—Pakistan; No. 58-62—Ireland; No. 
58-64—T unisia. 


* Copies of these articles are available for reference in the Association’s library. 
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HYDE CORPORATION v. HUFFINES 
No. A-6486 —Texas Sup. Ct.— June 4, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 

Action for breach of confidential disclosure where details of patentable device 
were disclosed to defendant prior to issuance of patent, and defendant exploited 
details to its advantage. Plaintiff entitled to relief whether action be designated a 
“trade secret” case or breach of confidence. 

Each case must be examined on its particular facts to determine whether con- 
fidential relationship exists. Does not result as a matter of law because parties 
occupy position of Licensor and Licensee. 

PATENTS 

Upon issuance of patent, claims contained in patent application and not the 
subject of the issued patent become public property. 

tEMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
PATENTS 

Fact that claims of patent application become public property unless covered 
by issued patent does not justify exploitation by one to whom details had been 
previously disclosed, since it would permit licensee to gain economic advantage over 
trade, and therefore injunction may be justified if facts warrant it. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 

Remedy in trade secrets case is often that of perpetual injunction. While an 
injunction of limited duration might be more appropriate, it would seem that an 
abuse of discretion would have to be shown, and the issue has not been raised by 
the parties. Petition for rehearing overruled. 


Action for breach of confidential disclosure by James Donle Huffines 
v. Hyde Corporation. On writ of error to Texas Court of Civil Appeals, 
Second District to review judgment for plaintiff. On motion for rehearing. 
Motion overruled ; Walker, Justice, dissenting with opinion. 


Christopher & Bailey, of Fort Worth, Texas, for petitioner. 
Thompson, Walker, Smith & Shannon, of Fort Worth, Texas, for respon- 
dent. 


Before HicKMAN, Chief Justice, and GREENVILLE, GARWOOD, GRIFFIN, CAL- 
VERT, SMITH, CULVER, WALKER, and NoRVELL, Associate Justices. 


NorvELL, Associate Justice. 

While petitioner’s motion for rehearing presents nothing that was 
not passed upon in the original opinion, there are certain matters which 
may be clarified by further statement. 

Petitioner seems to have some objection to the use of the term “trade 


secrets” in describing this case. The generally accepted definition of a 


“trade secret” is that contained in the Restatement of Torts. In Eztrin 
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Foods, Inc. v. Leighton, Supreme Court, Kings County, N.Y., 115 N.Y-S. 
2d 429, 93 USPQ 457, 458-459, the Court said: 


“In resolving this issue the Court is first required to define the 
term ‘secret’ as applied to a formula. The term ‘trade secret’ is defined 
in the Restatement of Torts, Sec. 757, p. 5, as follows: 


‘b. Definition of trade secret. A trade secret may consist of any 
formula, pattern, device or compilation of information which is used 
in one’s business, and which gives him an opportunity to obtain an 
advantage over competitors who do not know or use it. It may be a 
formula for a chemical compound, a process of manufacturing, treat- 
ing or preserving materials, a pattern for a machine or other device, 
or a list of customers. * * * A trade secret is a process or device for 
continuous use in the operation of the business. Generally it relates 
to the production of goods, as, for example, a machine or formula for 
the production of an article.’ 

“See also Nims on Unfair Competition and Trademarks (4th Ed.), 
page 403; Kaumagraph Co. v. Stampagraph Co., 235 N.Y. 1, 7, 138 
N.E. 485, 487; Fairchild Engine and Airplane Corp. v. Cox, Sup., 
50 N.Y.S. 2d 643, 656, 62 USPQ 98.” 


To the authorities cited, we may add the following: Sun Dial Corpora- 
tion v. Rideout, 29 N.J. Super. 361 affirmed, 16 N.J. 252, 108 A.2d 442; 
B. F. Gladding & Co. Inc. v. Scientific Anglers, Inc., 6 Cir., 245 F.2d 722, 
113 USPQ 497; Schreyer v. Casco Products Corp., 97 F.Supp. 159, 88 
USPQ 515, reversed in part 190 F.2d 921, 90 USPQ 271; 87 C.J.S. 413. 


It appears from the record before us that Huffines had conceived and 
developed a device which he called a “Compressor Mechanism for Refuse 
Truck,” and had applied for a patent thereon. The details of this device 
were unknown to Hyde Corporation until disclosed to its representatives 
during negotiations which culminated in a licensing agreement. Such de- 
tails of construction were “trade secrets” belonging to Huffines, Smith v. 
Dravo Corp., 7th Cir., 203 F.2d 369, 97 USPQ 98, and were fully disclosed 
by his patent application, the details of which were made available to Hyde 
Coroporation, together with blue prints, ete., long before the application 
was made public by the Patent Office when a patent was granted covering 
some of the claims contained in the original application. If these details 
as to construction were received by Hyde Corporation in confidence and 
that company later attempted to exploit them to Huffines’ injury through 
a breach of confidence, an action lies, and it matters not whether the suit 
be designated as a “trade secret” case or as a suit for breach of confidence, 
which is a term commonly used by Huffines in describing his claim for 
relief. See Becher v. Contoure Laboratories, 279 U.S. 338, 49 S.Ct. 356, 
73 L.Ed. 752. 

We have not held as a matter of law that the relationship of licensor 
and licensee in itself created a confidential relationship between the 
parties. Ii is undoubtedly true, as stated in one of the briefs filed herein, 
that. “The existence of a confidential relationship between a Licensor and 
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Licensee is to be determined in each case {fand] it does not follow that 
merely because the parties occupy a position of Licensor and Licensee a 
confidential relationship results as a matter of law.” The trial judge was 
evidently of the opinion that the Hyde Corporation obtained its knowledge 
of the device involved through its dealings with Huffines while the parties 
were attempting to work out a contract for their mutual benefit. As a 
result of these negotiations, they entered into an agreeable arrangement 
which actually had the effect of putting the Hyde Corporation into the 
garbage disposal body business. ‘Viewing the picture as a whole,” the con- 
clusion was reached that a confidential relationship existed between the 
parties which entitled Huffines to relief by way of injunction. The picture 
as a whole encompasses the contract of the parties, the facts shown by the 
undisputed evidence as well as those established by the jury’s verdict. The 
holding of the trial court on the point was affirmed by the Court of Civil 
Appeals and also by this Court upon authority of the decisions set forth 
in the original opinion. 

The all-important question in this litigation is whether the injunction 
should extend beyond the date of the issuance of patent. Upon this point 
there is an admitted conflict of authority. On rehearing petitioners adopt 
some change of approach or emphasis in argument. The trial judge in 
the present case rendered an extremely detailed decree as compared with 
the one entered in K & G@ Oil Tool & Service Co., Inc. v. G & G Fishing 
Tool Service, Tex. Sup. ——, 117 USPQ 54, which was attacked for 
indefiniteness of term. The descriptions of the claims in the patent applica- 
tion and the patent itself were incorporated in the decree, not as patent 
claims, but as descriptions of the features of the Huffines device which 
should be protected by injunction as so-called “trade secrets.”” While there 
is a suggestion that certain of these descriptions or claims may relate to 
matters well within the realm of public knowledge long before Huffines 
held any negotiations with a representative of Hyde Corporation, that is 
hardly the gravamen of the argument nor can it reasonably be supported 
by the grounds set forth in the motion for new trial filed in the trial court 
(even considering a “motion to amend and correct judgment” as a part of 
the motion for new trial), or the points urged in the Court of Civil Appeals, 
and the assignments contained in the original and amended application 
for writ of error. 

It is contended that upon the issuance of the patent, the claims con- 
tained in the application for the patent as distinguished from the claims 
of the patent itself became public property. This of course is true. The 
effect of the injunction is to deprive Hyde Corporation of the right to do 
that which every other person could do, e.g., make full use of the disclosures 
of the claims contained in the patent application which were not carried 
forward and protected by the patent. This situation was recognized in the 
original opinion. We again encounter the conflict between Conmar Products 
Corporation v. Universal Slide Fastener Co., 2 Cir., 172 F.2d 150, 80 USPQ 
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108, and Adolpho Gottscho, Inc. v. American Marking Corporation, 18 N.J. 
467, 114 A.2d 438, 105 USPQ 398 (45 TMR 977), and similar cases. We 
have chosen to follow the rule of the New Jersey case. All trade secrets 
are not patentable and it seems that where one has gained knowledge of 
trade secrets in confidence, he should not be permitted to exploit the eco- 
nomic advantage gained thereby to the detriment of the opposing party 
simply because of the public disclosure of the claims contained in the 
patent application. One who has obtained prior knowledge of a device 
in confidence may well establish a manufacturing head start, so to speak. 
He may not and often does not stand on the basis of economic equality with 
competing manufacturers the public at large at the date of the public 
disclosure of the claims in the patent application. For this reason relief 
by way of injunction should not arbitrarily be denied because the trade 
secrets contained in an application for a patent have been made public. 
Whether an injunction should issue and if so the particular type of decree 
that should be rendered must, to a large degree, depend upon the facts 
of each particular case. Schreyer v. Casco Products Corp., 2nd Cir., 190 
F.2d 921, 90 USPQ 271; Franke v. Wiltchek, 2nd Cir., 209 F.2d 493, 99 
USPQ 431. 

In view of the dissenting opinion filed by Judge Jerome Frank in the 
latter case, we may comment on the holding thereof in some detail as the 
dissent raises a point similar to that suggested by amicus curiae in the 
ease now before us Franke v. Wiltchek was strictly a trade secrets case. 


The federal jurisdiction was based upon a diversity of citizenship of the 
parties. 28 U.S.C.A., See. 1332, and the law of the State of New York was 
applicable. It was urged that the heart of plaintiffs’ process (alleged to be 
a trade secret) “was revealed by an expired patent, and that the improve- 
ments thereon were unpatentable applications of mechanical skill.” The 
Court of Appeals said, 99 USPQ at 433, that, 


“#* * * This totally misconceives the nature of plaintiffs’ right. 
Plaintiffs do not assert, indeed cannot assert, a property right in their 
development such as would entitle them to exclusive enjoyment against 
the world. Theirs is not a patent, but a trade secret. The essence of 
their action is not infringement, but breach of faith. It matters not 
that defendants could have gained their knowledge from a study of 
the expired patent and plaintiffs’ publicly marketed product. The 
fact is that they did not. Instead they gained it from plaintiffs via 
their confidential relationship, and in so doing incurred a duty not 
to use it to plaintiffs’ detriment. This duty they have breached Junker 
v. Plummer, 320 Mass. 76, 67 N.E.2d 667, 165 A.L.R. 1449, citing 
4 Restatement, Torts, Sec. 757, and comment a (1939); Peabody v. 
Norfolk, 98 Mass. 452; Vulcan Detinning Co. v. American Can Co., 
72 N.J.Eq. 387, 67 A. 339, 12 L.R.A.N.S. 102; Tabor v. Hoffman, 118 
N.Y. 30, 23 N.E. 12, 16 Am.St.Rep. 740; Spiselman v. Rabinowitz, 
270 App. Div. 548, 61 N.Y.S.2d 138, 69 USPQ 192, appeal denied 270 
App. Div. 921, 62 N.Y.S.2d 608; Ertrin Foods, Inc. v. Leighton, 202 
Mise. 592, 115 N.Y.S.2d 429, 93 USPQ 457. See also Smith v. Dravo 
Corp., supra, 7 Cir., 203 F.2d 369, 97 USPQ 98; Schreyer v. Casco 
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Products Corp., 2 Cir., 190 F.2d 921, 90 USPQ 271, certiorari denied, 
342 U.S. 913, 72 S.Ct. 360, 96 L.Ed. 683, 92 USPQ 467; 4 Restatement, 
Torts, Sec. 757, and comment a (1939); Nims, The Law of Unfair 
Competition and Trademarks, Secs. 141, 148a, 148 (4th Ed. 1947) ; 
Note, Protection and Use of Trade Secrets, 64 Harv. L. Rev. 976, 979, 
982; cases collected in annotated note 170 A.L.R. 449, 488-490.” 


The Court divided upon the propriety of awarding injunctive relief. 
The majority in an opinion by Judge Clark upheld the action of the district 
judge in granting a perpetual injunction. It was said, 99 USPQ at 435: 


“Tt would appear, therefore, that New York law governs on this 
point. But the question remains largely academic; for the only way 
in which New York law seems at all unique is in the number and force 
of the pertinent decisions. The leading case not only for that juris- 
diction, but—in view of its extensive citation—for the country, is still 
Tabor v. Hoffman, supra, 118 N.Y. 30, 37, 23 N.E. 12, 13, 16 Am. St. 
Rep. 740, where the court held a plaintiff ‘entitled to the preventive 
remedies of the court,’ without respect to whether ‘one secret can be 
discovered more easily than another’ or that a defendant’s resort to 
the secret ‘was more of a convenience than a necessity.’ That decision 
is particularly in point because there defendant’s counsel and a dis- 
senting opinion took special exception to the grant of an injunction, 
as distinguished from the award of damages at law. See 118 N.Y. 30, 
32, 33, 38, 23 N.E. 12. Among recent cases which follow and apply 
it the following may be cited: Spiselman v. Rabinowitz, supra, 270 
App. Div. 548, 61 N.Y.S.2d 138, 69 USPQ 192, appeal denied, 270 App. 
Div. 921, 61 N.Y.S.2d 608; Biltmore Pub. Co. v. Grayson Pub. Corp., 
272 App. Div. 504, 71 N.Y.S.2d 337, 74 USPQ 241; Petnel v. American 
Tel. & Tel. Co., 280 App. Div. 706, 117 N.Y.S.2d 294, 295, 95 USPQ 
389, 390; Sachs v. Cluett, Peabody & Co., 177 Misc. 695, 31 N.Y.S.2d 
718, 51 USPQ 93 (31 TMR 410), per Shientag, J.; Smith v. Dravo 
Corp., supra, 7 Cir. 203 F.2d 369, 97 USPQ 98, Schreyer v. Casco 
Products Corp., D.C. Conn., 97 F.Supp. 159, 168, 88 USPQ 515, 522, 
affirmed on this issue, 2 Cir., 190 F.2d 921, 90 USPQ 271, certiorari 
denied, 342 U.S. 913, 72 S.Ct. 360, 96 L.Ed. 683, 92 USPQ 467; Inter- 
national Industries, Inc. v. Warren Petroleum Corp., D.C. Del., 99 
F.Supp. 907, 914, 91 USPQ 198, 204, Schavoir v. American Rebonded 
Leather Co., 104 Conn. 472, 133 A. 582, 583; and see also Nims, The 
Taw of Unfair Competition and Trademarks. Sees. 141, 143a, 148 (4th 
Ed. 1947) ; Note, Protection and Use of Trade Secrets, 64 Harv. L. Rev. 
976, 982. Thus apt in its facts and citation of authorities is the late 
ease of Extrin Foods, Inc. v. Leighton, supra, 202 Mise. 592, 115 
N.Y.S.2d 429, 93 USPQ 457, where Justice Hart enjoined the use of 
a discoverable formula for the preparation of certain flavoring products 
and ordered an accounting of profits. 

“As the several cases cited earlier in this opinion show, there is 
nothing singular in this aspect of New York law. In citing a multitude 
of cases to the point that an inventor or discoverer ‘will ordinarily be 
granted an injunction’ against use of a formula or trade secret the 
editors of a lengthy annotation of cases in 170 A.L.R. 449, 488-490, 
say that in fact ‘most of the cases are injunction cases’ and cite only 
two insignificant or inapposite cases to the contrary. See to like effect 
Spiselman v. Rabinowitz, supra, 270 App. Div. 548, 61 N.Y.S.2d 138, 
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69 USPQ 192, appeal denied, 270 App. Div. 921, 62 N.Y.S.2d 608. We 
have found no case authority to throw doubt on this law. So, indeed 
if a search be made for ‘federal law’ so-called, the result must be the 
same on existing authorities, as we have pointed out above; see, for 
example, the discussion below and in our court in Schreyer v. Casco 
Products Corp., supra.” 


While Judge Frank was of the opinion that an award of damages 
would do complete justice under the facts of the case, his argument raises 
the question of an injunction of limited duration. In the dissenting opinion 
reference was made to a differentiation as to remedies suggested in the 
Restatement of the Law of Torts. In support of such differentiation, Judge 
Frank submitted the following argument, 99 USPQ at 439: 


“* * * (a) The harm done by a defendant’s breach of a plaintiff’s 
confidence is the use of the secret to the plaintiff’s ‘loss’ or ‘detriment.’ 
(b) By defendant’s wrong he deprives plaintiff of a trade secret defined 
as something which gives plaintiff ‘an opportunity to obtain an advan- 
tage over competitors.’ (c) Where the device or process consists of a 
‘novel invention,’ the plaintiff may have chosen not to patent it—which 
would limit the period of his monopoly—but to keep the invention to 
himself with the expectation that no one, except those in his confidence 
will discover the secret, so that his monopoly will endure for an un- 
limited time. If the defendant comes to know the secret of such an 
invention by improper means his use of this knowledge will cause a loss 
to plaintiff for an indefinite future period during which plaintiff will 
lose his ‘opportunity to obtain an advantage over competitors.’ Where- 
fore a perpetual injunction affords a proper protection—a protection 
as enduring as the monopoly grounded on the secret invention. (d) 
But where the secret involves only a slight, non-patentable and easily- 
discoverable improvement, competitors will soon, in all probability, 
legitimately learn how to contrive this improvement. Consequently, 
defendant’s wrong has caused a loss of plaintiff’s ‘advantage over com- 
petitors’ which, at most, would not have lasted long. Perpetually to 
enjoin defendant in such circumstances would be to harm him without 
regard to the loss or detriment suffered by plaintiff. 

“In short, such an injunction—continued beyond the time when, 
in all likelihood the trade, by legitimate means will catch up with the 
plaintiff—is sheer punishment, nothing else. * * * 

“The historic injunctive process was designed to deter, not to 
punish. The essence of equity jurisdiction has been the power of the 
Chancellor to do equity and to mould each decree to the necessities of 


the particular case. Flexibility rather than rigidity has distinguished 
a» 


By way of illustration of the Frank argument, it might be said that 
the “secrets” of the magnetic fishing tool involved in K & G Tool & Service 
Co., Inc. v. G & G Fishing Tool Service, 117 USPQ 54, may be more readily 
ascertained from the publicized patent application or from a legitimate 
examination of the tool itself than could the “secrets” of the “Compressor 
Mechanism for Refuse Truck” here involved. If so a fair competitive bal- 
ance could be attained by a restraint of lesser duration in one case than 
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in the other. Of course, as is indeed probable, the matter may be academic. 
With the loss of the trade advantage, the duration of the restraint may be 
wholly immaterial to a defendant. However that may be, as pointed out 
in the original opinion, the question of an injunction of limited duration 
is not before us. The issuance of a perpetual injunction is a common remedy 
afforded in trade secret cases. The authorities cited by the majority in 
Franke v. Wiltchek cannot be lightly brushed aside. Nor are we disposed 
to destroy “the carefully built law of trade secrets,” so that as a practical 
matter “such business assets (may) be left open to high-jacking from all 
sides.” The trial judge upon proper findings has correctly determined that 
this is a case for injunctive relief. He has ordered that the usual equitable 
order issue, e.g., the perpetual injunction. It would seem to follow that if 
an injunction of limited duration be substituted therefor as suggested by 
Judge Frank’s argument, an abuse of discretion in issuing the perpetual 
injunction would have to be shown. Franke v. Wiltchek, 209 F.2d 493, 499, 
99 USPQ 431, 436. No such showing was made in this case. As heretofore 
stated, the question of a limited duration injunction as opposed to a per- 
petual injunction is not raised by a party hereto. The matter is not before 
us. 
Petitioner’s motion for rehearing is overruled. 


WALKER, Associate Justice (dissenting). 

After further consideration, I have concluded that our decision in 
this case is unsound. Since the entire patent file becomes public property 
when the patent issues, the information contained therein can no longer 
constitute a trade secret. When the parties made their license agreement, 
respondent had filed his original patent application containing seventeen 
separate and distinct claims of novelty and invention. Thirteen of these 
claims were rejected by the Patent Office because of lack of invention or 
conflicts with prior patents and were cancelled by respondent in subsequent 
amendments to his application. While the patent as issued lists ten claims, 
these embody only four of those which were listed in the original applica- 
tion with some additions and refinements mentioned in additional claims 
asserted in the amended applications. 

The entire world now has access to the file and is free to manufacture 
and sell devices incorporating the features of the thirteen rejected and 
cancelled claims except as the same may be protected by other patents, but 
petitioner has been perpetually enjoined from doing so. The net result 
is that petitioner is prevented from ever hereafter doing that which every- 
one else is free to do. Since respondent can be adequately protected by 
damages or by an injunction of limited duration, the trial court’s judgment 
is clearly more punitive than remedial. 

This action cannot be justified by saying that a patent may not afford 
the same protection as a trade secret or that an award for damages for 
patent infringement may not fully protect respondent. Respondent testi- 
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fied that his patent application was made as broad as possible, because the 
Patent Office would “kick back” all he couldn’t use. Although it was thus 
contemplated that some of the claims might be rejected and have no pro- 
tection either from the patent or as trade secrets after the patent issued, 
the contract does not bind petitioner never to use any of the information 
disclosed to it. By applying for and accepting his patent, respondent elected 
to look to it for protection and broadcast his secrets to the world. He chose 
disclosure and patent protection in preference to a trade secret. The narrow 
question is whether under all these circumstances petitioner is under a legal 
duty never to use any of the information obtained from respondent, and in 
my opinion it is not. 

Our original opinion apparently recognizes that the trial court’s judg- 
ment goes too far. It suggests that respondent might have been entitled 
only to an injunction of limited duration if petitioner had laid a proper 
predicate by alternative pleadings and supporting evidence showing that 
the same would afford respondent adequate protection. This does not com- 
port with my idea of the burden resting upon the moving party in an 
equitable proceeding. It should not be said that he can simply establish 
his right to some sort of relief and then be granted much more than is 
actually required for his protection unless the defendant proves that he 
is entitled to less. 

While petitioner does not here argue that the injunction should have 
been limited to a period of years, it has vigorously contended from the 
beginning that the permanent injunction should not have been granted 
and that the rule of Conmar Products Corporation v. Universal Slide 
Fastener Co., 2nd Cir., 172 F.2d 150, 80 USPQ 108, should be applied in 
this case. It is my opinion that the burden was upon respondent to establish 
his right to the relief granted, ie., a perpetual injunction. This he has 
not done. In a case where there are no pleadings or evidence justifying the 
issuance of an injunction of limited duration, we should follow the rule of 
the Conmar case and deny injunctive relief after the trade secrets have 
been made public through the issuance of a patent. See 36 Tex. Law 
Rev. 384. 

I would reverse and render the judgments of the courts below in so 
far as petitioner has been permanently enjoined from manufacturing or 
selling any device embodying features described in the original patent 
application which were not carried forward and reserved in the patent. 
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K & G OIL TOOL & SERVICE COMPANY, INC. et al. v. 
G & G FISHING TOOL SERVICE et al. 


No. A-6577 —Texas Sup. Ct. — June 4, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—ACCOUNTING 
Where firm violates express agreements and opens secret tool and exploits modifi- 
cation thereof, partner and director not active in management and not participating 
in the misuse of the trade secret is not liable for damages. 


Action for misuse of trade secret by K & G@ Oil Tool & Service Com- 
pany, Inc., et al. v. G & G Fishing Tool Service, et al. On writ of error 
to Texas Court of Civil Appeals, Sixth District to review judgment for 
defendants. On motion for rehearing. Motion granted in part and over- 
ruled in part; Smith and Walker, Justices, dissenting with opinions. 


Cooper K. Ragan, Robert Eikel, and John L. Russell, of Houston, Texas, 
for petitioners. 
Arnold & Stidham and Allen & Allen, of Houston, Texas, for respondents. 


Before Hickman, Chief Justice, and GREENVILLE, GARWOOD, GRIFFIN, 
CALVERT, SMITH, CULVER, WALKER, and NoRVELL, Associate Justices. 


NoRVELL, Associate Justice. 
Petitioners have requested and are granted leave to amend their 
application for writ of error. The points sought to be enlarged upon and 


made more specific were clearly preserved in their brief and motion for 
rehearing in the Court of Civil Appeals. Hearne v. Bradshaw, Tex. Sup., 

S.W. 2d . A similar amendment was permitted in Hyde Corpora- 
tion v. Huffines, Tex. Sup., —— S.W. 2d , 117 USPQ 44. 

Respondents have filed an able and vigorous motion for rehearing. 
With the exception hereinafter noted, the original opinion adequately 
covers the case and further discussion would not be profitable. 

It is urged on behalf of the respondent C. P. Buckler that we should 
consider and decide a point raised in his behalf, but decided against him 
in the Court of Civil Appeals, although no mention was made thereof in 
the reply to the application for writ of error. The judgment of the Court 
of Civil Appeals was that petitioners take nothing against C. P. Buckler 
as well as the other parties who are respondents in this Court. However, 
that Court expressly overruled appellants’ (respondents’) Point No. 7. 
305 S.W.2d 642. This point may be duplicitous but considering the state- 
ment and argument made thereunder, Wagley v. Fambrough, 140 Tex. 577, 
169 S.W.2d 478, it clearly asserts the proposition that the district court 
erred in including C. P. Buckler in the judgment of damages because there 
is no evidence supporting this portion of the judgment. The sustaining of 
Point No. 7 would therefore support the take-nothing judgment which was 
rendered in Buckler’s favor by the Court of Civil Appeals. Having con- 
cluded that certain points contained in the application for writ of error 
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were good and would require a reversal of the judgment of the lower 
appellate court, absent some additional consideration or circumstances, it 
becomes our duty to examine the brief of the prevailing party in the Court 
of Civil Appeals to see if the judgment of that Court can be affirmed on 
any other point which the Court had before it. See, Calvert, “Some Prob- 
lems of Supreme Court Review,” 21 Texas Bar Journal 75, l.c. 112, citing 
Jordon v. Morten Inv. Co., 127 Tex. 37, 90 S.W.2d 241, 242; Dallas Ry. & 
Term. Co. v. Bailey, 151 Tex. 359, 250 S.W.2d 379, 383; Walker v. Texas 
Emp. Ins. Ass’n., Tex. Sup., 291 S.W.2d 298, 302. 

The trial court rendered a money judgment against two corporate 
defendants, G & G Fishing Tools Service and G & G Fishing Magnets, Ine. 
and four individuals, A. C. Green, Jr., A. C. Green, Sr., Cecil V. Bond and 
C. P. Buckler. It appears that Buckler was a minority stockholder and 
director of the corporate defendants, as well as a member of a partnership 
known as G & G Machine Works which was not a party to this litigation. 
The only reference to the statement of facts contained in the briefs in the 
Court of Civil Appeals is to the testimony of C. P. Buckler which appears 
in deposition form. According to Buckler his primary occupation is that 
of business agent for the White Deer Corporation which owns large tracts 
of land in Gray, Robertson, Hudspeth and Carson Counties, Texas. A. C. 
Green, Jr., is his son-in-law and Buckler’s participation in the machine 
tool business has consisted of financial aid furnished to his son-in-law. He 
was a partner with A. C. Green, Sr. and A. C. Green, Jr. in the firm known 
as G & G Machine Works, but did not actively participate in the manage- 
ment of the business. G & G Fishing Tool Service and G & G Fishing 
Magnets, Ine. started as partnerships and were later incorporated with 
Buckler becoming a stockholder and director of each. He did not, however, 
become active in the management of such corporations; did not participate 
in discussions relative to the manufacturing of the G & G magnet; did not 
know where the design came from in the beginning, and had no knowledge 
of arrangements between G & G Fishing Tool Service and G & G Fishing 
Magnets Ine. on one hand and K & G Oil Tools and Service Co., Ine. on 
the other, with reference to the handling, storage or use of K & G Fishing 
magnets. He was not a mechanic and knew nothing of the design and 
construction of magnetic fishing tools and was not consulted about such 
matters. 

We are cited to no testimony which contradicts that given by Buckler. 
All we have are the circumstances that Buckler was the father-in-law of 
A. C. Green, Jr.; that they were partners with A. C. Green, Sr. in G & G 
Machine Shop; that (as indicated by the evidence) the shop of the part- 
nership was used by A. C. Green, Jr. and others to break open and examine 
the Kirby tool, and that Buckler was a stockholder and director of corpo- 
rations which thereafter manufactured a magnetic tool similar to that 
made by Kirby and his company. These are not sufficient in law to render 
Buckler personally liable in damages. 
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According to the jury, the disassembling of the Kirby tool was in 
violation of an express agreement. It was also in the nature of a tortious 
action in that it involved a breach of confidence. While in the petition 
there may be some suggestion of a conspiracy to unlawfully acquire knowl- 
edge of petitioners’ trade secrets relating to the manufacture of fishing 
magnets, the appellees in the Court of Civil Appeals (petitioners here) 
sought to support the money judgment against Buckler upon the theory of 
partnership. A non-participating partner is ordinarily not personally liable 
for the wrongful, tortious or criminal acts of the acting partner unless 
such acts are within the scope of the partnership’s business or were con- 
sented to, authorized, ratified or adopted by the non-participating partner. 
Corona Petroleum Co. v. Jameson, Tex. Civ. App., 146 S.W.2d 512, 516, 
wr. dism., correct judgment, 32 Tex. Jur. 348. Partnership § 83, Urabel v. 
Acri, 156 Ohio St. 467, 103 N.E.2d 564, 30 A.L.R. 853. And it further 
appears that “The cases are agreed that a director or officer of a corpora- 
tion is not liable, merely because of his official character, for the fraud or 
false representations of the other officers or agents of the corporation or 
for fraud attributable to the corporation itself, if such director or officer 
is not personally connected with the wrong and does not participate in it.” 
13 Am. Jur. 1020, Corporations § 1088. Cf. Schreyer v. Casco Products 
Corp., 97 F.Supp. 159, 169, 88 USPQ 515, 523, rev. in pt. 190 F.2d 921, 
90 USPQ 271. 

Respondents’ motion for rehearing is granted to the extent of modify- 
ing the trial court’s judgment by eliminating therefrom the money judg- 
ment awarded against C. P. Buckler and in favor of the petitioners. In all 
other respects such motion is overruled. Except in the particular men- 
tioned, the judgment of the Court of Civil Appeals is reversed and the 
judgment of the trial court as reformed, by eliminating the money recovery 
against C. P. Buckler, is affirmed. 


Situ, Associate Justice (dissenting). 

I agree with the opinion on Motion for Rehearing except that portion 
of the opinion which eliminates the money judgment awarded against C. P. 
Buckler and in favor of the petitioners. 


WALKER, Associate Justice (dissenting). 

This is an even weaker case for injunctive relief after issuance of the 
patent than Hyde Corporation v. Huffines, Tex. , — S8.W.2d 

, 117 USPQ 44, because here respondents have no head start or other 
advantage over petitioners in the marketing of their respective products. 
Although respondents began manufacturing and leasing their fishing tool 
before the secret was published to the world, they have been required to 
pay petitioners all profits derived therefrom up to the grant of the patent. 
I would apply the rule of Conmar Products Corporation v. Universal Slide 
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Fastener Co., 2nd Cir., 172 F.2d 150, 80 USPQ 108, and affirm the judg- 
ment of the Court of Civil Appeals in so far as the permanent injunction 
is concerned. 


SEARS, ROEBUCK AND CO. v. L-M MANUFACTURING 
COMPANY 
No. 12396—C. A. 3—June 10, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 

Plaintiff sold chain saws through its mail order and retail stores which were 
manufactured and warranted by defendant and, in turn, warranted by plaintiff. 
Purchasers sent in warranty cards to Sears, who periodically sent cards on to defen- 
dant. In 1956 Sears began to manufacture and sell its own chain saws. Defendant 
still had 23,000 cards which it circularized for replacement parts. Sears seeks in- 
junction against further circularization of warranty list on ground that it con- 
stitutes misuse of a trade secret. Under Pennsylvania law, a customer list secured 
under conditions of trust is a trade secret, but there was no express agreement 
between parties as to secrecy nor any restriction upon defendant’s use of cards. 
Failure of Sears to demand return of cards negates implied agreement. Judgment 
for defendant affirmed. 


Action by Sears, Roebuck and Co. v. L-M Manufacturing Company for 
misappropriation of trade secret. Plaintiff appeals from District Court 
for Eastern District of Pennsylvania from judgment for defendant. 
Affirmed. 


Bernard Eskin, of Philadelphia, Pennsylvania, for plaintiff. 
Erwin Lodge, of Philadelphia, Pennsylvania, for defendant. 


Before GoopricH, STALEY and Hastig, Circuit Judges. 


STALEY, Circuit Judge. 

This action for injunctive relief and damages is predicated upon the 
charge of unfair competition. The conduct complained of is the alleged 
wrongful exploitation of a trade secret in the form of an extensive customer 
list. 

Plaintiff Sears, Roebuck and Company is a New York corporation, 
operating a large mail order business and a chain of retail department 
stores. Defendant L-M Manufacturing Company is a Pennsylvania corpo- 
ration engaged in the business of manufacturing chain saws and their 
replacement parts. 

During the period from 1951 to 1955, plaintiff and defendant entered 
into a series of contracts by the terms of which defendant agreed to sell to 
plaintiff a certain number of chain saws which plaintiff intended to sell at 
retail. By a provision of these contracts, defendant manufacturer war- 
ranted to plaintiff that the saws would remain free from defects for a 
period of thirty days after the retail purchase, and plaintiff in turn war- 
ranted the saws for the same period to its customers. 

When a customer purchased a chain saw from Sears, he could take 
advantage of the warranty if he so chose by filling out the warranty card 
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with his name, address, and date of purchase, and returning it to plaintiff 
Sears. Of the 65,000 chain saws sold by Sears, 23,000 warranty cards were 
returned. Sears in turn sent the warranty cards periodically to defendant. 
Each saw sold by Sears was packaged in a carton on which the name of 
defendant as manufacturer was stenciled. In addition, there was included 
in each carton another warranty card addressed to the Oregon Saw Chain 
Corporation, the manufacturer of the saw chain. On these cards also 
defendant’s trade name was clearly stamped. Purchasers knew that defen- 
dant, and not Sears, manufactured the saws. 

In 1956 plaintiff Sears began manufacturing and selling its own chain 
saw substantially different from the one defendant manufactured. At that 
time defendant still had in its possession 23,000 warranty cards, Sears 
having failed to ask for their return. Defendant began circularizing the 
customers listed on the cards and offered for sale replacement parts of 
the saws it had manufactured and which plaintiff Sears no longer sold. 
The district court found that the circulars of defendant were not deceptive 
and did not confuse prospective purchasers as to the source of the parts.? 

The district court decided that plaintiff Sears was not entitled to in- 
juntive relief restraining defendant from using the customer list. The 
decision was based primarily upon findings of fact that the relationship 
between plaintiff and defendant was one of seller and buyer, defendant 
being an independent contractor, that the warranty cards were given over 
to defendant without instructions or restrictions as to use, and that the 
circumstances did not give rise to any implied fiduciary relationship requir- 
ing defendant to assume that it received the information from plaintiff in 
confidence. Sears argues that these findings are not findings of fact at all, 
but rather inferences drawn from basic facts, and that the review by this 
court is therefore not trammelled by the “clearly erroneous” provision of 
Rule 52(a) of the Federal Rules of Civil Procedure. Even if we are free 
to draw our own inferences the circumstances here are such that our 
conclusions would be the same as those of the district court, for it is clear 
to us that it was never intended that the list of customers be secret. 

Both sides are in agreement that the law of Pennsylvania applies, and 
in Pennsylvania a customer list procured under circumstances giving rise 
to a relationship of trust can be considered a trade secret. Chas. H. Elliott 
Co. v. Skillkrafters, Inc., 271 Pa. 185, 114 Atl. 488 (11 TMR 351) (1921). 
However, plaintiff must take certain measures to guard the secrecy of the 
information, and conduct on its part inconsistent with that secrecy will 
estop plaintiff from seeking equitable relief. Restatement, Torts § 757, 
comments b and d (1939). 

If there had been an express agreement between the parties as to 
the secrecy of the list and its restrictive use, Sears would of course be 
entitled to the relief it seeks. There was no such express agreement here. 
The law may, however, imply an agreement to keep information secret 


1. This finding is not challenged on this appeal. 
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where there is a confidential relationship and the facts evidence the inten- 
tion that the information be kept secret. 

The heart of appellant’s contention that the list was to be considered 
secret lies in its allegation that the warranty cards were turned over to 
defendant for the limited purpose of allowing defendant to determine the 
duration of the warranty period. This contention was presented to the 
district court as a proposed finding of fact. It was rejected. Instead, the 
court found that plaintiff and defendant mutually agreed to issue the cards 
to the purchasers of the saws which were manufactured and sold under 
eight consecutive contracts between the parties from 1951 to 1955, and 
that there were no provisions in any of the contracts, either express or 
implied, relating to the warranty cards or the use of the customer list. The 
district court made this further finding: 


“12. The warranty cards returned to plaintiff by customers were 
delivered to defendant voluntarily by plaintiff and without any 
restrictions, instructions or conditions, written or implied, relative to 
their use by defendant for any purpose.” 


If appellant’s only purpose in giving the cards to defendant was to enable 
defendant to determine the duration of the warranty, why did not Sears 
demand the return of the cards after the warranty period expired? This 
becomes of special importance because Sears should have known that de- 
fendant had other legitimate business interests in the list besides the caleu- 
lation of the warranty period.? Instead, appellant made no demand for 
the return of the cards until eleven months from the termination of the 
last contract between plaintiff and defendant, nearly five years after the 
warranty period had expired on many of the cards initially sent to defen- 
dant. 

A further circumstance militates against an implied agreement that 
the names on the warranty cards were to be kept secret. Oregon Saw Chain 
Corporation manufactured saw chains for defendant’s product. With 
Sears’ knowledge, a warranty card for the saw chains addressed to Oregon 
was placed in the carton with every saw sold by plaintiff at retail. Pre- 
sumably those who filled out the warranty card sent to Sears also filled out 
the saw chain warranty for Oregon, so that a similar list of 23,000 customers 
was divulged to Oregon, a total stranger to the transaction between plain- 
tiff and defendant. Since Sears acquiesced in the knowledge that Oregon 
had the same list defendant had, it cannot now be permitted in good con- 
science to claim the list constituted a trade secret. 

Under these facts the district court’s conclusions were amply justified, 
and its judgment will be affirmed. 





2. Defendant’s good will was at stake. It used the list to send revised manuals to 
the customers, inform them of better component parts discovered after the saw was 
sold, and to keep a record of serial numbers in the event that a saw was stolen. 
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JOSEPH E. SEAGRAM & SONS LIMITED et al. v. 
RESTAURANT CHERRY LANE, INC. et al. 


N. Y. Sup. Ct., Spec. Term, New York Co. — June 20, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
Motion for temporary injunction to restrain defendants from displaying signs 
which state that they can no longer serve SEAGRAM’S V. 0. because it does not conform 
to specifications on bottle is granted. 


Action by Joseph E. Seagram & Sons Limited and The House of Sea- 
gram, Inc. v. Restaurant Cherry Lane, Inc., Joseph Burns and Daniel 
Bartfield for unfair competition. Plaintiffs move for temporary injunction. 
Motion granted. 


White & Case (Thomas Kiernan and Werner Janssen, Jr., of counsel), of 
New York, N.Y., for plaintiffs. 

Schnitzer & LeGrange (Herbert A. LeGrange, of counsel), of New York, 
N.Y., for defendants. 


TILZER, Justice. 

Plaintiffs move for a temporary injunction, restraining the defendants 
from defaming and disparaging plaintiffs and their product. The com- 
plaint states four causes of action: The first, based upon defendants’ willful 
and malicious injury to plaintiffs’ business and reputation; the second, 
on commercial disparagement; the third, in unfair competition; and the 
fourth, for an injunction pursuant to section 368-c (3) of the New York 
General Business Law. Defendants have embarked upon a course of con- 
duct willfully and deliberately designed and calculated to injure plaintiffs’ 
business and reputation. Among other things, they have poster signs con- 
taining the following language : ““Re—SEAGRAM’s v.0. Because of complaints 
of our patrons and regard to above and after making analysis by renown 
(sic) chemist, we no longer can serve you SEAGRAM’s V.O. as the contents 
do not live up to the specifications described on bottle. The Management.” 
They have chosen to remain silent and to take refuge behind an affidavit 
submitted on their behalf. The contents thereof are fantastic and the 
affidavit should not have been composed or furnished in the absence of 
personal knowledge. It claims, among other things, that a closed bottle 
was submitted to Bendiner & Schlesinger, Inc., analytical chemists, and 
another bottle to Foster D. Snell, Inec., consulting chemists. Defendants 
state the results of the tests in language which is insignificant and innocu- 
ous. Defendants, too, made complaint to the United States Treasury De- 
partment, which it is shown, found no fault with the sample submitted. 
In addition, affidavits are made on behalf of the plaintiffs by qualified 
persons representing the firms to which defendants submitted samples 
for testing. Their reports not alone support the plaintiffs fully, but one 
of them states that an open bottle was submitted and ideutification of the 
contents as plaintiffs’ product was not possible; that the contents were 
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a typical Canadian whiskey; and that defendants refused to submit a 
closed bottle. Upon the basis of this submission, the court must halt the 
defendants in limine to restrain a “malicious defamer who has sufficient 
imagination to lay out a skillful campaign of extortion” (29 Harvard Law 
Review, 640, 668, Dean Pound). The motion is granted. Bond is fixed 
in the sum of $1,000. Settle order. 


WESTINGHOUSE ELECTRIC CORPORATION v. 
FREE SEWING MACHINE CO. et al. 


No. 12277 —C. A. 7 — June 23, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 

Action for trademark infringement and unfair competition in which plaintiff 
seeks to restrain use of its trademark WESTINGHOUSE as part of the joint mark 
FREE-WESTINGHOUSE, Plaintiff and defendant jointly developed and sold electric 
sewing machines for which plaintiff supplied the motors. Since 1919 defendant has 
sold the machines under the joint name. In 1939 plaintiff advised defendant that 
the patents would shortly expire and requested discontinuance of use of name FREE- 
WESTINGHOUSE. In 1953 Free ceased manufacturing the sewing machines and can- 
celed all orders for WESTINGHOUSE motors. Defendant now imports machines from 
Japan and Germany on which it uses the name FREE-WESTINGHOUSE and which 
contain no WESTINGHOUSE product. 

Defendant enjoined from representing that machines contain plaintiff’s product, 
but Court refused to enjoin use of term FREE-WESTINGHOUSE on motion for pre- 
liminary injunction. 

CoURTS—APPELLATE PROCEDURE—PLEADING AND PRACTICE 

Issue on appeal is whether Court abused its discretion in granting or denying 
preliminary injunction, which is a provisional remedy designed to maintain the 
status quo pending trial. 


Action by Westinghouse Electric Corporation v. Free Sewing Machine 
Co. and Apsco Products, Inc., for trademark infringement and unfair 
competition. Plaintiff appeals from order of District Court for Northern 
District of Illinois granting in part and denying in part plaintiff’s motion 
for preliminary injunction. Affirmed. 


James O. Smith, of Chicago, Illinois, for appellant. 
Douglas C. Moir, of Chicago, Illinois, and Karl C. Williams, of Rockford, 


Illinois, for appellees. 
Before Durry, Chief Judge, and Mayor and Hastinos, Circuit Judges. 


Durry, Chief Judge. 

The complaint herein charges unfair competition and trademark 
infringement. Plaintiff alleges the use by defendants of the mark FREE- 
WESTINGHOUSE infringed its trademark WESTINGHOUSE. 

On June 27, 1957, plaintiff moved for a temporary injunction. The 
Court took no action on this motion until December 19, 1957 when a decree 
was entered which enjoined defendants from “directly or indirectly adver- 
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tising or representing, by implication, innuendo or in any manner what- 
soever, that their products embody any product manufactured by the 
plaintiff.” However, the motion for a preliminary injunction was, in all 
other respects, denied, and it was affirmatively ordered that defendants 
be permitted to continue using the name FREE-WESTINGHOUSE until the 
further order of the court. No findings of fact or conclusions of law were 
filed except as are contained in a very brief memorandum which the court 
filed on the day the decree was entered. Claiming the decree was wholly 
inadequate to give effective relief, plaintiff appealed. 

Since 1886 plaintiff has continuously used its registered mark wWEST- 
INGHOUSE on its electrical products. Westinghouse sells practically a com- 
plete line of electrical household appliances and identifies such appliances 
by its mark WESTINGHOUSE. Plaintiff continuously carries on an extensive 
advertising campaign to popularize its products. In 1956, plaintiff spent 
over thirty-six million dollars advertising its products. 

In this opinion, we shall ignore co-defendant Apsco Products, Inc. 

Prior to 1918 and 1919, Free was well known in the sewing machine 
business, having manufactured and sold treadle sewing machines. FREE 
had been the registered trademark of defendant Free since 1901. During 
1918-1919, engineers of plaintiff and defendant worked together to create 
an electrical sewing machine. As a result, the so-called “built-in” or “turtle- 
back” motor was developed. Plaintiff patented this motor and entered into 
an agreement with Free whereby Westinghouse would manufacture the 
motors and Free was to manufacture the sewing machines. In some respects 
the direct evidence in this record as to the details of this agreement is 
meager. Defendant claims that during the negotiations an officer of 
plaintiff said with reference to the use of both names “Let’s try it and see 
how it works out.” Plaintiff maintains that the General Sales Manager of 
defendant suggested that the trademark of each company, to-wit: FREE and 
WESTINGHOUSE be used on the contemplated electrical sewing machine to 
which each would contribute an important integral part. Plaintiff offered 
proof that in 1919 defendant’s General Sales Manager set forth in a memo- 
randum, terms and conditions upon which plaintiff granted defendant a 
license to use the mark WESTINGHOUSE. Included in this memorandum was 
“Tt is my opinion, the Westinghouse Company cannot stop us from using 
name FREE-WESTINGHOUSE as long as it is clearly stated (as it is) on the 
machines, that it is manufactured by Free Sewing Machine Company and 
electrified by Westinghouse.” 

About eight months after the oral agreement was made, a patent 
license agreement was executed whereby Free was given the exclusive rights 
to purchase and use the patented motor. In this agreement the combination 
name FREE-WESTINGHOUSE was not mentioned. 

In 1923, Singer Manufacturing Company charged both Free and 
Westinghouse with infringing a Singer patent by the manufacture and 
use of the “built-in” motor on FREE-WESTINGHOUSE machines. Plaintiff 
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and Free settled the case by jointly paying Singer $10,000.00. Singer gave 
plaintiff a license to manufacture and sell the “built-in” motor to Free 
only, and gave Free a license to manufacture and sell a sewing machine 


using the “built-in” motor. 

From 1919 to 1953, Free has continuously made and sold sewing 
machines under the trade name FREE-WESTINGHOUSE. In 1939 the Vice 
President of plaintiff in charge of the Law and Patent Department of 
Westinghouse, wrote a letter to Free in which he stated that the use of 
the name FREE-WESTINGHOUSE was ¢co-extensive with the patent license agree- 
ment of November 8, 1919. On July 24, 1941, plaintiff informed Free that 
the patent and the patent license agreement for the “built-in” motor would 
expire the following month, and requested that the name FREE-WESTING- 
HOUSE be discontinued as of that date. Under date of August 2, 1941, the 
Vice President and General Manager of Free wrote to Westinghouse 
claiming that the combination name FREE-WESTINGHOUSE was a trade name 
owned by Free. He further stated: “For more than twenty-three years 
we have been steady purchasers of your products and purchased from you 
during that period approximately $2,000,000. Throughout all that time 
we have retained your confidence, and respect. We intend that that rela- 
tionship shall continue and we have a right to expect that upon reflection 
you will not attempt to visit upon us the disastrous consequences that 
would follow compliance with the demand of your letter of July 24.” 

In 1953 Free closed down its manufacturing facilities and it has not 
manufactured any sewing machines since that date. In December, 1953, 
Free canceled all orders for WESTINGHOUSE motors. Later, Free accepted 
more than twenty thousand Westinghouse motors in partial settlement of 
cancellation charges submitted by plaintiff. Free used many of these 
motors in selling out its inventory during the year 1954. 

Plaintiff alleges that sometime in 1954 Free began using plaintiff’s 
trademark on sewing machines which contained no product of WESTING- 
HOUSE. With reference particularly to machines imported from Italy and 
Germany, defendant would cover the trade names on the machines by 
superimposing a decaleomania containing the name FREE-WESTINGHOUSE. 
Plaintiff filed this suit in 1956 to stop the practice. After the suit was com- 
menced, plaintiff asserts Free embarked upon a new venture, by importing 
Japanese sewing machines. Although plaintiff's motors were not used 
on these machines, Free sold them under the trade name FREE-WESTING- 
HOUSE. Plaintiff then sought the preliminary injunction. 

Apparently defendant claims that sometime either in or since 1919, the 
combined marks of FREE and WESTINGHOUSE have become a new unity. 
Although defendant claims it is the sole owner of the combination FREE- 
WESTINGHOUSE as a trade name and as a trademark, defendant has never 
attempted to register the combination as its trademark. In 1951, it 
renewed the registration of its trademark FREE. At one point in its brief, 
defendant asserts FREE-WESTINGHOUSE is a valid common-law trademark 
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owned by it. In addition to claiming to be the owner of the combination 
name, defendant also asserts the defense of laches. 

Upon an appeal from the granting or denial of a preliminary injunc- 
tion, this Court has a very limited scope of review. Mytinger & Casselberry, 
Inc. v. Numanna Laboratories Corp. et al., 7 Cir., 215 F.2d 382, 384. The 
sole issue here is whether the District Court abused its discretion. Weiner 
et al. v. National Tinsel Mfg. Co., 7 Cir. 123 F.2d 96, 97, 51 USPQ 246, 
248 (31 TMR 488); Doeskin Products, Inc. v. United Paper Co., 7 Cir., 
195 F.2d 356, 360-361, 93 USPQ 328, 331 (42 TMR 555). 

Another principle which often comes into play in determining whether 
the trial court abused its discretion is that a preliminary injunction is a 
provisional remedy designed to preserve the status quo until the case can 
be heard upon the merits. Doeskin Products, Inc. v. United Paper Com- 
pany, 7 Cir., 195 F.2d 356, 360-361, 93 USPQ 328, 331 (42 TMR 555). 
The status quo is the last uncontested status which preceded the pending 
controversy. Warner Bros. Pictures, Inc., et al. v. Gittone, etc., 3 Cir. 
110 F. 2d 292. 

With these two principles in mind, we cannot say that the District 
Court abused its discretion. In fact, to have granted all the plaintiff asked 
would have decided this case upon the merits. Such is not the function 
of a preliminary injunction. 

The order granting in part and denying in part the motion for a pre- 
liminary injunction is affirmed. 


MARCALUS MANUFACTURING COMPANY, INC. v. 
WATSON, COM'R OF PATENTS 


No. 14306 —C. A., D. C. — June 26, 1958 


REGISTRABILITY—SY MBOLS 
Appellant sought to register a maroon oval upon which it normally displays its 
mark MARCAL but registration was refused. An action was brought in the District 
Court, and after receiving evidence that the public accepted the oval as a symbol 
of appellant’s goods the Court dismissed the complaint on the grounds that the 
evidence was insufficient to show that the oval distinguished appellant’s goods. 
Affirmed. 


Action under 35 U.S.C. 145 by Marcalus Manufacturing Company, 
Inc. (trademark application, Serial No. 511,488 filed October 25, 1946) 
v. Robert C. Watson, Commissioner of Patents. Plaintiff appeals from 
decision of District Court for District of Columbia dismissing complaint. 
Affirmed. 

Case below reported at 48 TMR 331. 

See also 46 TMR 211. 
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J. Preston Swecker, of Washington, D.C. (William L. Mathis, of Washing- 
ton, D.C., and Robert F. Beck, of Paterson, New Jersey, on the brief), 
for appellant. 

Clarence W. Moore, for appellee. 

Before FanHy, DANAHER, and BurGER, Circuit Judges. 


PER CURIAM. 

Appellant sold paper products in wrappers which bore a maroon oval 
with the registered name MARCAL and other words superimposed in the 
oval in white letters. This case arose when appellant sought to register 
the maroon oval by itself, without any wording.‘ The Patent Office refused 
registration, and appellant filed an action in the District Court under 15 
U.S.C. § 1071 and 35 U.S.C. § 145. The District Court dismissed the com- 
plaint, concluding that the various maroon ovals by themselves were not in 
fact distinguishing marks for appellant’s products. 

Appellant argues that the statute does not allow refusal of registration 
of a mark on account of its nature, where the mark is a means whereby the 
goods “may be distinguished” from the goods of others.? It is, of course, 
a question of fact whether a given mark is a means whereby the applicant’s 
goods “may be” distinguished from the goods of others, and in the case of a 
distinctive or unique mark this quality may readily appear and thus be 
presumed. But where the mark consists solely of a common basic shape, 
such as an oval,® we think it not proper to presume that such a mark is a 
means whereby the goods may be distinguished and thus entitled to be 
registered. The District Court properly received evidence offered by 
appellant to show the public had in fact come to accept the oval by itself 
as a symbol of appellant’s goods, and we think there was no error in 
concluding that the evidence was insufficient.t We need not reach or decide 
what will be appellant’s rights if he re-applies for registration and submits 
more persuasive evidence to overcome the presumption that a non-dis- 
tinctive oval by itself is not a mark whereby appellant’s “goods * * * may 
be distinguished.” ° 

Affirmed. 


1. The court below found that the oval without words had never been used on 
packages sold to the public, although appellant’s shipping cartons (not ordinarily visible 
to the public) sometimes bore the oval by itself. 

2. Trademark Act of 1905, 33 Stat. 725, 15 U.S.C. § 85. This Act has been super- 
seded by the Lanham Act of 1946, 60 Stat. 428, 15 U.S.C. § 1052, but appellant’s 
application was filed at a time when the 1905 Act was still in effect. The pertinent 
language is substantially the same in both acts. 

3. While neither party made an issue of it, we note that the maroon oval sought 
to be registered by appellant varied in shade and shape on the wrappers for different 
products. It would appear, although of course we do not decide, that such variations 
in the mark bear upon the question of nonregistrability. 

4. See Hygienic Products Co. v. Coe, 66 App. D.C. 98, 85 F.2d 264, 29 USPQ 458 
(26 TMR 600) (1936), where a yellow rectangle with a blue border was allowed regis- 
tration in light of evidence that the public actually identified the goods by means of 
that mark. See also Application of Hillerich § Bradsby Co., 204 F.2d 287, 97 USPQ 
451 (43 TMR 967) (C.C.P.A. 1953). 

5. The Patent Office readily concedes that a common basic shape may be registered, 
“provided it is in fact the distinguishing mark of the applicant * * * .” 
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THE NEW YORK TRUST COMPANY et al. v. 
BELIEVE IT OR NOT, INC. etal. 


N. Y. Sup. Ct., Trial Term, N. Y. Co. — June 26, 1958 


REGISTRABILITY—ASSIGNMENTS 
REGISTRABILITY—LICENSES 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
The creator of a cartoon series which he identified by the mark BELIEVE IT OR 
NoT and who thereafter caused to be formed a corporation for the purpose of 
minimizing income taxes and to which he assigned all of his right, title and interest 
in his business ventures conducted under the said mark was held not to have assigned 
the mark to the corporation with the result that upon his death the mark vested 
in his executors and trustees. The whole course of dealing by the deceased indicated 
his lack of intention to part with title to the mark. The fact that he had renewed 
the registrations in his own name was considered clear proof that he had no inten- 
tion of giving up control of the mark and, moreover, Sections 7(b) and 33(a) of 
the Lanham Act provide that the registration of a mark constitutes prima facie 
evidence of ownership. 
REGISTRABILITY—LICENSES 
A trademark licensee is estopped to question his licensor’s ownership of the 
mark licensed. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—IN GENERAL 
A corporation president who helped to bring about the controversy which was 
the substance of the litigation was held liable in his individual capacity. 


Action by The New York Trust Company and Robert J. Hyland, Sr., 
as Executors and Trustees under the Will of Robert L. Ripley, Deceased, 


v. Believe It Or Not, Inc., Douglas F. Storer, and Matthew H. Branden- 
burg, as Receiver of Believe It or Not, Inc., for declaratory judgment as 
to rights in trademarks. Judgment for plaintiffs. 


White & Case (Orison S. Marden, William P. McCool, and Werner Janssen, 
Jr., of counsel), of New York, N. Y., for The New York Trust Com- 
pany. 

Robert J. Hyland, Jr., of New York, N. Y., for Robert J. Hyland, Sr. 

Lawrence E. Bobker, of New York, N. Y., for Believe It Or Not, Inc. 

Goldwater & Flynn (Richard M. Goldwater and Edward C. Bloom of 
counsel), of New York, N. Y., for Storer. 

Howard H. Spellman, of New York, N. Y., for Brandenburg. 


CaPozzoui, Justice. 

Plaintiffs are the executors and trustees under the will of one Robert 
L. Ripley, who died May 27, 1949. They have brought this action, to enjoin 
the defendants from disparaging or questioning plaintiffs’ title to certain 
trademarks and for a judgment declaring that the corporate defendant has 
breached the license agreement under which said defendant was licensed 
by plaintiffs to use these trademarks. 

Beginning in about 1918 the said Robert L. Ripley originated, pro- 
duced and drew cartoons depicting odd and unusual facts gathered by 
him, to which he applied his name and the slogan BELIEVE IT OR NOT as 
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trademarks. From time to time these cartoons were published in one form 
or another in newspapers, radio and other media. From 1929, publication 
of this material was effected throughout the world by syndication under 
contracts between Ripley and Syndicate Features, Inc., in return for which 
Ripley received payment of certain royalties. Under these contracts owner- 
ship of said trademarks was stated to be in Ripley. 

The trademarks were registered in the United States Patent Office by 
Ripley, in his own name, and certificates issued in his name. One was regis- 
tered in 1925 and two additional ones in 1938. The one first registered in 
1925 was renewed in 1945 in Ripley’s name. 

In 1930 Ripley organized Believe It Or Not, Inc., with a capitalization 
of one hundred shares of stock and, in consideration of the issuance to him 
of ninety-seven shares of said stock, he agreed to turn over to the corpo- 
ration all of his right, title and interest in his business ventures conducted 
theretofore under the name of Believe It or Not. On June 1, 1930, Ripley 
informed the board of directors that all properties had been turned into 
the treasury of the company and he requested the issuance of stock certifi- 
cates to him for eighty shares and to one Robert J. Hyland, twenty shares. 
The corporation thereupon issued the stock accordingly. 

From May, 1930, until Ripley’s death in 1949, Ripley and the corpo- 
ration used the same bank account, although it was in the name of the 
corporate defendant only. It seems that all income earned by Ripley was 
deposited in this account. The expenses were paid by checks drawn on this 
account. 

The original idea for the formation of the corporation was to try to 
minimize income taxes, amongst other things. The authorities, however, 
ruled that all income and expenses from the business activities were charge- 
able to Ripley personally and not to the corporation. This was followed 
by a reconstruction of the corporate books, so that the income from Ripley’s 
personal services was credited to him, together with the expenses in con- 
nection therewith. The corporate defendant did little business and its 
income and expenses were quite small. 

Upon Ripley’s death a certificate of the issuance of letters testamen- 
tary to plaintiffs was recorded in the United States Patent Office. 

The records of the United States Patent Office show no transfer by 
Ripley of any of the trademarks or their registrations. It is fair to state 
that, upon his death, the trademarks were still registered in Ripley’s name. 

On February 16, 1951, plaintiffs sold their sixty shares of stock in the 
corporate defendant to defendant, Storer, and Douglas Ripley, a brother 
of the deceased, as a result of their successful bidding for this stock in 
proceedings before the Surrogate of Westchester County. There is no 
doubt that the defendant, Storer, and Douglas Ripley purchased the stock 
on the understanding that the plaintiff executors, and not the corporate 
defendant, owned the trademarks. Accordingly, at the same time that the 
purchase agreement was executed, a license agreement was entered into, 
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pursuant to which the corporate defendant secured the right to use the 


trademarks in return for the payment of royalties to the plaintiffs. 

Subsequent thereto, and about a year after the execution of the afore- 
mentioned license agreement, the defendant, Storer, claimed that the trade- 
marks were owned by the corporation and not by the plaintiffs, basing his 
contention on the minutes of the directors’ meetings held on May 1 and 
June 1, 1930, from which it appears that the deceased, Ripley, had turned 
into the treasury of the company all properties in return for the allotment 
of shares to him as hereinabove indicated. Because of this, the payment of 
March, 1952, was made under protest. However, thereafter the royalty 
payments continued to be made without any qualification from March, 
1952, until the payments for the periods September 15, 1955, and March 
15, 1956, became due, at which time these two payments were stated to be 
made under protest. 

As a result of the last mentioned action of the defendant, Storer, who 
purported to act for himself and the corporation, this action has been 
brought. 

A careful review and consideration of all the evidence in this case 
has convinced this court that the title to the trademarks was in the de- 
ceased, Ripley, at the time of his death. 

The Lanham Act, sections 7-b and 33-a (15 U.S.C. 1057 (b) and 1115 
(a)), amongst other things, provides that the registration of the mark is 
prima facie evidence of ownership, but under this same law, an opposing 
party is not precluded from proving any legal or adequate defense or 
defect which might have been asserted if such mark had not been registered. 

However, this court does not rest its decision only on the provisions 
of law above cited. By the whole course of conduct of the deceased, Ripley, 
it is clear to this court that there was never any intention to part with title 
to the trademarks. While it is true that he treated the corporation as his 
own property, he never evinced any desire to transfer title to the trade- 
marks out of himself. The renewal by him, in his own name, in 1945, of 
the mark registered in 1925, is clear proof that he had no intention of 
giving up control of the trademarks to the corporation. 

In addition to the above, the law is clear that the licensee of a trade- 
mark is estopped to question his licensor’s ownership of that trademark. 
Ritz Cycle Co. v. Driggs, Seabury Ordinance Corp., 237 F. 125 (7 TMR 
54) ; Hicks v. Anchor Packing Co., 16 F.2d 723 (17 TMR 208). In Hicks 
v. Anchor supra, at page 726, the court said: “* * * Here again the 
Anchor Company, being in substance a licensee under certain contracts 
and in terms a licensee under other contracts with the Hungarian Company, 
is not in a position to challenge, much less to claim, the title of its licensor. 
* * *” ‘Therefore, the corporate defendant and defendant Storer are 
estopped to question the plaintiffs’ ownership of the trademarks. 

The court will now discuss the claim of the plaintiffs that the defen- 
dant corporation has breached the license agreement. 
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A careful consideration of all the evidence leads the court to the 
conclusion that the defendant corporation did breach the said agreement 
in several respects. For one thing, it is crystal clear that the corporate 
defendant committed a number of acts, as a result of which plaintiffs’ 
right in the trademarks was prejudiced and disparaged. Its action in 
applying for and obtaining the registration in Canada, amongst other 
things, strongly supports this view. This was in violation of paragraph 15, 
subdivision ¢, of the license agreement. The court cannot go along with 
the contention that the individual defendant Storer acted on his own 
behalf and not as a representative of the defendant corporation. The 
general rule has been stated as follows: “The president or other general 
officer of a corporation has power, prima facie, to do any act which the 
directors could authorize or ratify.” Hastings v. B. L. Ins. Co., 1388 N.Y. 
473, 479. “The president, as managing agent, may, in the absence of 
restrictions, make such ordinary contracts as custom and the necessities 
of business would justify or require. * * * The authority of the president, 
his apparent power to make or ratify the contract in question, may be 
presumed, but the corporation should be allowed to prove that by reason 
of its own course of business or the custom of the trade, authority was in 
truth lacking.” Hardin v. Morgan Lithograph Co., 247 N.Y. 332, pp. 338-9. 

In the face of the last cited language it is significant that no proof 
was offered by the defendant corporation that the authority exercised by 
the president, the individual defendant Storer, was in truth lacking. In 
fact the defendant corporation defaulted at the trial and offered no evi- 
dence whatever. 

The refusal by the corporate defendant to make further royalty pay- 
ments, as evidenced by the letter of June 20, 1956, addressed to plaintiffs, 
and referred to in the trial as plaintiffs’ exhibit 50, and its failure to make 
any payments since March 1, 1956, except for $500 paid by the receiver, 
are further, breaches of the license agreement (see paragraph 15, subdiv. 
a, of license agreement). 

In addition, the corporate defendant breached paragraph 15, subdivi- 
sion d, of the license agreement by its failure to carry on its business dili- 
gently. As Mr. Justice Coleman stated in his decision in the case of Storer 
v. Ripley (reported in N.Y.L.J., March 3, 1958, at p. 7): “* * * that 
because Ripley and Storer were working at cross-purposes it was rather 
the corporation that was prevented from functioning properly to its dis- 
advantage. * * *”’ On the basis of the evidence before this court, it agrees 
completely with the last quoted language and holds that the corporate 
defendant did not carry on its business diligently, as required by the 
agreement. 

This court also believes that the further contention of the plaintiffs 
to the effect that the license agreement was further breached by the appoint- 
ment of a receiver for the corporate defendant, not vacated in sixty days, 
is sound (license agreement paragraph 15, subdiv. f). The fact that this 
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specific breach was not pleaded in the complaint is not fatal. Since no 
demand was made by the defendants for a bill of particulars specifying 
the manner in which the license agreement was breached, these plaintiffs 
have the right to prove this particular breach under the general allegations 
of the complaint contained in paragraph sixteenth thereof. 

The court does not believe it necessary to refer to any other alleged 
breaches claimed by the plaintiffs, as it is of the opinion that the breaches 
already listed give the plaintiffs the right to terminate the license agree- 
ment. 

The court has also considered the defenses urged by the receiver, 
claiming that the plaintiffs waived the breaches and, further, that they 
were guilty of laches in not commencing proceedings enforcing their rights 
sooner than they did. As to both these contentions the court finds the 
receiver has failed to sustain the burden of proof imposed upon him to 
prove these defenses by a fair preponderance of the credible evidence. 

The court is mindful of the contention of the receiver that the retention 
by the plaintiffs of the $500, paid by the receiver, proves the waiver. In 
the face of the language of the license agreement, this court does not agree 
with the receiver. 

The defense of the defendant Storer, that his activities were in a rep- 
resentative capacity and therefore, he is not liable individually, is dis- 
missed. The proof shows that he is not only the president of the corpora- 
tion, but also one who, by his actions, as much as anyone else, has helped 
to bring about the present situation. 

The motion of the plaintiffs, made at the close of the entire case, for 
judgment against the three defendants, decision of which was reserved, is 
granted. All other motions made at the close of the plaintiffs’ case, and 
again at the close of the entire case, decision of which was reserved, are 
denied. 

Findings of fact. and conclusions of law having been waived, the above 
constitutes the decision of this court in accordance with section 440 of the 
Civil Practice Act. 

Settle judgment accordingly, with costs to the plaintiffs. 





IN RE E. J. BRACH & SONS 
Appl. No. 6374—C. C. P. A.— June 18, 1958 


REGISTRABILITY—IN GENERAL 
REGISTRABILITY—SYMBOLS 
Where the background display of a mark is sought to be registered, proof of 

secondary meaning is necessary only where the display portion is not itself inherently 
distinctive in the sense that it serves as an unmistakable, certain and primary means 
of identification. Where it is mere background, secondary meaning must be shown. 
If the background display so blends with the word marks with which it is used as 
to create a single impression, then only one composite mark exists and the display 
may not be separately registered. 
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Application for trademark registration by FE. J. Brach & Sons, Serial 
No. 663,770 filed April 2, 1954. Applicant appeals from decision of Com- 
missioner of Patents refusing registration. Affirmed; Worley, Judge, con- 
curring with opinion. 
Case below reported at 47 TMR 531. 
Cromwell, Greist & Warden (Fred 8. Lockwood of counsel), of Chicago, 
Illinois, for applicant-appellant. 
Clarence W. Moore for Commissioner of Patents. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEY, and Ricu, Asso- 
ciate Judges. 


JOHNSON, Chief Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, 112 USPQ 267 (47 TMR 531), affirming the decision of the 
Examiner of Trademarks which refused registration of applicant’s alleged 
trademark. The “mark” sought to be registered consists of a decorative 
panel which forms the setting or serves as the background for applicant’s 
registered mark BRACH’S.' Following is a representation of the panel: 


As set forth in the application for registration, the “mark” is used in 
connection with candy, use since February 11, 1953 having been asserted. 

The record indicates that applicant uses the panel in question on 
approximately 99% of all its products, on advertising, letterheads, pack- 
ages, etc. A number of advertisements of applicant’s products are in the 
record but in none of them is the decorative panel sought to be registered 
used alone without BRACH’s superimposed thereon. There is no evidence in 
the record that the panel is ever used without applicant’s word mark. 

The examiner refused registration of the panel on two grounds: 


(1) that it is “merely a non-distinctive frame or background design 
for the word BRACH’s and, in the absence of evidence to the contrary, is 
felt incapable of distinguishing applicant’s goods from those of others”; 
and 


(2) that “the mark shown in the drawing is not the mark actually 
being used, but is only a portion of it.” 


The Assistant Commissioner did not break down her decision into two 
grounds, as did the examiner, though her decision seems to have been based 





1. Reg. No. 516,342, issued Oct. 18, 1949. Applicant is also the owner of Reg. No. 
581,109, issued Oct. 13, 1953, for the combination of the decorative panel and the 
word BRACH’S. 
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upon the same considerations. A number of cases, included in which was 
In re Hillerich & Bradsby Co., 40 C.C.P.A. (Patents) 990, 204 F.2d 287, 
97 USPQ 451 (43 TMR 967), were cited in support of her holding. 

A petition for reconsideration was denied by the Assistant Commis- 
sioner, and applicant has appealed. 

We are of the opinion that the decision below was correct and must 
be affirmed. 

Since much stress has been placed on the Hillerich case, supra, by both 
the Assistant Commissioner and the Solicitor, it would be well to discuss 
that case at the outset. There, the applicant sought to register an oval line 
which appeared around the identifying words LOUISVILLE SLUGGER (and 
other words) on baseball bats. Registration was sought under § 2(f) of 
the Lanham Act (the secondary meaning section), applicant having ad- 
mitted that the oval was not inherently distinctive. It was also admitted 
that the oval was never used without the identifying words. In the course 
of its opinion, this court stated, 97 USPQ at 452 (43 TMR at 970): 


Concededly, buyers never see applicant’s bats with only the oval 
thereon. Consequently, it is clear that usage of the oval per se has 
never been attempted as an origin-designating medium. The oval, 
not being inherently distinctive, must acquire that quality through 
such usage and association as will establish in the minds of the buying 
public that the oval of a bat clearly indicates a bat manufactured by 
applicant. * * * (Emphasis added.) 


court, not finding that the oval had acquired distinctiveness through 
affirmed the refusal of registration of the oval. 
The Solicitor urges the Hillerich case as standing for two propositions: 


(1) “that mere background display of a mark is not registrable 
apart from the dominating word mark, except in those cases where 
secondary meaning is shown’’; and 


(2) “that subject matter which constitutes only a component of a 
composite mark is unregistrable.” 


Unless these propositions are amplified they are apt to be misleading. 
As to the first proposition, it must be made clear that it is not every case 
in which the background display of a mark is sought to be registered apart 
from the word mark with which it is associated that secondary meaning 
must be shown: It is only in those cases where what is sought to be regis- 
tered is “mere background material” that this holds true. This distinction 
is important, for this court has approved the registration of background 
material apart from the word marks with which it is associated, without 
any proof of secondary meaning of the former. In re Swift & Co., 42 C.C. 
P.A. (Patents) 1048, 223 F.2d 950, 106 USPQ 286 (45 TMR 1356). One 
reading both the Swift and Hillerich cases can only conclude that the 
essential question is whether or not the background material is or is not 
inherently distinctive. (Note the italicized portion of the quote from the 











1402 THE TRADEMARK REPORTER Vol. 48 T. M. R. 





Hillerich case, supra.) If the background portion is inherently distinctive, 
no proof of secondary meaning need be introduced; if not, such proof is 
essential. 

As to the Solicitor’s second proposition, it must be noted that in the 
Swift case, there was no indication that the polka-dot background sought 
to be registered was ever used without the accompanying printed matter 
appearing in the specimens. If what the Solicitor is referring to when he 
uses the words “composite mark” is something equivalent to the “polka-dot- 
plus-words” specimens of the Swift case, his second proposition would 
appear to be rebutted by the holding in that case. But if what is meant 
is that where the background material plus the word marks so blend 
together that they are inherently incapable of creating more than a single 
commercial impression, his views would be consistent with the Swift case. 
For the real significance of the Swift case is that the polka-dot background 
was distinctive apart from its accompanying words. In effect, the back- 
ground material there was not part of a composite mark (the polka-dot 
design plus the word) but was one of two distinctive marks. 

In the instant case, however, the background sought to be registered 
is not itself distinctive. We do not think that the average consumer of 
applicant’s product will regard its background frills and curves as “an 
unmistakable, certain, and primary means of identification pointing dis- 
tinctly to the commercial origin of such product,” as this court felt was 
likely in the Swift case. In short, we feel that only a single commercial im- 
pression can be created from the use of applicant’s background together 
with the word BRACH’S. 

The merits of Ex parte Dole Refrigerating Co., 111 USPQ 282 (47 
TMR 256) (Com’r., 1956), cited by applicant, need not be discussed here, 
as this decision would not in any event be binding upon us. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is affirmed. 


WORLEY, Judge, concurring. 


I concur solely on the basis of our decision in In re Hillerich & Bradsby 
Co., 40 C.C.P.A. (Patents) 990, 204 F.2d 287, 97 USPQ 451 (43 TMR 967). 





S. C. JOHNSON & SON, INC. v. CONSUMERS 
COOPERATIVE ASSOCIATION 


Appl. No. 6347—C. C. P. A.— June 18, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found to exist between opposer’s mark GLO-COAT, 
for paint enamels and liquid polishes for finishing and coating floors and other 
surfaces, and applicant’s mark GLO-CANDLE as used in connection with bulk wax 
for molding candles. 
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Opposition proceeding No. 32,527 by S. C. Johnson & Son, Ince. v. 
Consumers Cooperative Association, application Serial No. 631,849 filed 
June 27, 1952. Opposer appeals from decision of Commissioner of Patents 
dismissing opposition. Affirmed. 

Case below reported at 47 TMR 103. 


Francis C. Browne (Mead, Browne, Schuyler & Beveridge of counsel), 
of Washington, D. C., for opposer-appellant. 
C. Earl Hovey, of Kansas City, Missouri, for applicant-appellee. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEY, Ricu, and Jack- 
SON (retired), Associate Judges. 


Ricu, Judge. 

This appeal is from the decision of the Assistant Commissioner of 
Patents (111 USPQ 137, 47 TMR 103) in opposition No. 32,527 to an 
application to register GLO-CANDLE for “Wax in Bulk for Molding Candles,” 
(use since February of 1951 being asserted), by the registrant of G@LO-coaT 
for paint enamels and liquid polishes for finishing and coating floors and 
other surfaces.* 

The Examiner of Interferences dismissed the opposition and his deci- 
sion was affirmed by the Assistant Commissioner. 

Only the opposer took testimony, at the taking of which applicant 
was not represented. In this court opposer’s counsel appeared and argued 
the case but applicant submitted on brief. 

The facts shown by the record are not in dispute and the principal 
facts are as follows: 

Opposer is a well-known manufacturer of waxes and polishes. One of 
its major products is, to quote the actual label, JOHNSON’s GLO-COAT A SELF 
POLISHING WAX FOR FLOORS. Sales of this product since 1932 have exceeded 
$158,000,000 and advertising expenditures therefor during the same period 
exceeded $22,000,000. As the Assistant Commissioner held, 111 USPQ at 
137, “There is no doubt but that opposer has wide consumer acceptance of 
its GLO-coaT polish, and it enjoys a valuable goodwill symbolized by the 
mark.” The record does not show that GLo-coaT is applied to any product 
other than the self-polishing liquid floor wax. Opposer also has a regis- 
tration, No. 544,990, for ORANGE GLO, said to be a colored wax emulsion for 
coating vegetables. This registration is not pleaded in the notice of oppo- 
sition but was introduced in evidence, during the taking of testimony, 
as an exhibit. Opposer has also sold over $1,300,000 worth of sugar cane 
wax in bulk since 1947 for the fruit coating emulsion business and various 
industrial uses, but these sales in recent years appear to have been made 
through another corporation. For a short time during the later part of 
World War II opposer made and sold candles to the Quartermaster Corps 
but this business stopped with the cessation of hostilities. 








1. Reg. No. 321,364, issued January 29, 1935, published in accordance with section 
12(c) on April 27, 1948. 
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We regard opposer’s brief entry into the candle business during the 
war as of no significance here. There is no showing that any trademark 
was used in conjunction with such sales and the sales themselves ceased 


long ago. The public would not be led thereby to associate opposer with 


either candles or candle wax. 

We are of the same mind as to opposer’s bulk wax sales. The record 
does not clearly show that any bulk wax sales were made by opposer for 
use in candle manufacture though it is possible some bulk wax it has sold 
could be used for that purpose. In any ease, bulk wax sales were not shown 
to have been made under any trademark and their only possible significance 
is that they were made by the company that owns the GLo-coaT trademark. 
Under the circumstances of this case we do not feel that this is a very 
significant factor on the main issue of likelihood of confusion as between 
the marks involved. 

The ORANGE-GLO mark, as we have said, was not pleaded as a ground 
of opposition, and, while one witness said it is a mark still in use, no evi- 
dence was given as to the extent of its use. It is not mentioned in either 
of the opinions below and the opposer has very little to say about it here. 
Every time it is mentioned in appellant’s brief, the use of this mark is 
referred to in the past tense and it has not been alleged that there is any 
likelihood of confusion by reason of concurrent use of GLO-CANDLE and 
ORANGE-GLO. 


It is apparent that when the issue is cleared of irrelevancies, it comes 
down to the question of whether opposer’s use of GLo-coaT has been such 
as to make it likely that purchasers and prospective purchasers of GLO- 
CANDLE WAX will be deceived or confused into thinking that the source of 
the latter merchandise is the same as that of aLo-coaT floor wax. After 
thoughtful consideration of the record, briefs and the opposer’s oral argu- 
ment, we find ourselves in complete accord with the conclusions of the As- 
sistant Commissioner which are all contained in the following paragraph, 


111 USPQ at 137-138: 


The sole question, then, is whether or not purchasers familiar with 
GLO-coAT liquid polish are likely, upon seeing GLO-CANDLE candle wax, 
to associate it with opposer’s product or with opposer and assume that 
it originates with the producer of GLio-coatT liquid polish. This question 
involves an evaluation of the probable psychological reaction in the 
minds of such purchasers when they see the marks on the goods. 
GLO-coaT on liquid polish is likely to stimulate an association with a 
coating which imparts a shine. GLO-CANDLE on candle wax is likely 
to stimulate an association with inecandescence. This is to say that 
although each of the marks embodies the common word GLO (a mis- 
spelling of “glow”) the prefix portion of the marks, when combined 
with the respective suffixes and applied to the respective products, 
creates a quite different impression. Under these circumstances, it is 
not believed that purchasers are likely to associate GLO-CANDLE candle 
wax either with opposer’s product or its producer. 
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We are, further, in agreement with the conclusion of the Examiner of 
Interferences that the cumulative effect of the differences between the goods 
and the differences between the marks obviates any reasonable likelihood 
of confusion. 

Appellant’s major attack on the Assistant Commissioner’s reasoning 
is that she applied an erroneous test in considering “confusion as to goods 
rather than source of origin of the goods.” In view of her express state- 
ment, above quoted, that the question is whether purchasers might assume 
that GLO-CANDLE candle wax “originates with the producer of GLO-COAT 
liquid polish,” the alleged error of the Assistant Commissioner appears to 
be based on a misreading of her opinion. She was clearly passing on like- 
lihood of confusion as to source or origin. 

To add our own reaction to appellee’s mark as shown in the specimen 
attached to its application, the impression we get from it is that the product 
is wax for making glo-candles, whatever they are. On the other hand the 
impression we get from the GLo-coaT labels in evidence is that GLO-COAT is 
one of the several wax products of S. C. Johnson & Son, Ine. The by-line 
“made by the makers of Johnson’s Wax” enhances this reaction. This 
company has created for itself and its wax by advertising such notoriety 
that GLo-coaT does not create the impression of a trademark for wax prod- 
ucts generally (and it surely is not such a mark) but rather that the 
makers of Johnson’s wax have brought forth a specific product called 
GLO-coAT. The result is that even though this trademark is representative 
of a valuable good will for the product to which it is applied, and specifi- 
eally for Johnson its maker, it is not such a mark as would cause any 
wax product sold under any mark including the word “glow” or its phonetic 
equivalents to be associated in the public mind with the opposer. In spite 
of the ingenious forensic efforts to bring bulk wax and candles into asso- 
ciation with the trademark GLO-COAT, in our opinion no such association 
exists. 

For the foregoing reasons, the decision of the Commissioner of Patents 
is affirmed. 


WOoRLEY, Judge, concurs in result. 
JACKSON, Judge, retired, recalled to participate, was present at the 
argument of this appeal, but did not participate in the decision. 
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IN RE THE SINGER MANUFACTURING COMPANY 
Appl. No. 6375—C. C. P. A.— June 18, 1958 


REGISTRABILITY—IN GENERAL 
IVEGISTRABILITY—SYMBOLS 
A design used by applicant as an ornamental display on the base of its sewing 

machines was held to be a trademark where reproduced on gummed labels affixed 
to the carton. The fact that the design served an ornamental purpose did not dis- 
qualify it as a trademark when used as such. The objection that the labels were 
so small as to prevent the mark from making a commercial impression was rejected, 
for it is not a question of whether the mark will be noticed but whether it will be 
understood as indicating origin when noticed. Also rejected was the claim that use 
of the mark on cartons which were not apt to be seen until after the purchase had 
been made did not constitute trademark usee. 


Application for trademark registration by The Singer Manufacturing 
Company, Serial No. 671,534 filed August 11, 1954. Applicant appeals 
from decision of Commissioner of Patents refusing registration. Reversed; 
Worley, Judge, dissenting without opinion. 

Case below reported at 47 TMR 536. 

Chester A. Williams, Jr., of Elizabeth, New Jersey (Robert B. Harmon, 
of Washington, D. C., of counsel) for applicant-appellant. 
Clarence W. Moore for Commissioner of Patents. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRLEY, and Ricu, Asso- 
ciate Judges. 


O’CoNNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, 112 USPQ 268 (47 TMR 536), affirming the decision of the Ex- 
aminer of Trademarks and refusing registration of appellant’s mark for 
sewing machines. The mark consists of the design herewith reproduced : 


‘(See eee 
Om 
A eanenseenanestinsieeninninnee 


It is stated in appellant’s application for registration that the fore- 
going design has been “applied directly upon the goods, and/or upon labels 
which are affixed upon containers for the goods.” It further appears from 
the record that, as applied to sewing machines, the two opposite lines of 
the design lie along the longer sides of the base, with the central device of 
the design appearing at the center of the base, and that as applied to con- 
tainers, the design is printed on labels 134 by 3 inches which are affixed 
to the cartons containing the sewing machines. 
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Registration was refused by both tribunals of the Patent Office on 
the stated ground that appellant’s design is merely ornamentation and has 
not been used as a trademark. 

It is properly indicated in appellant’s brief that there are three pos- 
sible issues involved in the instant appeal; namely, (1) Whether the use 
of appellant’s design only on labels affixed to the cartons containing the 
goods would be a distinguishing trademark and registrable use; (2) 
Whether the use of the design on the goods themselves is a trademark use; 
and (3) Whether the mark as used on the labels affixed to the cartons 
would be rendered unregistrable by reason of its concurrent use directly 
on the inclosed goods, which enhances their appearance. 

Both the examiner and the Assistant Commissioner treated the use 
of the design on the goods themselves at some length, but dealt rather 
summarily with the use on the cartons. The examiner stated that: 


Label specimens of record are adequate and in harmony with the 
presentment on the drawing. It is the Office position that this design- 
like or geometric presentment does not appear to distinguish ap- 
plicant’s goods from those manufactured and sold by others. It is 
believed that purchasers would regard this presentment as mere 
ornamentation. 


The Assistant Commissioner held that, 112 USPQ at 269 (47 TMR at 
538), “the tiny reproduction of the decoration on a small white gummed 
label pasted on the carton can hardly make a commercial impression, par- 
ticularly where, as here, the purchaser is not apt to see it until the machine 
which he (or she) selects is delivered in the carton.” 

While there is no doubt that the use of the design on the goods serves 
the purpose of ornamentation, whether or not it also functions as a trade- 
mark, it seems preposterous that anyone would suppose that the tiny 
reproduction on a small white gummed label pasted on the carton was 
applied to the cartons merely as an ornament. The design is so propor- 
tioned that it serves as an ornament when applied to the goods but its 
ornamental effect otherwise vanishes when displayed apart from the goods. 
Aside from the question as to whether the design is used as a trademark 
on the goods themselves, we think it clear that, as used on the labels, it 
must be taken from the realities of the situation as presented by the 
record, that its sole function is one indicating the origin of the goods, 
in the same manner as the “circle, square, triangle, a cross or a star,” 
referred to in Leschen Rope Co. v. Broderick, 201 U.S. 166; and that such 
use is accordingly a trademark use. 

We are of the opinion that the application of appellant’s design to the 
goods themselves, even assuming that it serves there as an ornament only 
and not as a trademark, does not disqualify the use of the design on the 
labels on the cartons as a trademark use. The situation in the instant case 
is quite similar to that involved in Barron-Gray Packing Company v. 
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Bruce’s Juices, Inc., 34 C.C.P.A. (Patents) 1106, 162 F.2d 217, 74 USPQ 
99. In that case it was held that a mark consisting of a picture of three 
waiters each carrying a tray on which there was a glass of fruit juice was 
properly registered as a trademark even though it had been used only on 
cartons containing several dozen cans of juices. The contention that the 
mark was merely a fragmentary decorative display was not sustained by 
the court, which agreed with the Patent Office tribunals that the pictures 
were used in a trademark sense. 

It is, of course, true that a design consisting merely or essentially of a 
pictorial representation of the goods on which it is used is descriptive, and 
is not a valid trademark, In re Pierce Arrow Motor Car Co., 19 C.C.P.A. 
(Patents) 999, 55 F.2d 434, 12 USPQ 315 (22 TMR 107), but such a repre- 
sentation may be a good trademark if combined with arbitrary features 
capable of indicating origin. Jantzen Knitting Mills v. West Coast Kmit- 
ting Mills, 18 C.C.P.A. (Patents) 843, 46 F.2d 182, 8 USPQ 40 (21 TMR 
97); Keller Products, Inc. v. Rubber Linings Corp., 213 F.2d 382, 101 
USPQ 307 (44 TMR 1095). 

While the design here sought to be registered appears on the goods, 
it clearly is not a pictorial representation of such goods, and is, at most, 
merely suggestive of the goods in a general sense. It is not so nearly 
descriptive of the goods as a mark which actually pictures the goods in 
combination with other features. 

We are unable to agree with the Assistant Commissioner that appel- 
lant’s labels, because of their relatively small size, “can hardly make a 
commercial impression.” No authority is cited, and none has been found, 
to the effect that a trademark use requires a display of a design of any 
particular size or degree of prominence. The important question is not 
how readily the mark will be noticed, but whether, when it is noticed, it 
will be understood as indicating origin of the goods. 

For the reasons given, we conclude that appellant’s design, as applied 
to the labels on the cartons, constitutes a valid trademark and, so far as 
appears from the record here, is registrable. It is accordingly unnecessary 
to consider whether the design, as applied to the goods themselves, also 
functions as a trademark. 

The decision of the Assistant Commissioner is reversed. 

WORLEY, Judge, dissents. 
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EX PARTE ASTRA PHARMACEUTICAL PRODUCTS, INC. 


Commissioner of Patents — June 11, 1958 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 
REGISTRABILITY—A BANDON MENT 
Registrant in verified affidavit states that he has not abandoned mark shown in 

registration and proposes to resume use of mark on goods when conditions warrant 
resumption. Examiner’s refusal to accept affidavit on the ground that affidavit re- 
quired by Section 8 of the statute must do more than negate any intention on part 
of registrant to abandon mark but must show that nonuse of mark is due to special 
circumstances is affirmed. 


Astra Pharmaceutical Products, Inc., trademark Registration No. 
568,087 issued December 16, 1952, petitions from Examiner of Trademarks 
to review action refusing acceptance of affidavit filed under Section 8 
of 1946 Act. Petition denied. 


Alexander, Maltitz, Derenberg & Sullivan, of New York, N.Y., for regis- 
trant. 


LEEDS, Assistant Commissioner. 

Registrant has requested review of the action of the Examiner of 
Trademarks refusing acceptance of the affidavit filed under the require- 
ments of Section 8. 

The registration here involved issued on December 16, 1952 (Reg. No. 
568,087) to Astra Pharmaceutical Products, Ine. 

On March 4, 1958, registrant filed a properly executed affidavit reciting, 


“* * * although use of the trademark shown in the registration has 
been temporarily discontinued, we have not abandoned this trademark 
and we propose to resume use of same on the mentioned goods when 
conditions warrant such resumption.” 


The examiner acknowledged receipt of the affidavit and held the 


reasons given to be insufficient to constitute excusable nonuse and refused 


its acceptance. 

In the request for review of the examiner’s action, registrant’s counsel 
contends that the affidavit complies with the requirements of Rule 2.162(3), 
and states that, “The above quoted wording was suggested by the regis- 
trant’s attorneys based upon their knowledge that the Patent Office had, 
for the past five or six years, accepted such wording as being sufficient to 
negate any intention on the part of the registrant to abandon the mark.” 

The statute in Section 8 requires, in connection with nonuse, a showing 
that nonuse of a mark is due to special circumstances which excuse such 
nonuse and is not due to any intention to abandon the mark. Rule 2.162(3) 
requires a recitation of sufficient facts to show that nonuse of a mark is 
due to special circumstances which excuse such nonuse and is not due to 
any intention to abandon the mark. 

The only questions are (1) whether or not a decreased demand for the 
product sold under the mark resulting in discontinuance of the line can be 
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reasonably construed as “special circumstances which excuse such nonuse,” 
and (2) whether or not a statement that registrant has not abandoned the 
mark and proposes to resume use of the mark on the goods when conditions 
warrant can be reasonably construed as an absence of “any intention to 
abandon the mark.” The questions must be answered in the negative. 
Decreased demand for a product and its resultant withdrawal from the 
market do not constitute special circumstances which excuse the nonuse 
within either letter or the spirit of the statute; and a verified statement 
by a registrant that it has not abandoned a mark is a conclusion of the 
affiant and does not constitute a showing from which the question of intent 
ean be resolved. The affidavit required by Section 8 of the statute must do 
more than “negate any intention on the part of the registrant to abandon 
a mark.” It must show that nonuse of a mark is due to special circum- 
stances which excuse such nonuse. No such showing has been made. 


The Examiner of Trademarks properly refused acceptance of the 
affidavit. 


EX PARTE THE DENVER CHEMICAL 
MANUFACTURING COMPANY 


Commissioner of Patents — June 11, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 
REGISTRABILITY—ABANDONMENT 
Decreased demand for a product and its resultant withdrawal from the market 
do not constitute special circumstances within the letter or spirit of Section 8 which 
would excuse the nonuse of a registered mark, and a verified statement that the 
registrant has not abandoned the mark does not constitute a showing from which 
the question of intent can be resolved; the affidavit must do more than negate an 
intention to abandon a mark but must go further and show that nonuse thereof is 
due to special circumstances which excuse nonuse. 


Petition by The Denver Chemical Manufacturing Company, trademark 
registration No. 569,163, issued January 13, 1953. Petition from Examiner 
of Trademarks to review action refusing acceptance of affidavit filed 
under Section 8 of 1946 Act. Petition denied. 


Alexander, Maltitz, Derenberg & Sullivan, of New York, N. Y., for 
registrant. 


LeEeps, Assistant Commissioner. 

Registrant has requested review of the action of the Examiner of 
Trademarks refusing acceptance of the affidavit filed under the require- 
ments of Section 8. 

The registration here involved issued on January 13, 1953 (Reg. 
No. 569,163) to The Denver Chemical Manufacturing Company. 

On March 20, 1958, registrant filed a properly executed affidavit 
reciting, 
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“* * * that use of the trademark shown in the registration has 
been temporarily discontinued; that this trademark has not been 
abandoned and registrant proposes to resume use of same on the 
goods recited in the registration when conditions warrant such resump- 
tion.” 


The examiner acknowledged receipt of the affidavit and held the 
reasons given to be insufficient to constitute excusable nonuse and refused 
its acceptance. 

In the request for review of the examiner’s action, registrant’s counsel 
contends that the affidavit complies with the requirements of Rule 2.162(3), 
and states that, “The above quoted wording was suggested by the regis- 
trant’s attorneys based upon their knowledge that the Patent Office had, 
for the past five or six years, accepted such wording as being sufficient to 
negate any intention on the part of the registrant to abandon the mark.” 

The statute in Section 8 requires, in connection with nonuse, a showing 
that nonuse of a mark is due to special circumstances which excuse such 
nonuse and is not due to any intention to abandon the mark. Rule 2.162(3) 
requires a recitation of sufficient facts to show that nonuse of a mark 
is due to special circumstances which excuse such nonuse and is not due 
to any intention to abandon the mark. 

The only questions are (1) whether or not a decreased demand for 
the product sold under the mark resulting im discontinuance of the line 
can be reasonably construed as “special circumstances which excuse such 
nonuse,” and (2) whether or not a statement that registrant has not aban- 
doned the mark and proposes to resume use of the mark on the goods when 
conditions warrant can be reasonably construed as an absence of “any 
intention to abandon the mark.” The questions must be answered in the 
negative. 

Decreased demand for a product and its resultant withdrawal from 
the market do not constitute special circumstances which excuse the nonuse 
within either letter or the spirit of the statute; and a verified statement by 
a registrant that it has not abandoned a mark is a conclusion of the affiant 
and does not constitute a showing from which the question of intent can 
be resolved. The affidavit required by Section 8 of the statute must do more 
than “negate any intention on the part of the registrant to abandon a 
mark.” It must show that nonuse of a mark is due to special circumstances 
which excuse such nonuse. No such showing has been made. 

The Examiner of Trademarks properly refused acceptance of the 
affidavit. 
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EX PARTE BUCHICCHIO 
Commissioner of Patents — June 24, 1958 
TRADEMARK ACT oF 1946—CONSTRUCTION—SECTION 8 


Patent Office is without authority to accept affidavit filed after the expiration 
of the 6th year, and registration must be canceled. 


Joseph J. Buchicchio, registrant, Trademark Registration No. 55,030 
petitions from action of Examiner of Trademarks ordering cancellation 
of registration. Petition denied. 

J. Gibson Semmes, of Washington, D.C., for registrant. 
LEEps, Assistant Commissioner. 

On May 17, 1957, registrant was informed that the affidavit filed in 
connection with Section 8 did not comply with the requirements of Sec- 
tion 8 and that the registration would be canceled unless evidence of 
current use, such as a specimen showing the mark, were filed on or before 
April 1, 1958. 

No response to the requirement having been made, registrant was 
again informed on December 3, 1957 that the registration would be can- 
eeled unless evidence of current use were submitted on or before April 1, 
1958. 

Registrant still did not respond within the required period and he 
was informed on May 6, 1958 that the mark would be canceled in due course. 

On June 18, 1958, registrant filed another affidavit accompanied by 
evidence of current use. 

Section 8(a) states that a registration “shall be canceled by the Com- 
missioner at the end of 6 years following its date unless, within 1 year next 
preceding the expiration of such 6 years the registrant shall file in the 
Patent Office an affidavit showing that said mark is still in use * * * .” 

Registrant has failed to file a proper affidavit before expiration of the 
sixth year and the Commissioner is without authority to accept an affidavit 
filed after that time. See Ex parte Radio Corporation of America, 114 
USPQ 403 (47 TMR 1404) (Com’r, 1957). 

The registration will, therefore, be canceled in due course. 





EX PARTE KELLEY-HOW-THOMSON CO. 


Commissioner of Patents — June 24, 1958 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 8 
Statement in affidavit that mark is not currently in use on certain articles but 
denying intention to abandon is insufficient, since Act requires the recital of facts 
in the affidavit from which the legal conclusion may be drawn that the nonuse is 
excusable and without intention to abandon. 


Kelley-How-Thomson Co., registrant, Registration No. 555,179 issued 
February 26, 1952 appeals from Examiner of Trademarks refusal to accept 
affidavit under Section 8. Petition denied. 
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Jones, Darbo & Robertson, of Chicago, Illinois, for registrant. 


LEEDs, Assistant Commissioner. 

Registrant has requested review of the action of the Examiner of Trade- 
marks refusing acceptance of the affidavit filed under the requirements of 
Section 8. 

The registration here involved issued on February 26, 1952 (Reg. 
No. 555,179) to Kelley-How-Thomson Co. The mark is SPORTLAND and the 
goods listed are various articles of clothing. 

On February 25, 1958, registrant filed a properly executed affidavit 
reciting that it 


“is the owner of said registration; that the mark shown therein is still 
in use on boats, as evidenced by the specimen plastic label hereto at- 
tached showing the trademark SPORTLAND as so currently used. 

“Said mark is not in use at the present time on clothing and that 
the reason therefore is that articles of clothing being sold by said 
Kelley-How-Thomson Co. are currently sold under the manufacturers’ 
trademarks, said Kelley-How-Thomson Co. not being a manufacturer 
but being a wholesale distributor; that it is not the intention of said 
Kelley-How-Thomson Co. to abandon the trademark sPorRTLAND for 
the articles of clothing named in said registration certificate and use 
of said trademark on said clothing may be resumed at any time.” 


The examiner in refusing to accept the affidavit held that these state- 
ments did not satisfy statutory requirements. 

Section 8 of the statute provides that a registrant may submit a show- 
ing that nonuse is due to special circumstances which excuse such nonuse 
and is not due to any intention to abandon the mark. Therefore, where a 
mark is not currently in use a registrant must submit facts from which 
two legal conclusions can be drawn. They are: (1) that the nonuse is due 
to special circumstances which excuse such nonuse and (2) that such non- 
use is not due to any intention to abandon the mark. The affidavit sub- 
mitted in this case does not set forth sufficient facts to show either. 

The Examiner of Trademarks properly refused acceptance of the 
affidavit. 





BROUSSEAU v. M. R. McCLELLAND SONS, INC. 
No. 5,310 — Commissioner of Patents —June 27, 1958 


REGISTRATION PROCEDURE—IN'TERFERENCE—EVIDENCE 
Letters written by a party to an interference proceeding which contained factual 
allegations, as well as correspondence and copies of agreements between them, were 
given consideration insofar as they constituted admissions against interest but dis- 
regarded as incompetent for all other purposes. 
REGISTRABILITY—IN GENERAL 
R&EGISTRABILITY—LICENSES 
Where the inventor of a liquid cleaning compound disclosed it to another and 
granted it the exclusive right to manufacture and sell the product, the licensee 
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thereafter manufacturing and selling the cleaner under the mark FORMULA B, it 
was held that the inventor was not the trademark owner, that he had never used 
the mark, that use of the mark by the manufacturer did not inure to his benefit, 
that he was not entitled to registration of the mark and that the application of 
the manufacturer should be granted. 


Interference proceeding between Henri Brousseau, application Serial 
No. 683,332, filed March 24, 1955 and M. R. McClelland Sons, Inc., appli- 
cation Serial No. 650,597, filed July 21, 1953. M. R. McClelland Sons, Ine. 
appeals from decision of Examiner of Interferences for Brousseau. 
Reversed. 


Henri Brousseau, of Fort Lauderdale, Florida, pro se. 
Reynolds, Beach & Christensen, of Seattle, Washington, for M. R. McClel- 
land Sons, Ine. 


LEeEps, Assistant Commissioner. 

On July 21, 1953, M. R. McClelland Sons, Ine. (hereafter called 
McClelland, Inc.), filed an application to register rFoRMULA ‘B’ for a 
deodorant cleaning compound in liquid form, use since May of 1950 being 
asserted. 

On March 24, 1955, Henri Brousseau (hereinafter called Brousseau) 
filed an application to register FORMULA ‘B’ for a deodorant cleaner com- 
pound in liquid form, use since March of 1950 being asserted. 

An interference was instituted between the pending applications, and 
after much correspondence between the Examiner of Interferences and 
the parties to the proceeding, the filing of and actions upon numerous 
motions, the filing of unproved exhibits by Brousseau, and the filing of 
testimony, exhibits and a brief by McClelland, the Examiner of Inter- 
ferences found Brousseau to be the owner of the mark and entitled to its 
registration. 

There is no real issue of priority in this case. The issue is one of 
ownership of the mark, and it arises by reason of the past activities and 
relationships of the two applicants. 

The labels filed with the McClelland application show MC CLELLAND’s 
FORMULA ‘B’ and they indicate that the product in connection with which 
they are used is manufactured by M. R. McClelland Sons, Inc., of Tacoma, 
Washington. The labels filed with the Brousseau application show MC CLEL- 
LAND’S FORMULA ‘B’, and they indicate that the product in connection with 
which they are used is manufactured by The Formula “B” Corporation, 
Tacoma, Washington, and distributed by Pemco, Inc., Philadelphia. 

The record in this case is far from satisfactory. Brousseau, who had 
the burden of going forward with his proofs, took no testimony and offered 
no proofs, but he and a Miami, Florida, lawyer who has represented him 
in the past have written letters to the Patent Office purporting to give 
facts, and copies of alleged correspondence and agreements have been 
submitted by Brousseau. In so far as they constitute admissions against 
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interest, these papers will be considered; but they are incompetent as 
evidence on behalf of Brousseau. 

McClelland, Inec., took the testimony of Russell E. McClelland (here- 
after called R. E. McClelland), its secretary-manager, Lena Okerholm, its 
president, and Annon W. May, its attorney, and a number of exhibits were 
introduced, some of which are duplicates of papers which were sent to the 
Patent Office by Brousseau. 

It appears from the record that since at least 1948, McClelland, Inc., 
a family-owned corporation, operated by R. E. McClelland, his brother 
Orville L. McClelland (hereafter called O. L. McClelland), and their 
mother, Lena McClelland Okerholm, has been engaged in the professional 
house cleaning business in Tacoma, Washington. In 1950, McClelland, Inc., 
advertised in the Seattle newspaper for a rug and furniture cleaning man 
to take charge of its shop. Brousseau, who was then using the name of 
Harry Bell, answered the advertisement and was hired. After having gone 
to work for McClelland, Inc., he reported to the company that he did not 
like the cleaner being used by the company as well as his own, and Me- 
Clelland, Inc., then bought the ingredients and Brousseau made his own 
cleaner. Various agreements were entered into in 1950 under the terms 
of which McClelland, Inc., recognized ownership of the cleaner formula 
by Brousseau, and Brousseau gave McClelland, Inc., certain manufacturing 
and selling rights for specified royalties. These 1950 agreements were 
superseded by one dated in June of 1952 which was, in turn, superseded 
by two dated June 24, 1953. 

One of the June 24 agreements (and the only one with which we are 
concerned) contained provisions under which Brousseau granted to Mce- 
Clelland, Inc., “the exclusive right, license, and privilege to manufacture, 
distribute, and sell, and the right to grant licenses to distribute and sell 
the said secret cleaning formula and any improvements thereon which may 
hereafter be acquired by Licensor | Brousseau], or with respect to which 
the Licensor may obtain the right to grant licenses, in the United States of 
America, its possessions and territories, except the State of Florida,” and 
under which Brousseau would buy from McClelland, Inc., the compound, 
advertising and sales aids, brochures, pamphlets, display materials and 
containers for use by him in the sale, distribution, or promotion of the 
product in the State of Florida. Brousseau agreed that he would cooperate 
with McClelland, Inc., in the promotion, manufacture and distribution of 
the product. The agreement specified certain royalties, reports, audits, and 
prices of product and other things sold by McClelland, Inc. to Brousseau, 
and it contained provisions concerning breach. In connection with the 
latter, it was provided that if Brousseau should in any way breach the 
agreement, McClelland, Inc., should cease all payment of royalties for the 
future use of the secret formula, and McClelland, Inc., might, at its own 
discretion, continue to produce and sell FORMULA ‘B’ in any manner and 
under any conditions desired without any obligation to account to Brous- 
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seau. It was provided that if McClelland, Inc., should in any way breach 
the agreement, all rights arising under the contract would be immediately 
terminated, and all royalties outstanding would be immediately paid. 

Under date of December 16, 1953, Brousseau wrote a letter to the 
McClelland brothers stating that he had to have financial aid before 
December 22, and if the addressees would advance to him or arrange for 
him to obtain $400 for a period of not more than three months, he would 
repay that sum plus $100, or a total of $500; and if he should fail to repay 
the sum, he would “turn over” the State of Florida with the same agreement 
as existed for the other forty-seven States. 

On December 22, 1953 Brousseau executed a bill of sale to McClelland, 
Inc., in which it was recited that for $400 he assigned all of his rights to 
sell and distribute FORMULA ‘B’ in the State of Florida with a reserved 
right to repurchase said rights within ninety days from the date of the 
agreement. The instrument further provided that it was ancillary to the 
agreement theretofore entered into between the parties granting manu- 
facturing and sales rights to the rest of the United States and that such 
prior agreement should be deemed to include the State of Florida under 
its terms. The record shows that the right to repurchase was not exercised. 

It appears that at some time, probably in 1953, a corporation known 
as Formula B Corporation was formed to act as sales agent for McClelland, 
Inc., and the McClelland brothers and their mother were officers in this 
corporation. Trouble developed in late 1953 or early 1954 between the 
McClelland brothers, and O. L. McClelland resigned from McClelland, Inc., 
in December of 1953 or January of 1954 and devoted his time to Formula 
B Corporation. 

Some time shortly before March of 1954, R. E. McClelland went to 
Florida to see Brousseau and to investigate a report that O. L. McClelland, 
on behalf of Formula B Corporation, had attempted to have Brousseau 
eancel his contract with McClelland, Inc., and enter into a contract with 
Formula B Corporation. According to the testimony of R. E. McClelland, 
“harmony was restored” between Brousseau and his company. 

On May 10, 1954, Brousseau wrote a letter to R. E. McClelland in 
which he made a number of threats about his future competition with 
McClelland, Inc., and stated, “You have my cancellation of our contract 
and you know the grounds. No need of me going into that but if you are 
wise you will not attempt to sell any FORMULA ‘B’ and that means McClelland 
& Sons or any other parties.” He added that he was returning the product 
ingredients (which he termed “junk”) which McClelland, Inc., had sent 
him under the terms of the contract; that the product sent to him by 
McClelland, Inc., was not “his” formula; that he had been working on 
bettering FORMULA ‘B’ and thus had a product much more practical than 
“the one I gave you”; that when the new product reached the market it 
would be done properly and not “by a bunch of chiselers’”’; that he planned 
to go to Tacoma within a month and he “sure hope[d] to find your books 





Vol. 48 T. M. R. BROUSSEAU v. M. R. McCLELLAND SONS, INC. 1417 





in order when I get there”; and that “I am getting the tradename copy- 
righted (myself this time).” 

On May 19, 1954, the attorney for McClelland, Inc., wrote to the 
attorney for Brousseau stating that the corporation maintained that the 
June 24, 1953 contract was valid and in effect, but that changes which were 
felt to be necessary and proper would be considered. It was suggested 
that a proposed contract should be prepared and sent to McClelland, Inc., 
for immediate consideration. 

In June of 1954, the Eastern distributor for McClelland, Inc., located 
in Washington, D.C., advised O. L. MeClelland that an intermediary had 
proposed a “deal” on behalf of a multi-million dollar corporation for the 
exclusive manufacturing and distribution rights to FoRMULA ‘B’ for the 
United States, and the said distributor asked for certain information 
concerning such a proposal. 

O. L. McClelland replied that his company (Formula B Corporation) 
“was not interested in making a quick buck,” but was concerned with 
having “the right type of corporation” market the product; and that he 
had talked with “the principals in his group” and they would all be 
willing to sell on a fair and equitable basis—“Brousseau as the original 
inventor, McClelland as the manufacturer, Formula B Corporation as 
exclusive licensee for distribution, and Pemskor, our franchised Eastern 
distributor.” 

Brousseau went to Tacoma in August of 1954, having called on the 
Eastern distributor of FORMULA ‘B’ in Washington, D.C., en route. He 
commenced selling FORMULA ‘B’ for McClelland, Inc., in the Tacoma area. 

McClelland, Ine., continued to pay royalties to Brousseau through 
July 31, 1954, and neither the gallonage nor the amounts of royalties were 
questioned by Brousseau; nor did he ever exercise his right under the 
contract to have an independent audit made. 

On August 11, 1954, McClelland, Inc., notified Formula B Corporation 
that its sales contract for the distribution of FORMULA ‘B’ cleaner was 
terminated as of that date for failure to pay money due and for failure 
to promote the said product. 

On August 17, 1954, Brousseau wrote to his lawyer in Miami advising 
him that McClelland, Inc., had canceled its contract with Formula B Cor- 
poration ; that should Formula B Corporation continue to sell FORMULA ‘B’ 
or a substitute under that name, McClelland, Inc., would bring court action 
against it; that the Eastern distributor would henceforth have to deal 
with McClelland, Inc., because that would be the only source of supply; 
that McClelland, Inc., would produce his (Brousseau’s) “new FORMULA ‘B’ 
under two different forms and under separate tradenames.” Brousseau 
submitted with the latter a draft of a proposed contract between himself 
and McClelland, Inc., and stated that he hoped the lawyer would approve 
the draft so as not to delay things, adding, “I know that for sure now, 
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I’ll be dealing with honest people and I’m quite certain that the near future 
will bring real good results for everyone involved.” 

Under date of August 20, 1954, the lawyer replied to Brousseau’s 
letter calling attention to numerous points in the proposed contract to 
which Brousseau should not agree. Among other things, the lawyer stated, 
“You do not own the copyright, trade-mark or patents, either nationally 
or in any State to FORMULA ‘B’; and * * * now is the time for all trade- 
mark copyright and patent rights to be assigned over to you. IT SHOULD 
BE A PART OF THIS AGREEMENT.” At another place in the letter, 
the lawyer stated, “Since you do not own the tradename FORMULA ‘B’ you 
can not covenant and represent that you do own the tradename. Thus, 
the same thing applies here NOW IS THE TIME FOR EVERYONE 
TO ASSIGN OVER TO YOU THE TRADE-NAME, TRADEMARK 
and/or COPYRIGHTS, either U.S. or individual states.” 

Brousseau continued to sell the cleaner for McClelland, Inc., in the 
Tacoma area through August, and on Labor Day weekend in 1954 he went 
on a fishing trip with O. L. McClelland. Following the trip, Brousseau 
advised McClelland, Inc., that he was “selling out” to Formula B Corpo- 
ration—that he had to watch out for himself and get the most he could 
and that Formula B Corporation would give him more than McClelland, 
Inc., would. 

This action on the part of Brousseau was considered by McClelland, 
Inc., to be a breach of contract, and from that time on no royalties were 
paid Brousseau. 

Formula B Corporation then commenced using the same labels which 
were used by McClelland, Inc., and Brousseau commenced selling in the 
Tacoma area for Formula B Corporation a product which that company 
had manufactured. 

A very few months later, Brousseau and Formula B Corporation 
parted company and Formula B Corporation became defunct with an 
unsatisfied judgment of the Superior Court of Pierce County, Washington, 
against it. 

On March 24, 1955, Brousseau filed his application to register FORMULA 
‘B’ as a trademark for a deodorant cleaner compound in liquid form for 
miscellaneous uses, asserting first use on February 10, 1950, and first use 
in commerce on March 15, 1950. The application sets forth that the 
labels submitted with it show that trademark as actually used. These 
labels show “MC CLELLAND’S FORMULA ‘B’—Manufactured by The Formula 
‘B’ Corporation, Tacoma, Washington—Trade Mark Applied For U.S. 
Pat. Off.” The labels submitted by Brousseau with his application are sub- 
stantially identical in design and color scheme and in the display of 
MC CLELLAND’S FORMULA ‘B’ with those submitted in 1953 by McClelland, 
Inc., with its application. 

Both Brousseau and McClelland, Inc., concede that McClelland, Inc., 
has made changes in the original formula submitted to it by Brousseau 
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and that the product presently being sold by McClelland, Inc., is not made 
in strict accordance with Brousseau’s formula. 

The record leads to the inescapable conclusions that (a) Brousseau 
has never used FORMULA ‘B’ as a trademark for a deodorant cleaner com- 
pound; (b) use of FoRMULA ‘B’ by McClelland, Inc., on a deodorant cleaner 
compound manufactured and sold by it, either directly or through its sales 
agent Formula B Corporation, did not inure to the benefit of Brousseau; 
(c) the product manufactured and sold by McClelland, Inc., and identified 
by the mark FORMULA ‘B’ is made in accordance with a formula evolved 
by McClelland, Inc., from the basic formula submitted to it by Brousseau, 
and Brousseau has admitted that the product is not made according to his 
formula; (d) Brousseau’s breach of his contract with McClelland, Inc., 
by entering into a contract for the manufacture and sale of the product by 
Formula B Corporation relieved McClelland, Inc., from further obligation 
to Brousseau; and (e) Brousseau has no rights which can interfere with 
the right of McClelland, Inc., to continue to manufacture its deodorant 
cleaner compound and to sell it under the mark rorMULA ‘Bb’. The mark 
identifies the product of McClelland, Inc., and distinguishes it from those 
of others. 

On the record, Brousseau is not entitled to the registration sought, 
and McClelland, Inc., is entitled to the registration which it seeks. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE CLOVER FARM STORES CORPORATION 


Commissioner of Patents — July 2, 1958 


REGISTRABILITY—RELATED COMPANY USE 

One who was engaged in the business of rendering advisory, consultive and 
advertising services to affiliated food wholesalers and retailers, all of whom iden- 
tified their connection with applicant by use of the mark CLOVER FARM STORES, was 
held entitled to registration of the said mark as used in connection with insurance 
services where it appeared that the applicant had negotiated an insurance plan for 
its members which was implemented by an underwriter through an insurance com- 
pany, both of which were held sufficiently under applicant’s control by reason of 
the fact that applicant had established the standards for the policies and, further, 
because three of its stockholders were directors of both the underwriting company 
and the insurance company. Notwithstanding that applicant was not licensed to 
engage in the insurance business, it was, therefore, held entitled to register the mark 
for fire and property insurance services. 


Application for service mark registration by Clover Farm Stores 
Corporation, Serial No. 657,411, filed December 4, 1953. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 
Ely, Pearne & Gordon, of Cleveland, Ohio, for applicant. 


Lxeps, Assistant Commissioner. 
An application has been filed to register for fire and property insurauce 
underwriting, agency, and claims services, the following mark: 
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CLOVER FARM 
STORES 


Use by a related company since August of 1938, is asserted. 

Registration has been refused on the grounds that (a) the mark is not 
used to identify and distinguish services, and (b) it does not satisfactorily 
appear that use of the mark presented for registration inures to the benefit 
of applicant. 

Applicant, Clover Farm Stores Corporation, is engaged in the business 
of rendering advisory and consultant services and in furnishing advertis- 
ing services in connection with the operation of food stores affiliated with 
applicant, which stores are known as CLOVER FARM STORES. The mark used 
in the performance of such services is identical with that presented here. 

In 1938 applicant concluded negotiations for a plan of insurance with 
underwriters of American Merchants Mutual Insurance Company by 
which applicant’s affiliated food stores could obtain favorable net premiums 
on insurance as a result of the fact that such stores, by reason of their 
operation in accordance with applicant’s programs, constituted a select 
class of insurance risks. The underwriting is done through American 
Merchants Mutual Insurance Company by a mutual group known as 
CLOVER FARM MUTUAL UNDERWRITERS. The first fire insurance policy under 
the plan issued to one of applicant’s affiliated stores in August of 1938. 

Three stockholders of applicant constitute three of the seven directors 
of Clover Farms Mutual Underwriters, and such stockholders, by virtue 
of their directorship in Clover Farms Mutual Underwriters, are also duly 
elected directors of American Merchants Mutual Insurance Company, of 
which Clover Farms Mutual Underwriters is a group. 

The specimens are sample fire insurance policies showing at the top 
thereof CLOVER FARM MUTUAL UNDERWRITERS and the mark sought to be 
registered. 

Applicant, not being authorized to engage in the business of under- 
writing insurance, either under its charter or under the laws of the various 
States in which its affiliated stores operate, has authorized another to 
perform the underwriting function for it and to use in connection with 
such underwriting the mark sought to be registered. 

The mark unquestionably identifies applicant’s advisory, consultant 
and advertising services, and in this respect, it serves to identify applicant 
as the performer—the source—of such services. This leaves only the ques- 
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tion of whether or not the mark also identifies and distinguishes the insur- 
ance underwriting services in connection with which the mark is used as 
originating with, or under the authority of, applicant. The answer is in 
the affirmative, since it appears that the services of American Merchants 
Mutual Insurance Company are sufficiently controlled and directed by 
applicant—through common officers and through common safety programs 
of applicant’s affiliated food stores, all of which are directed by applicant. 
It appears that the mark presented for registration serves numerous 
identifying and distinguishing functions. The mark identifies applicant’s 
affiliated wholesalers and stores; it identifies some food products distributed 
by such wholesalers and stores; it identifies applicant’s advisory, con- 
sultant and advertising services; and it identifies the fire insurance services 
supervised by applicant and performed under a plan negotiated by appli- 
cant on behalf of its affiliated wholesalers and stores. 

The decision of the Examiner of Trademarks is reversed, and the mark 
should be published in accordance with Section 12(a). 


EX PARTE PEST-GUARD PRODUCTS, INC. 


Commissioner of Patents — July 2, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRATION PROCEDURE—EX PARTE REJECTION 
Identical statements from members of the trade to the effect that BUG-PROOF 
designates applicant’s shelf paper were held to be entitled to no weight. 
Application for BUG-PROOF, as used in connection with insect killing shelf paper, 
rejected upon a finding that the term is merely descriptive. Notwithstanding that 
the alleged mark had been featured in advertising and on the packages in large 
type, it had always appeared together with the mark PEST-GUARD and the applicant 
provided no way to describe the properties of the paper other than by use of the 
words BUG-PROOF. 


Application for trademark registration by Pest-Guard Products, Inc., 
Serial No. 696,584, filed October 17, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for 
applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register on the Supplemental Register 
BUG-PROOF for chemically treated shelf paper, use since December 23, 1954 
being asserted. 

Registration has been refused on the ground that the term BUG-PROOF 
is incapable of indicating origin in applicant, being a term which merely 
describes a particular kind of paper irrespective of its source. 

Applicant has appealed. 
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There is no question but that BUG-PROOF is a descriptive term which, 
when used on shelf paper chemically treated to kill bugs, tells potential 
purchasers exactly what characteristic the paper has. 

Applicant’s president has executed an affidavit reciting sales in the 
amount of some four hundred seventy thousand dollars in 1955 and 1956 
and advertising expenditures of more than one hundred thousand dollars 
in connection with BUG-PROOF paper. The advertising clippings which are 
in the record, the wrappers for the shelf paper, and direct mail pieces 
seem to support the examiner’s finding that the term merely describes a 
particular kind of paper. It is true that the term appears on the packages 
in larger letters than any other wording, but it does not necessarily follow 
that it is a trademark. PEST-GUARD is used as the trademark on the product. 

Applicant has submitted copies of orders from dealers, commercial 
users and consumers, all of which refer to BUG-PROOF SHELF PAPER, but 
they are insufficient to show any recognition of BUG-PROOF as a brand of 
chemically treated insect killing paper. Rather, they seem to support 
the examiner’s finding that BuG-pRoor describes a kind of shelf paper. 

Following the argument on appeal, applicant submitted wrappers 
used by competitors on their insect-killing shelf paper in an effort to show 
that BUG-PROOF is not in common use to describe such paper. One wrapper 
shows BUGMASTER, one shows BUG-BAN, One shows BUG-FREE and the other 
shows NO BUGS M’LADY. These wrappers merely show that these four com- 
petitors do not use BUG-PROOF on their packages. Applicant also submitted 
identical unverified statements signed by dealers in products such as appli- 
eant’s. The form of statement was apparently prepared by applicant’s 
attorneys, since the second paragraph reads as follows: 


“T have always recognized the name BUG-PROOF as a brand or trade- 
mark for such chemically treated shelf and lining paper. To me the 
name means a product coming from Pest-Guard Products, Inc., and 
it indicates to me that Pest-Guard Products, Inc., is the sole source of 
supply of such product bearing such name. Further, to the best of 
my knowledge and belief, the name BUG-PROOF is not used in any man- 
ner by competitors of Pest-Guard Products, Inc.” 


The nature of the prepared statements signed by such dealers is such 
that they are not entitled to any weight. 

To describe shelf paper which is chemically treated to kill bugs as 
BUG-PROOF is a normal and ordinary use of the language; and the nature 
of the term is such that its descriptiveness outweighs all likelihood that 
consumers will purchase BUG-PROOF paper because it emanates from a 
single producer rather than because of its insect-killing property. This is 
to say that ultimate purchasers are likely to buy in terms of PEST-GUARD 
bug-proof shelf paper as distinguished from other brands of bug-proof 
shelf paper. Applicant has provided no way to describe its insect-killing 
shelf paper other than as “bug-proof” shelf paper. 
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The examiner properly refused registration on the ground that the 
term is incapable of distinguishing applicant’s shelf paper and the decision 
is affirmed. 


EX PARTE ALLIS-CHALMERS MANUFACTURING COMPANY 


Commissioner of Patents —July 7, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application for TWIN-WHEEL for drive mechanisms for agricultural cutting 
machines is refused since term is merely descriptive for applicant’s mower drive 
containing twin flywheels with matched counterweights. 


Application for trademark registration by Allis-Chalmers Manufactur- 
ing Company, Serial No. 18,122 filed October 25, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Donald C. McGaughey, Joseph E. Kerwin, and Erwin Koppel, of Milwaukee, 
Wisconsin, for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register TWIN-WHEEL for drive 
mechanisms for agricultural cutting machines, use since October 12, 1956 
being asserted. 

Registration has been refused on the ground that “It appears that 
applicant’s showing not only lacks the potential of a mark, but that appli- 
eant has not used ‘twin-wheel’ as a trademark.” Presumably, this state- 
ment means that the record leads to a conclusion that the term TWIN-WHEEL 
is a descriptive term used to describe and therefore does not serve to 
identify and distinguish applicant’s goods. 

Applicant has appealed. 

The specimens are decalcomanias showing 


TWIN-WHEEL 
Drive 


disposed upon an illustration of two counterweights on the cutter-bar 
attached to the sickle of a mower. Below and to the left there appears the 
well-known ALLIS-CHALMERS monogram. 

During prosecution of the case, applicant furnished a brochure adver- 
tising the ALLIS-CHALMERS NUMBER 7 MOWER—REAR-MOUNTED, TRAILTYPE— 
WITH REVOLUTIONARY AND EXCLUSIVE TWIN WHEEL DRIVE. In describing the 
drive applicant has stated and illustrated in the brochure, “How Twin- 
wheel Drive Works—Twin flywheels balance each other in these directions 
—Twin flywheels balance Sickle in these directions—with counterweight 
action always opposite to direction of sickle travel.” Also, “Exclusive, 
Allis-Chalmers TWIN-WHEEL Drive brings to mowing a great new mechan- 
ical advance. Smooth, non-stop rotary power from balanced counterweights 
ON TWIN-WHEEL Drive eliminates destructive vibration so common with 
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pitman drive mowers.” Again, “New A-C TWIN-WHEEL Drive obsoletes 
forever conventional pitman drive-—Twin flywheels with heavy, matching 
counterweights provide smooth non-stop rotary power to reciprocating 
action of sickle.” 

With its brief on appeal, applicant submitted a later published bro- 
chure substantially identical with that quoted from above except that on 
page 2 the heading “New A-C No. 7 with Exclusive TWIN-WHEEL Drive— 
A Revolutionary Development in Mower Design” has been changed to read, 
“New Allis-Chalmers No. 7 No-PITMAN Mower—with exclusive TWIN-WHEEL 
Drive.” This change obviously amounts to a distinction without a difference. 

In its brief, applicant states : 


“Applicant admits considerable advertising of this new feature 
of having counterweights effecting a flywheel function in mower drives, 
and it is true that the flywheels are matched or ‘twins.’ However, 
applicant submits that this suggestive reference to one particular part 
does not render TWIN-WHEEL merely descriptive of the overall drive 
mechanism. 

“Twin-wheel has no descriptive connotation for the entire drive.” 


This argument overlooks the fact that in cases such as this we are 
concerned not only with what term an applicant is using, but how it is 
being used. Even terms which in and of themselves are not merely 
descriptive may be used to describe—or to differentiate—and thereby 
fail to function as trademarks. See: Ex parte Minneapolis-Honeywell Regu- 
lator Company, 99 USPQ 422 (44 TMR 452), (Com’r., 1953). 

It appears that the conventional drive in mowers is known as the 
pitman drive. Applicant has developed and is using on its mowers a 
different kind of drive which is powered through twin flywheels with 
matched counterweights, and it has named this drive the TWIN-WHEEL 
drive as differentiated from the pitman drive. More recently it has ac- 
centuated this difference in its brochures by referring to its mower as a 
NO-PITMAN mower with twin-wheel drive, thereby indicating that the mower 
does not have a pitman drive but it does have a TWIN-WHEEL drive. 

The term presented for registration is an apt description for a mower 
drive containing twin flywheels with matched counterweights, and the 
term is used by applicant to describe mowers with such drives. The term 
is therefore unregistrable. 

The refusal of the Examiner of Trademarks to register the term is 
affirmed. 
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EX PARTE BANK OF AMERICA NATIONAL TRUST 
AND SAVINGS ASSOCIATION 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—SERVICE MARKS 
REGISTRABILITY—IN GENERAL 
Application to register mark identifying bank on printed forms, such as checks, 
bank drafts, deposit passbooks, and identification card forms is refused since these 
are necessary adjuncts to the rendering of banking services in which applicant is 
engaged. Mark identifies banking services but not the printed forms. 


Application for trademark registration by Bank of America National 
Trust and Savings Association, Serial No. 700,708 filed December 28, 1955. 
Applicant appeals from decision of Examiner of Trademarks refusing 
registration. Affirmed. 


Boyken, Mohler & Wood, of San Francisco, California, for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register for printed forms, including 
traveler’s checks, bank drafts, cashier’s checks, bank checks, letter of 
credit forms, deposit passbooks, checks and passbook covers, identification 
eard forms, foreign exchange rate quote sheets, deed and property transfer 
forms, envelopes, paper covers and correspondence forms, the following: 


‘7 = 


use since November 3, 1930 being asserted. 

Registration has been refused on the ground that it appears from the 
record that applicant is not engaged in the business of dealing in printed 
forms, but it is engaged in the business of rendering a banking service, and 
the use of the mark on the specified items merely identifies the service. 

Applicant has appealed. 

It is agreed that applicant is engaged in the banking business, and 
it is conceded that the printed forms specified in the application are used 
in the carrying on of such business. 

Applicant contends that it “sells” its traveler’s checks, and in a sense 
it does. In proper perspective, however, traveler’s checks are negotiable 
instruments issued in the course, and as an integral part, of applicant’s 
banking business. 
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The forms which applicant has listed in its application are necessary 
adjuncts to the rendering of its banking services; and use of the mark on 
such forms identifies and distinguishes applicant’s banking services. 

Since applicant’s business is a banking service in which it uses the 
printed forms as necessary “tools” in the performance of such service, 
and it is not engaged either in printing or selling forms as commodities in 
trade, the examiner properly refused registration of the mark for the 
commodities identified in the application. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE CLARY CORPORATION 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRATION PROCEDURE—APPLICATION 
Application for TRANSACTOR for sales registering apparatus should be published 
under Section 12(a) since the term is not merely descriptive, but publication is 
subject to applicant’s showing of correct date of first use. Intercompany shipment 
does not constitute trademark use. 


Application for trademark registration by Clary Corporation, Serial 
No. 3,654 filed March 1, 1956. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Reversed. 


Fred N. Schwend, of San Gabriel, California, and Bacon & Thomas, of 
Washington, D. C., for applicant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register TRANSACTOR for “sales regis- 
tering apparatus,” use since January 15, 1956, being asserted. 

Registration has been refused on the ground that the mark, when 
applied to the goods, is merely descriptive of them. 

Applicant has appealed. 

According to a brochure in the record, applicant’s machine produces 
a machine-printed, machine-added salescheck in triplicate, while at the 
same time recording every detail of the sale in a punched paper tape, 
thereby eliminating the need for carrying a salesbook, keeping track of 
and recording tissue copies, and making out merchandise classification 


reports. 
The examiner, after quoting from the brochure, stated: 


“The word ‘Transact’ is defined in Webster’s New International 
Dictionary as ‘To perform’; also ‘To carry on business.’ From the 
above statements in applicant’s brochure, it appears evident that 
applicant’s product transacts or performs transactions. The machine 
is certainly used for ‘Carrying on business.’ Therefore the mark 
TRANSACTOR appears to be merely descriptive of applicant’s goods.” 
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The word TRANSACTOR unquestionably suggests something about some 
kind of transaction by somebody, but even a considerable amount of men- 
tal exercise will not lead to a conclusion that the machine transacts any- 
thing. It merely records transactions by people. The word is not merely 
descriptive of a sales registering machine. 

The decision of the Examiner of Trademarks is reversed, and the mark 
should be published in accordance with Section 12(a) subject to the con- 
ditions set out below. 

One additional matter requires comment. The application recites 
January 15, 1956 as the date of first use, but an affidavit filed on behalf of 
applicant during the prosecution shows that the January 15 shipment was 
from applicant’s plant in California to its plant in Arizona. This does 
not constitute trademark use. See: L. & C. Hardtmuth v. Koh-I-Noor 
Pencil Factory, 101 USPQ 492 (44 TMR 1210), syllabi 3, 4 and 5 (Com’r., 
1954). 

Publication will not be authorized until the asserted date is supported 
by a satisfactory showing of its correctness, or until an amendment setting 
forth the correct date is submitted. 


EX PARTE COMPAGNIE NATIONALE AIR FRANCE 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—CORPORATE AND TRADE NAMES 
Registration of AIR FRANCE over FRENCH AIRLINE for air passenger and freight 
transportation services is refused on the ground that applicant fails to show use 
as a mark and that FRENCH AIRLINE is merely use as trade name. 


Application for service mark registration by Compagnie Nationale 
Air France, Serial No. 3,997 filed March 7, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Henry J. Lesieur and Kenyon & Kenyon, of New York, N. Y., for applicant. 


Leeps, Assistant Commissioner. 
An application has been filed to register for air passenger and freight 
transportation services the following: 


AIR FRANCE 
FRENCH AIRLINE 


Use since 1946 is asserted. 

Registration has been refused on the ground that applicant has failed 
to show that it uses the words FRENCH AIRLINE as part of a composite mark; 
that its use of FRENCH AIRLINE is merely as a tradename. 

Applicant has appealed. 

The specimens are advertisements for applicant’s air transportation 
services, and each of them features 
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When you go... Go 
AIR FRANCE 
See Your Travel Agent or 
FRENCH AIRLINE 


No other use of the term FRENCH AIRLINE appears in the record, but appli- 
cant has shown a listing in the Manhattan telephone directory of “FRENCH 
AIRLINE . . . See AIR FRANCE,” and a letter signed by the Chief of the 
Carrier Services & Agreements Sections of the Civil Aeronautics Board 
states that applicant is the only French airline which has been granted 
a foreign air carrier permit by the Board. 

The record is insufficient to show that applicant is using 


AIR FRANCE 
FRENCH AIRLINE 


in the manner presented for registration. FRENCH AIRLINE, as used is appli- 
cant’s name, or pseudonym. Registration is refused on the ground that 
applicant has failed to show use as a mark of the matter presented for 
registration. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE DOUGLAS FIR PLYWOOD ASSOCIATION 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—COLLECTIVE MARKS 
REGISTRABILITY—LICENSES 

Applicant, non-profit membership corporation, seeks to register DFPA as a 
trademark for plywood produced by its regular and “provisional” members in 
accordance with plans and specifications of applicant and which meet laboratory 
and research tests of applicant. Applicant by advertising and research promotes 
use of plywood. 

Record shows that applicant’s mark can be used only by members to identify 
the plywood made according to applicant’s standards and specifications and distin- 
guish their plywood from that of others. Use of mark is that of a collective mark 
and is registrable. 


Application for trademark registration by Douglas Fir Plywood 
Association, Serial No. 20,914 filed December 12, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 


Clinton L. Mathis, of Seattle, Washington, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register prpa for plywood, use since 
October 10, 1938 being asserted. Applicant is a membership corporation, 
and the application recites, ‘““The mark is not used by applicant but is used 
by members and by related companies who have entered into a quality 
control program wherein products may be marked with said mark if the 
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products are produced by members of the applicant or by said related 
companies and if such products meet the plans and specifications promul- 


gated by applicant and wherein applicant field-checks said products to 
determine that they have been produced in accordance with said plans 
and specifications of the applicant.” 

Registration has been refused on the ground that the mark, as used, 
appears to serve the function of a certification mark rather than a trade- 
mark. 

Applicant has appealed. 

Applicant is not a producer of plywood. It is a nonprofit association 
whose members are producers of plywood. Such members do not, however, 
merely by reason of their membership in applicant, automatically have 
the right to use the mark sought here to be registered. 

Applicant has been and continues to be engaged in plywood produc- 
tion research; it has established standards and specifications for various 
grades of plywood; and it maintains three laboratories, in Washington, 
Oregon and California, where it tests plywoods sent by its members and 
by its field inspectors. 

According to the record, augmented at the argument on appeal, all 
producers of Douglas fir plywood who desire membership in applicant must 
execute certain documents, namely, a subscription contract, a “license” 
agreement, and an agreement covering conditions of use of applicant’s 
marks. 

The subscription contract provides that applicant shall carry on a 
trade promotion program by advertising, publishing trade and research 
data and utilizing all available means to further the marketing and sale 
of plywood; and that applicant shall engage in research, in order to 
maintain and enhance the quality of plywood and to develop new or im- 
proved techniques, equipment, and ideas useful in the manufacture and 
marketing of plywood. The contract also provides the terms and conditions 
of payment to applicant by the subscribers of a specified amount of money 
per thousand square feet of plywood production. The other provisions are 
irrelevant to the questions presented here. 

The license agreement authorizes the “licensee” to avail itself of 
applicant’s inspection services, its technical promotional and advertising 
services, and to use applicant’s trademarks and other identification symbols, 
as well as its copyrighted material. In connection with applicant’s marks, 
the “licensee,” or authorized user, agrees to use them only in the manner 
and on the grades specified by applicant, and to be subject to supervision 
and check by authorized representatives of applicant. The other provisions 
are irrelevant to the question here. 





1. Applivant has registered its marks, including the one presented here, as col- 
lective marks. See: Nos. 579.860; 368,337; 414,609 ; 415,785; 521,675; 521,674; 569,774; 
572,769 ; 560,650; 405,729; and 409,193. 
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The agreement covering conditions of use of applicant’s marks pro- 
vides that all stamps and brands for applying the marks shall be obtainable 
only from, and shall be the property of, applicant; they shall not be 
defaced or altered in any manner and shall not be removed from the user’s 
mill except by a representative of applicant; they shall be maintained and 
used in clean condition so as to produce legible markings; and they shall 
at all times be available for examination by applicant’s supervisors. 

Before applicant’s marks may be used by any person desiring to 
subscribe to applicant’s services and signing the above-described documents, 
however, applicant makes extensive tests to determine whether or not 
the product meets the standards and specifications of applicant. If it 
does, the plywood producing subscriber may use the marks. It is note- 
worthy, however, that the execution of the documents does not make the 
plywood producer a member of applicant. A plywood producer whose 
product meets the standards and specifications of applicant and who has 
signed the documents described above and has thereby subscribed to 
applicant’s services, is qualified to file its formal application for membership 
in applicant, and such application is acted upon by the membership of 
applicant at its next or at some subsequent annual meeting. 

All plywood producers who sign the subscription contract, the “license,” 
and the agreement covering conditions of use of applicant’s marks pay 
the same fees and are subject to the same requirements, irrespective of 
whether or not they have been voted into membership. 

It appears from the record that applicant has its regular members 
and others which might be termed “provisional” members that produce 
plywood in accordance with applicant’s standards and specifications and 
mark it in accordance with applicant’s instructions during a “probationary 
period,” following which they may file a formal membership application 
for action by the membership of applicant at some future time. All sub- 
scribers to applicant’s services are subject to the same contractual provi- 
sions, whether or not they are members of the association. 

From the foregoing it is apparent that the mark sought here to be 
registered is a mark adopted by applicant and used by subscribers to its 
services to identify the plywood made according to applicant’s standards 
and specifications and to distinguish their plywood from that of others. 
The mark is a collective trademark and is registrable as such. 

On the record before him the decision of the Examiner of Trademarks 
was correct, but on the record here, his decision was erroneous. The mark 
should be published in accordance with Section 12(a). 
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EX PARTE GREAT WEST LUBRICANTS, INC. 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—SUGGESTIVE MARKS 
REGISTRABILITY—DESCRIPTIVE MARKS 
Application for registration of TUBE-O-LUBE is highly suggestive when used on 
cartridges filled with multipurpose lubricating grease but is not merely descriptive 
and may, therefore be published under Section 12(a). 


Application for trademark registration by Great West Lubricants, 
Inc., Serial No. 695,545 filed September 29, 1955. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Cushman, Darby & Cushman, of Washington, D. C., for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register TUBE-0-LUBE for lubricating 
grease, use since July 12, 1955, being asserted. 

Registration has been refused on the ground that the term, when 
applied to the goods, is merely descriptive of them, and the record is 
insufficient to support a finding of secondary meaning. 

Applicant has appealed. 

The record shows that applicant has packaged for it under the TUBE- 
0-LUBE label a multipurpose lubricating grease designed for use in wheel 
bearings, universal joints, chassis, and water pumps, as well as general 
farm, home, automotive and industrial use. The grease is packaged in 
cartridges for application by grease guns. The product is sold by appli- 
cant’s representatives directly to the ultimate users, approximately 75 
percent of whom are operators of farm equipment, and the balance are 
heavy duty equipment operators, such as counties, municipalities, road 
contractors, miners, and loggers. The product is not advertised because of 
the method of sale. 

LUBE is the recognized contraction or abbreviation of lubricating oil, 
but it is necessary to consider the mark TUBE-0-LUBE in its entirety to 
determine whether or not it is merely descriptive of lubricating grease. 
Applicant does not sell tubes of lubricating oil or grease. It sells TUBE-o- 
LUBE cartridges of multipurpose lubricating grease for application by 
grease guns. A cartridge is not a tube—and in the grease trade “tube” has 
no recognized meaning, either to buyers or sellers, and it is not used 
synonymously with or in place of the word “cartridge.” 

TUBE-0-LUBE is highly suggestive when used on cartridges filled with 
multipurpose lubricating grease, but it is not merely descriptive. 

The examiner’s refusal to register is reversed, and the mark should 
be published in accordance with Section 12(a). 
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EX PARTE LANE-WELLS COMPANY 


Commissioner of Patents — July 7, 1958 


REGISTRABILITY—SERVICE MARKS 
Application to register BLITZ-GUN as service mark for performance of perforating 
operations in oil wells is refused, since record shows that mark applied for is used 
only to identify explosive charge carrier but does not identify applicant’s services. 


Application for service mark registration by Lane-Wells Company, 
Serial No. 699,042 filed December 15, 1955. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Affirmed. 


Lyle Dillon and Fulwider, Mattingly & Huntley, of Los Angeles, California, 
for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register BLITZ-cuN for the performance 
of perforating operations in oil wells and like earth boreholes, use since 
June 13, 1955 being asserted. 

Registration has been refused on the ground that applicant has failed 
to show use of the mark to identify and distinguish its services. 

Applicant has appealed. 

Applicant is engaged in the business of performing well perforating 
services in connection with which it employs a carrier for a plurality of 
explosive charges. The carrier is lowered into a well at the lower end of 
a cable controlled from a special truck ‘and is destroyed during the per- 
formance of the service. The apparatus and equipment are all operated 
by applicant’s personnel. 

The only exhibits in the record are the specimens submitted with 
the application. They are copies of a brochure on the front of which 
appears LANE-WELLS, an illustration of an oil derrick, BLITZ-GUN and an 
illustration of the explosive charge carrier. References in the brochure 
to the term BLITZ-GUN are as follows: 


“LANE-WELLS new BLITZ GUN is an expendable Koneshot gun for 
open-hole and maximum performance perforating—WITH MINIMUM 
DEBRIS. This gun is available in a 3-7/16” O.D. size. 


CERAMIC CHARGE CONTAINER IN BLITZ GUN 


“The Koneshot charges in the BLITZ GUN are encased in high 
pressure and temperature resistant ceramic containers. 

“Careful consideration should be given before using this BLITZ 
GUN in liners and unsupported easing. 

“The tubing which makes up this carrier is splintered upon detona- 
tion of the gun. This detonation also blows the ceramic charge con- 
tainers into sand-sized particles. Therefore, the BLITZ GUN leaves very 
little debris in the well. 

“The BLITZ GUN is connected to the cable by three devices—each 
one insures either safety or efficiency of operation. 

“The cable clamp attaches the whole BLITZ auN to the cable. 

“Safety in BLITZ GUN use.” 
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From the foregoing it is obvious that BLITZ-GUN is used only to identify 
the explosive charge carrier, and nowhere does it identify the service 
performed by applicant. It identifies a device used by applicant in the 
performance of its services, and so far as the record shows, it identifies 
nothing else. BLITZ-GUN is therefore not registrable for the services set out 
in the application. 

The decision of the Examiner of Trademarks is affirmed. 


EX PARTE PHILLIPS MANUFACTURING CO. 
Commissioner of Patents— July 7, 1958 
REGISTRABILITY—RIGHT TO REGISTER 
REGISTRABILITY—CORPORATE AND TRADE NAMES 
Application to register PHILLIPS for compounds for degreasing metal parts is 
refused since there is nothing in the record showing trademark use of the mark 
for the products identified in application. Use of word or name only as part of 
corporate or commercial name is not trademark use. 


Application for trademark registration by Phillips Manufacturing Co., 
Serial No. 683,806 filed March 18, 1955. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Wilfred 8. Stone, of Chicago, Illinois, for applicant. 


LeEEps, Assistant Commissioner. 

An application has been filed to register PHILLIPS for compounds for 
degreasing metal parts, use since August 8, 1939 being asserted. 

Registration has been refused on the ground that the record fails 
to show use by applicant of PHILLIPS as a trademark, it appearing that 
applicant uses PHILLIPS only in its corporate name PHILLIPS MANUFACTURING 
co. 

Applicant has appealed. 

The specimens submitted with the application are decalcomanias which 
applicant uses on its drums of compounds. The name sought here to be 
registered appears only once on such decals, and there it appears in 
applicant’s corporate name. The wording on the decals is as follows: 


PHILLEX® 
Trichloroethylene 
THE TRULY STABILIZED SOLVENT 
for low cost metal degreasing 
PHILLIPS MANUFACTURING COMPANY 
CHICAGO, ILLINOIS 
Net Weight 650 Pounds 


Two pages from Thomas’ Register showing a listing of PHILLIPS MFG. 
co., advertisements showing “Phillips Manufacturing Co.—3475 W. Touhy 
Avenue—Chiecago 45,” and a booklet showing publication and copyright 
by Phillips Manufacturing Company, are in the record. 
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There is nothing in the record which shows use of PHILLIPS as a trade- 
mark for the products identified in the application. Use of a word or name 
only as a part of a corporate or commercial name is not use of the word or 
name as a trademark. 

The Examiner of Trademarks properly refused registration, and his 
decision is affirmed. 


PIONEER HI-BRED CORN COMPANY v. RUCKER'S 
POULTRY FARM & HATCHERIES, INC. 


No. 34,769 — Commissioner of Patents — July 7, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for registration of HyY-BIRD for live chickens and hatching eggs is 
opposed by registrant of HyY-LINE for live and dressed poultry, seed corn, and 
hatching eggs. Resemblance between the two marks is likely to result in purchaser 
confusion or mistake that applicant’s application must be refused. 


Opposition proceeding by Pioneer Hi-Bred Corn Company v. Rucker’s 
Poultry Farm & Hatcheries, Inc., application Serial No. 657,732 filed 
December 9, 1953. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining opposition. Affirmed. 

Rudolph L. Lowell and Dale Porter, of Des Moines, lowa, for opposer- 
appellee. 
Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D.C., and 

Burn Bannister, of Ottumwa, lowa, for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register Hy-BIRD for live chickens and 
hatching eggs, use since February 10, 1949 being asserted. 

Registration has been opposed by Pioneer Hi-Bred Corn Company, 
registrant of HY-LINE for live poultry,’ for seed corn and hatching eggs,’ 
and for dressed poultry.® 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer has been engaged in the poultry and 
poultry products business under its commercial name PIONEER HI-BRED CORN 
COMPANY since at least 1936. About 1942 opposer first used HyY-LINE as a 
trademark for its baby chicks, and it has since used the mark on hatching 
eggs, fresh, frozen and dried eggs, and live and dressed poultry. Poultry 
and poultry products have been sold under the HyY-LINE mark by opposer 
and its some three hundred distributors throughout the United States, 
in Canada, Mexico, Latin America and Europe. The products have been 
extensively advertised under the mark by opposer and its distributors 
through all modern media, and product sales have been substantial. 


Reg. No. 387,198, issued May 6, 1941. 
Reg. No. 544,829, issued July 10, 1951. 
Reg. No. 567,008, issued Jan. 13, 1953. 
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It appears from applicant’s record that in 1950 it conducted a contest 
to name a new breed of chicken and it listed HY-BIRDS and HY-LINES, among 
others, as examples for contestants. The contest was conducted under the 
direction of applicant’s advertising agency whose account executive had 
known of opposer’s use of HY-LINE since 1942. HY-BIRD was adopted, and 
the record indicates that it was first used in 1954. Applicant offered five 
affidavits of persons alleged to have purchased applicant’s goods under 
its mark in an attempt to show use in 1949, but the affidavits are incom- 
petent. The mark Hy-BirD first appeared in applicant’s advertising in 1954. 
Applicant sells its products by mail order, but it advertises them in some 
of the same publications in which opposer advertises, namely, national and 
sectional farm periodicals. 

The only question for determination is whether or not HY-BIRD, when 
applied to poultry and hatching eggs, so resembles HY-LINE, previously used, 
advertised and registered by Pioneer Hi-Bred Corn Company for poultry 
and poultry products and hatching eggs, as to be likely to cause confusion, 
mistake or deception of purchasers. Resolving such doubt as may exist in 
favor of opposer, it is believed that there is such resemblance between the 
marks as to be likely to result in purchaser confusion or mistake. 

The decision of the Examiner of Interferences is affirmed.* 

































4. The Examiner of Interferences properly held that the record raises a sub- 
stantial question as to whether or not the mark was in use prior to the time the 
application was filed; and he correctly noted that in the event applicant should ulti- 
mately prevail in this proceeding, registration will be withheld pending a satisfactory 
showing of use prior to the filing date of the application. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United 
States Code, Section 233) SHOWING THE OWNERSHIP, 
MANAGEMENT, AND CIRCULATION OF 


THE TRADEMARK REPORTER® published monthly, twelve issues, at New York, 
N. Y. for October 1, 1958. 


1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 


Publisher—The United States Trademark Association, 6 East 45th Street, New York 17, 
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Editor—Dr. Walter J. Derenberg, editor-in-chief, 165 Broadway, New York 5, N. Y. 

Managing editor—Doris K. Meyerhoff, 6 East 45th Street, New York 17, N. Y. 

Business manager—Dorothy Fey, 6 East 45th Street, New York 17, N. Y. 


2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or 
holding 1 percent or more of total amount of stock. If not owned by a corporation, the 
names and addresses of the individual owners must be given. If owned by a partnership 
or other unincorporated firm, its name and address, as well as that of each individual 
member, must be given.) 


The United States Trademark Association, 6 East 45th Street, New York 17, N. Y. 

John L. Esterhai, President, Phileo Corporation, Philadelphia 34, Pa. 

James E. Curtiss, Treasurer, National Biscuit Company, 425 Park Avenue, New York 
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ing 1 percent or more of total amount of bonds, mortgages, or other securities are: 
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4, Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the 
name of the person or corporation for whom such trustee is acting; also the statements 
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that of a bona fide owner. 
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